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ARTICLE

Federal court strikes expert’s reply report in its entirety
Bauer Hockey L td  v.  Sport  Maska  Inc. ,  2020  FC 212

Bauer Hockey L td .  (Bauer) and  Sport  M aska  Inc. ,  d .b .a .  CCM  Hockey (CCM ) a re  hockey com pan i es i n  the  m i dst  o f  a  pa ten t  i n f ri ngem ent d i spu te .  T h i s
deci si on  concerned  the  de fendan t  CCM ’s m ot i on  under ru l e  248  o f  the  Federa l  Courts Ru l es to  excl ude  the  p l a i n t i f f  Bauer’s expert  report ,  and  bo th
part i es’ m o t i ons to  excl ude  o the r expert  reports fo r va ri ous reasons i n  the  con text  o f  th i s pa ten t  i n f ri ngem ent d i spu te .  T he  Court  d i sm i ssed  Bauer and
CCM ’s m ot i ons to  st ri ke  po rt i ons o f  opposi ng  expert  reports,  wh i l e  a l l owi ng  CCM ’s m ot i on  to  st ri ke  the  rep l y report  o f  one  o f  Bauer’s experts.

Rule 248 motion

Rul e  248  p roh i b i ts a  pa rty f rom  b ri ng i ng  evi dence  o f  ce rta i n  facts when  i t  re fused  to  answer quest i ons concern i ng  those  facts du ri ng  exam i na t i on  fo r
d i scovery.  Regard i ng  CCM ’s ru l e  248  m ot i on ,  CCM  a l l eged  tha t  Bauer’s expert  p rovi ded  evi dence  on  Bauer’s l ost  p ro f i ts,  desp i te  the  fact  tha t  Bauer
re fused  to  answer quest i ons abou t  i ts p ro f i ts du ri ng  d i scovery.  A l l eged l y,  th i s re fusa l  was m ade  because  Bauer had  sta ted  tha t  i t  wou l d  no t  be  seeki ng
dam ages based  on  l ost  p ro f i ts,  bu t  on  the  basi s o f  a  reasonab l e  roya l ty.  On  th i s basi s,  CCM  sough t  to  excl ude  Bauer’s expert  report .

T he  Court  d i sm i ssed  CCM ’s m ot i on  on  two  g rounds.  Fi rst ,  Bauer’s expert  re l i ed  on  two  docum ents fo r h i s “l ost  p ro f i ts” ca l cu l a t i on  tha t  Bauer d i d  d i scl ose
duri ng  d i scovery.  Second ,  the  Court  d rew a  d i st i nct i on  be tween  the  use  o f  l ost  p ro f i ts fo r seeki ng  dam ages and  the  use  o f  l ost  p ro f i ts fo r de te rm i n i ng  a
reasonab l e  roya l ty.  S i nce  Bauer’s expert  p rovi ded  evi dence  on  l ost  p ro f i ts fo r the  so l e  pu rpose  o f  dem onstra t i ng  wha t  a  reasonab l e  roya l ty wou l d  be ,
the  Court  found  tha t  Bauer d i d  no t  b reach  i ts undertaki ng  no t  to  cl a i m  any l ost  p ro f i ts,  and  the re fo re  d i d  no t  con travene  ru l e  248 .

Improper expert evidence motions

CCM’s motions

CCM  a l l eged  tha t  Bauer’s expert ’s rep l y report  d ra f ted  by Dr.  Be rkm an  const i tu ted  i m proper rep l y evi dence ,  and  the re fo re  shou l d  be  st ruck.  T he  Court
ag reed .  T he  Court  found  tha t  the  report  re i n fo rced  evi dence  a l ready g i ven .  In  add i t i on ,  a l though  CCM ’s expert  i n t roduced  d i ffe ren t  bases fo r
ca l cu l a t i ng  a  reasonab l e  roya l ty,  these  were  wi th i n  the  bounds o f  the  m ethod  descri bed  by Dr.  Be rkm an . T hese  bases cou l d  have  been  d i scussed  i n  Dr.
Berkm an ’s f i rst  report .  Dr.  Be rkm an  p rovi ded  no  reasons i n  h i s rep l y report  as to  why those  bases cou l d  no t  have  been  an t i ci pa ted ,  and  the re fo re ,
addressed  i n  h i s f i rst  report .  S i m p l y d i sag ree i ng  wi th  the  o the r pa rty’s expert  does no t  g i ve  ri se  to  a  ri gh t  o f  rep l y.

Fu rthe rm ore ,  CCM  a l l eged  tha t  po rt i ons o f  Bauer’s expert  rep l y report  d ra f ted  by M r.  Ross const i tu ted  i m proper rep l y.  T he  Court  deci ded  tha t  the  basi s
fo r d i st i ngu i sh i ng  be tween  the  po rt i ons o f  the  report  tha t  were  i m proper ve rsus p roper was uncl ea r.  Fu rthe rm ore ,  the  Court  exe rci sed  i ts d i scre t i on  to
adm i t  the  report  i n  sp i te  o f  a  po ten t i a l  b reach  o f  the  ru l es regard i ng  rep l y evi dence .  M r.  Ross’ report  p rovi ded  the  Court  wi th  use fu l  i n fo rm at i on
com pari ng  the  pa rt i es’ accoun t i ng  o f  p ro f i ts posi t i ons.  Fu rthe rm ore ,  i t  wou l d  no t  have  caused  CCM  any p re j ud i ce  to  adm i t  the  report .

Bauer’s  motion

Bauer si m i l a rl y b rough t  a  m o t i on  a l l eg i ng  tha t  po rt i ons o f  CCM ’s expert  report  shou l d  be  st ruck.  CCM ’s experts were  supposed  to  op i ne  on  cl a i m
construct i on  and  i nva l i d i ty i n  the i r f i rst  reports.  CCM ’s expert  M r.  Ho l den  d i d  no t  op i ne  on  “essen t i a l  e l em en ts” i n  tha t  f i rst  report ,  wh i ch  i s pa rt  o f  the
cl a i m  construct i on  ana l ysi s,  bu t  responded  to  Bauer’s expert ’s op i n i on  on  essen t i a l  e l em en ts i n  h i s respond i ng  report .  T he  Court  re fused  to  st ri ke  th i s
po rt i on  o f  M r.  Ho l den ’s report .  T he  Court  reasoned  tha t  si nce  M r.  Ho l den ’s report  i s a  respond i ng  report ,  no t  a  rep l y report ,  the  ru l es regard i ng  rep l y
evi dence  a re  no t  a t  p l ay.  M r.  Ho l den  was en t i t l ed  to  respond  to  Bauer’s expert ’s report .

Conclusion

Part i es shou l d  be  cau t i ous when  re l yi ng  on  rep l y expert  reports.  I f  a  rep l y report  i s tendered ,  experts shou l d  exp l a i n  why th i s rep l y evi dence  cou l d  no t
have  been  an t i ci pa ted ,  and  the re fo re  was no t  i ncl uded  i n  the i r f i rst  expert  report .
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