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Patent Decis ion

Proposed  p rosecu t i on  ba r i n  add i t i on  to  p ro tect i ve  o rde r den i ed  due  to  i nsu ff i ci en t  evi dence
Abbvi e  Corpora t i on  v.  Samsung  B i oep i s Co . ,  L td . , 2017  FC 675
Drug :  Ada l i m um ab

In  th i s case ,  AbbVi e  b rough t  an  app l i ca t i on  aga i nst  Sam sung  pu rsuan t  to  the  NOC Regu l a t i ons.  T he  pa rt i es ag reed  tha t  a  p ro tect i ve  o rde r was needed ;
however,  Sam sung  wan ted  add i t i ona l  p ro tect i ons fo r i ts con f i den t i a l  i n fo rm at i on .  I t  sough t  p rovi si ons tha t  wou l d  p reven t  ou tsi de  counse l  and  i n -house
counse l  fo r bo th  pa rt i es f rom  engag i ng  i n  pa ten t  p rosecu t i on  act i vi t i es re l a t i ng  to  the  pa ten ts i n  su i t  o r Ada l i m um ab fo r one  year a f te r the  p roceed i ng
or any o the r re l evan t  l i t i ga t i on .

T he  Court  he l d  tha t  Sam sung  had  no t  adduced  su ff i ci en t  evi dence  to  show tha t  the  Proposed  Prosecu t i on  Bar (PPB) was necessary o r reasonab l e .  In
m aki ng  th i s de te rm i na t i on ,  the  Court  a l so  he l d  tha t  the  test  fo r a  'counse l 's eyes on l y'  (CEO) p ro tect i ve  o rde r was no t  the  appropri a te  test  to  use .
M oreover,  Sam sung  was he l d  no t  to  have  m et th i s test .

T he  Court  he l d  tha t  the  PPB was m ore  si m i l a r to  a  restri ct i ve  covenan t  o r a  restra i n t  o f  t rade  than  to  a  CEO p ro tect i ve  o rde r.  In  the  em p l oye r/em p l oyee
con text  the re  i s a  p resum pt i on  tha t  restri ct i ve  covenan ts a re  pri ma  faci e unen fo rceab l e .  However,  a  reasonab l e  one  wi l l  be  uphe l d .  T he  onus o f  showi ng
the  reasonab l eness o f  the  restri ct i ve  covenan t  i s on  the  pa rty seeki ng  to  en fo rce  i t .  T he  Court  he l d  tha t  the  p ro tect i ve  o rde r p rovi des a  se ri ous
ob l i ga t i on  no t  to  use  o r d i scl ose  con f i den t i a l  i n fo rm at i on  o the r than  fo r the  pu rposes o f  th i s p roceed i ng .  T hus,  i t  i s no t  reasonab l e  to  f i nd  tha t  the  PPB
shou l d  be  g ran ted  wi thou t  concre te  evi dence  to  p rove ,  on  a  ba l ance  o f  p robab i l i t i es,  tha t  counse l  a re  a t  ri sk to  m i suse  the  con f i den t i a l  i n fo rm at i on
d i scl osed  to  them .

Copyright Decis ion

In te ri m  ta ri f f  found  to  be  en fo rceab l e ;  copyi ng  m ade  under the  un i ve rsi ty's gu i de l i nes d i d  no t  const i tu te  fa i r dea l i ng
Canad i an  Copyri gh t  L i censi ng  Agency v.  Yo rk Un i ve rsi ty,  2017  FC 669

In  the  m a i n  act i on ,  the  Canad i an  Copyri gh t  L i censi ng  Agency ("Access" ) sough t  to  en fo rce  an  In te ri m  Tari ff  i ssued  by the  Copyri gh t  Board  wi th  respect
to  copyi ng  act i vi t i es engaged  by York Un i ve rsi ty ("York" ) em p l oyees fo r a  se t  pe ri od .  By coun te rcl a i m , York sough t  a  decl a ra t i on  tha t  any rep roduct i ons
m ade  fe l l  wi th i n  York's Fa i r Dea l i ng  Gu i de l i nes and  the re fo re  const i tu ted  the  excep t i on  fo r " fa i r dea l i ng "  under sect i on  29  o f  the  Copyri gh t  Act.

A f te r a  tho rough  revi ew o f  the  facts and  wi tnesses,  the  Court  addressed  the  i ssues on  the  m a i n  act i on  concern i ng  whe the r the  In te ri m  Tari ff  was
en fo rceab l e  aga i nst  York.  York a rgued  tha t  the  In te ri m  Tari ff  was no t  an  approved  ta ri f f  because :  1 ) i t  d i d  no t  resu l t  f rom  a  ta ri f f  ce rt i f i ca t i on  p rocess,
and  2 ) i t  was no t  pub l i shed  i n  the  Canada  Gaze t te .  Yo rk subm i t ted  tha t  si nce  the  In te ri m  Tari ff  i s no t  approved ,  i t  cou l d  no t  be  en fo rced  and  i s on l y
b i nd i ng  on  a  use r tha t  consen ts to  i t .

T he  Court  d i sag reed  and  found  tha t  the  In te ri m  Tari ff  was m anda to ry and  en fo rceab l e  aga i nst  York.  In  the  vi ews o f  bo th  Access and  the  Court ,  " the
l eg i sl a t i ve  h i sto ry,  and  pa rt i cu l a rl y the  deve l opm ent o f  the  m odern  en fo rcem ent p rovi si ons,  con f i rm  the  l eg i sl a t i ve  i n ten t  to  p rovi de  co l l ect i ves wi th
e ffect i ve  en fo rcem ent m echan i sm s aga i nst  use rs who  a re  no t  sub j ect  to  an  ag reem ent and  who  rep roduce ,  wi thou t  au tho ri ty f rom  owners o r wi thou t  the
bene f i t  o f  an  excep t i on  (e .g . ,  fa i r dea l i ng ),  copyri gh t  p ro tected  works covered  by the  co l l ect i ves."

T he  Court  found  tha t  York's de fence  tha t  the  In te ri m  Tari ff  was no t  en fo rceab l e  si nce  i t  i s no t  an  approved  ta ri f f ,  was essen t i a l l y a  co l l a te ra l  a t tack o f
the  Copyri gh t  Board 's deci si on .  T he  Court  no ted  tha t  York was i n  a  posi t i on  to  app l y to  j ud i ci a l l y revi ew the  Board 's deci si on ,  bu t  chose  no t  to  do  so .
T he  Court  a l so  d i sm i ssed  York's f i na l  po i n t  i n  the  m a i n  act i on  tha t  the re  was no  b reach  o f  the  In te ri m  Tari ff  and ,  i f  the re  was,  York i s no t  responsi b l e  fo r
the  b reaches o f  the  In te ri m  Tari ff .  T he  evi dence  showed  tha t  the re  was unau tho ri zed  copyi ng  tha t  t ri gge red  ob l i ga t i ons under the  In te ri m  Tari ff ,  and
tha t  these  ob l i ga t i ons be l ong  to  York.

In  the  coun te rcl a i m , the  Court  had  to  de te rm i ne  whe the r any copyi ng  tha t  fa l l  wi th i n  York's Fa i r Dea l i ng  Gu i de l i nes const i tu ted  fa i r dea l i ng  pu rsuan t  to
s.29  o f  the  Act .  Yo rk's Gu i de l i nes were  m ode l l ed  on  those  deve l oped  by the  Associ a t i on  o f  Un i ve rsi t i es and  Com m un i ty Co l l eges,  wh i ch  rep resen ted  the
i n te rests o f  York.  App l yi ng  the  two-part  test  l a i d  down by Suprem e Court  o f  Canada  j u ri sp rudence ,  the  Court  found  tha t  the  dea l i ng  was fo r the
a l l owab l e  pu rpose  o f  educa t i on .

T he  Court  then  tu rned  to  the  fa i rness ana l ysi s i n  the  second  step  o f  the  test .  T he  Court  f i rst  d i st i ngu i shed  the  Suprem e Court  case  i n  CCH Canad i an  L td
v Law  Soci e ty o f  Upper Canada,  2004  SCC 13 ,  fo r va ri ous reasons i ncl ud i ng  tha t :  the  copyi ng  done  a t  the  Grea t  L i b ra ry i n  CCH was fo r o the rs,  no t  fo r
the  L i b ra ry i tse l f ;  the  copyi ng  a t  i ssue  i n  CCH was no t  the  m ass copyi ng  o f  po rt i ons o f  books,  texts,  a rt i cl es,  en t i re  a rt i st i c works o r po rt i ons o f
co l l ect i ons,  no r was i t  the  m u l t i p l e  copyi ng  o f  those  m ate ri a l s i n to  coursepacks o r d i g i ta l  fo rm ats,  as was the  ci rcum stances fo r th i s case .  M oreover,  a
num ber o f  posi t i ve  fea tu res o f  the  po l i cy i n  CCH were  absen t  i n  the  York si tua t i on ,  wh i ch  po i n ted  to  the  un fa i rness o f  the  Gu i de l i nes a t  i ssue .

T he  Court  then  we i ghed  the  fa i rness facto rs and  concl uded  tha t  the  Gu i de l i nes were  no t  fa i r i n  e i the r the i r te rm s o r the i r app l i ca t i on  when  consi de ri ng
the  who l e  o f  the  i ssue  o f  fa i r dea l i ng  wi th i n  the  con text  o f  the  facts o f  th i s case .

Industry Update

Hea l th  Canada  re l eased  the  T herapeu t i c Products Di recto ra te  Sta t i st i ca l  Report  2016 /2017  fo r the  Paten ted  Med i ci nes (No t i ce  o f  Comp l i ance)
Regu l a t i ons and  Da ta  Pro tect i on .  T he  report  i ncl udes i n fo rm at i on  regard i ng  t rends i n  the  e l i g i b i l i ty o f  pa ten ts fo r l i st i ng  on  the  Pa ten t  Reg i ste r,  the
e l i g i b i l i ty o f  d rugs fo r l i st i ng  on  the  Reg i ste r o f  Innova t i ve  Drugs,  and  re l a ted  court  act i vi ty.

By:  Chan ta l  Saunders,  Beverl ey M oore,  Adri an  J.  Howard
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