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Patent Decisions

Paten ts Re l a t i ng  to  Snowm ob i l es In f ri nged  bu t  Inva l i d  fo r Insu ff i ci ency
Bombard i e r Recrea t i ona l  Products Inc.  v.  Arct i c Ca t  Inc.,  2017  FC 207

In  an  act i on  fo r pa ten t  i n f ri ngem ent,  the  Court  consi de red  the  i n f ri ngem ent and  va l i d i ty o f  fou r pa ten ts,  as we l l  as rem ed i es.

T he  Court  revi ewed  the  fou r pa ten ts and  p rovi ded  a  sum m ary o f  the  wi tnesses tha t  appeared .  Be fo re  constru i ng  the  d i spu ted  te rm s o f  the  va ri ous
pa ten ts,  the  Court  no ted  tha t  i t  "was st ruck a t  t ri a l  by som e a t tem pts tha t  were  m ade  by som e o f  the  expert  wi tnesses to  favour a  read i ng  o f  the  pa ten ts
tha t  wou l d  l ead  to  a  construct i on  o f  som e o f  the  essen t i a l  e l em en ts tha t  can  on l y be  descri bed  as de fyi ng  any com m on understand i ng  o f  l anguage ."
T he  Court  i nd i ca ted  tha t  wh i l e  experts assi st  the  Court ,  the re  i s room  fo r com m on sense  i n  the  court room .

T he  Court  found  i n f ri ngem ent o f  th ree  o f  the  pa ten ts and  then  m oved  on  to  consi de r the  va l i d i ty o f  the  i n f ri nged  pa ten ts.  T he  Court  found  tha t  the
cl a i m s were  ne i the r an t i ci pa ted  no r obvi ous,  and  were  no t  i nva l i d  fo r i ncl ud i ng  fa l se  o r m i sl ead i ng  sta tem en ts.  However,  the  Court  found  tha t  the
pa ten ts were  i nsu ff i ci en t  and  the re fo re  i nva l i d .   In  te rm s o f  i nsu ff i ci ency,  the  Court  wro te  tha t  " the  speci f i ca t i on  m ust  be  o f  such  qua l i ty,  be i ng  co rrect
and  fu l l ,  as to  a l l ow the  ski l l ed  pe rson  to  pu t  the  i nven t i on  i n to  p ract i ce " .  T he  Court  no ted  tha t  Bom bard i e r p resen ted  l i t t l e  a rgum ent wi th  respect  to
th i s i ssue ,  a rgu i ng  tha t  the  pa ten t  m ust  answer "What the  i nven t i on  i s? "  and  "How i t  works?" .  T he  Court  found  tha t  th i s i s i nadequa te ,  and  the  qua l i ty o f
the  descri p t i on  m ust  be  consi de red .  T he  Court  a l so  no ted  tha t  because  sect i on  36  o f  the  Paten t  Act requ i res tha t  each  pa ten t  con ta i n  one  i nven t i on ,  i t
i s no t  possi b l e  to  consi de r the  th ree  pa ten ts toge the r to  de te rm i ne  i f  the  speci f i ca t i ons toge the r enab l es a  pe rson  ski l l ed  i n  the  a rt  to  m ake  o r use  the
i nven t i on .  T he  Court  concl uded  tha t  the  pa ten ts a re  am b i guous and  i nsu ff i ci en t .

T he  Court  addressed  som e o f  the  add i t i ona l  g rounds o f  i nva l i d i ty ra i sed  by Arct i c Ca t ,  i ncl ud i ng  p ri o r pub l i c d i scl osu re .  T he  Court  found  tha t  tests o f
the  Bom bard i e r p ro to types on  pub l i c t ri a l s were  reasonab l e  experi m en ta t i on .  T he  Court  a l so  found  tha t  the  pub l i c d i scl osu re  descri bed  by Arct i c Ca t
wou l d  no t  const i tu te  an  enab l i ng  d i scl osu re .

Fi na l l y,  the  Court  addressed  ob j ect i ons tha t  were  m ade  ove r the  course  o f  t ri a l .  One  o f  these  ob j ect i ons re l a ted  to  a l l eged  op i n i on  on  l ega l  i ssues and
concl usi ons o f  l aw. T he  Court  found  tha t  “the re  i s no  ru l e  o f  evi dence  o r ru l e  o f  the  Court  m anda t i ng  tha t  expert  evi dence  m ust  be  excl uded  where  the
expert  st rays i n to  the  p rovi nce  o f  the  Court  by op i n i ng  on  the  l ega l  i ssues be fo re  the  Court ”.  T he  Court  i s no t  bound  by the  evi dence  and  m ust
de te rm i ne  the  i ssues be fo re  i t .  T he  Court  d i d  no t  excl ude  any evi dence  on  th i s basi s.

T he  act i on  was d i sm i ssed ,  wi th  costs to  Art i c Ca t .

Trademark Decisions

Onl y one  30  page  m em orandum  a l l owed  on  a  conso l i da ted  appea l
Venngo  Inc.  v.  Conci e rge  Connect i on  Inc.  (Perkopo l i s),  2016  FCA 209

T he  Federa l  Court  o f  Appea l  has he l d  tha t  a  pa rty m ay on l y f i l e  a  si ng l e  30  page  m em orandum  o f  fact  and  l aw i n  an  appea l  a f te r conso l i da t i ng  two
separa te  appea l s.

T he  Federa l  Courts Ru l es provi des tha t  a  pa rty m ay f i l e  a  m em orandum  o f  fact  and  l aw tha t  sha l l  no t  exceed  30  pages i n  l eng th .  Venngo  conso l i da ted
two  appea l s and  f i l ed  a  30  page  m em orandum  i n  one  appea l  and  a  16  page  m em orandum  i n  the  o the r.  Bo th  m em oranda  were  st ruck f rom  the  reco rd
and  Venngo  was o rde red  to  f i l e  a  si ng l e  m em orandum  fo r the  conso l i da ted  appea l  tha t  com p l i es wi th  the  Ru l es.
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