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Patent Decisions

Al l ega t i ons o f  Inva l i d i ty Found  Just i f i ed  on  the  Basi s o f  Obvi ousness
Astrazeneca  Canada  Inc.  v.  Myl an  Pharmaceu t i ca l s ULC,  2017  FC 142
Drug :  esom eprazo l e  and  naproxen

In  th i s case ,  the  Federa l  Court  d i sm i ssed  an  app l i ca t i on  fo r an  o rde r o f  p roh i b i t i on .  T he  pa ten t  a t  i ssue  cl a i m ed  pharm aceu t i ca l  fo rm u l a t i ons o f
esom eprazo l e  and  naproxen .

T he  court  consi de red  and  re j ected  cha l l enges to  the  experts o f  bo th  si des,  ho l d i ng  tha t  the  ana l ysi s wou l d  tu rn  on  wh i ch  o f  the  experts p rovi ded  the
m ost  com pe l l i ng  eva l ua t i ons o f  the  com m on genera l  knowl edge  o f  the  POSITA, the  sta te  o f  the  a rt  and  the  o the r facto rs i n  the  obvi ousness a l l ega t i ons.
T he  court  he l d  tha t  the  obvi ousness a l l ega t i ons were  j ust i f i ed .  T here  was no th i ng  nove l  o r i nven t i ve  abou t  com b i n i ng  an  NSAID and  a  PPI,  no r the
speci f i c type  o f  each  used  i n  the  asse rted  cl a i m s.  Nor was the  concep t  o f  sequen t i a l  re l ease  when  co -fo rm u l a t i ng  a  PPI wi th  a  gastrop ro tect i ve  d rug
nove l .  However,  the  Court  he l d  i t  was nove l  to  app l y the  sequen t i a l  re l ease  p ro f i l e  i n  an  NSAID-PPI co -fo rm u l a t i on .

T he  Court  he l d  tha t  the  cl a i m ed  sequen t i a l  re l ease  was obvi ous.  Fu rthe rm ore ,  i t  was obvi ous to  t ry.

 

Di sm i ssed  M ot i on  to  Am end  Sta tem ent o f  Cl a i m  Uphe l d  on  Appea l
Nov Dow nho l e  Eurasi a  L i mi ted  v.  Tl l  Oi l f i e l d  Consu l t i ng  L td,  2017  FCA 32

T he  Court  o f  Appea l  uphe l d  the  Federa l  Court 's deci si on  denyi ng  l eave  to  am end  the  Appe l l an ts'  sta tem en t o f  cl a i m  i n  a  pa ten t  i n f ri ngem ent act i on .
T he  p roposed  am endm ents fe l l  i n to  two  ca tegori es:  the  add i t i on  o f  i nd i vi dua l s as de fendan ts i n  the  act i on  and  a  cl a i m  fo r j o i n t  and  severa l  l i ab i l i ty.
T he  th ree  i nd i vi dua l s sough t  to  be  added  were  bo th  d i recto rs and  o ff i ce rs o f  one  o f  the  responden ts o r i nvo l ved  i n  the  deve l opm ent o f  an  a l l eged l y
i n f ri ng i ng  p roduct .

T he  Court  o f  Appea l  concl uded  tha t  the  j udge  d i d  no t  e rr i n  l aw i n  i den t i fyi ng  and  app l yi ng  the  l ega l  p ri nci p l es concern i ng  the  am endm ent o f
p l ead i ngs,  o r i n  i ts understand i ng  o f  th i s Court 's deci si on  regard i ng  the  pe rsona l  l i ab i l i ty o f  d i recto rs and  o ff i ce rs i n  Mentmore  Manu factu ri ng  Co .  v.
Na t i ona l  Merchand i se  Manu factu ri ng  Co.  (1978),  40  C.P.R. (2d ) 164 .  Fu rthe rm ore ,  the  Court  found  tha t  the  p roposed  p l ead i ng  was de f i ci en t  because  i t
d i d  no t  con ta i n  m a te ri a l  facts wi th  su ff i ci en t  speci f i ci ty to  estab l i sh  " the  de l i be ra te ,  wi l fu l  and  knowi ng  pu rsu i t  o f  a  cou rse  o f  conduct , "  as descri bed
i n  Mentmore  .  T he  Court  o f  Appea l  a l so  found  tha t  the  j udge  m ade  no  revi ewab l e  e rro r i n  decl i n i ng  the  second  ca tegory o f  am endm ents.  T he  Court
no ted  tha t  the  m ate ri a l  facts,  to  the  e ffect  tha t  each  o f  the  co rpo ra te  de fendan ts i n f ri nged  the  pa ten t ,  were  no t  su ff i ci en t  to  support  a  cl a i m  fo r j o i n t
and  severa l  l i ab i l i ty.

Industry News

Hea l th  Canada  has re l eased  a  No t i ce :  Subm i ssi on  Fi l i ng  Requ i rem en ts — Good  M anu factu ri ng  Pract i ces (GM P)/Drug  Estab l i shm ent L i cences (DEL).

Hea l th  Canada  has re l eased  a  No t i ce  - Prescri p t i on  Drug  L i st  (PDL):  M u l t i p l e  add i t i ons.  T he  No t i ce  i nd i ca tes the  add i t i ons o f  Apom orph i ne
hydroch l o ri de ,  Dacl i zum ab be ta ,  Edoxoban ,  Ivab rad i ne  hyd roch l o ri de  and  Rupa tad i ne  to  the  Hum an and  Ve te ri na ry Prescri p t i on  Drug  L i sts (PDL).
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