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ARTICLE

U.S.-Mexico-Canada Agreement: Business Insights On Intellectual Property Issues
On Sep tem ber 30 ,  2018 ,  Canada ,  the  Un i ted  Sta tes and  M exi co  reached  an  ag reem ent on  wha t  i s essen t i a l l y a  revi sed  NAFTA. T he  new agreem ent wi l l
be  renam ed the  Un i ted  Sta tes-M exi co -Canada  Agreem ent (USM CA).  Fo r p re l i m i na ry i nsi gh ts on  the  USM CA, p l ease  see  ou r p revi ous pub l i ca t i on.  T he
text  o f  the  ag reem ent i s cu rren t l y undergo i ng  a  l ega l  revi ew fo r accu racy,  cl a ri ty,  and  consi stency.  T h i s no te  focuses on  the  i n te l l ectua l  p roperty i ssues
i n  Chap te r 20 ,  the  p rovi si ons o f  wh i ch  a re  no t  expected  to  change  substan t i ve l y.

General Information and Key Changes

Whi l e  the  m a j o ri ty o f  the  i n te l l ectua l  p roperty chap te r i s consi sten t  wi th  the  cu rren t  Canad i an  i n te l l ectua l  p roperty reg i m e  and  the  an t i ci pa ted  new
tradem ark reg i m e  tha t  wi l l  l i ke l y com e i n to  fo rce  i n  ea rl y 2019 ,  Canada  wi l l  be  requ i red  under the  USM CA to  m ake  a  num ber o f  si gn i f i can t  changes to
i ts i n te l l ectua l  p roperty l aws.  T he  key changes i ncl ude :

Increasi ng  da ta  p ro tect i on  fo r b i o l og i c d rugs f rom  e i gh t  yea rs to  ten  years;

Provi d i ng  fo r a  pa ten t  te rm  ad j ustm en t fo r de l ays a t  the  pa ten t  o ff i ce  i n  i ssu i ng  pa ten ts;

Increasi ng  copyri gh t  p ro tect i on  by 20  years,  f rom  l i fe  o f  the  au tho r p l us 50  years to  l i fe  o f  the  au tho r p l us 70  years.

What Do the Intellectual Property Provisions of the USMCA Mean to Businesses?

Patents

Paten t  Te rm  Ad j ustm en t

T he  USM CA wi l l  requ i re  Canada  to  p rovi de  to  pa ten t  owners an  ad j ustm en t to  the i r pa ten t  te rm  to  com pensa te  fo r un reasonab l e  de l ays a t  the  pa ten t
o ff i ce  i n  i ssu i ng  the  pa ten t .  T he  ad j ustm en t i s m ean t to  com pensa te  fo r such  de l ays,  a l though  the  t rea ty text  does no t  m en t i on  a  m i n i m um  o r m axi m um
te rm  fo r such  an  ad j ustm en t.

An  un reasonab l e  de l ay i s de f i ned  to  i ncl ude  a  de l ay i n  i ssuance  o f  the  pa ten t  o f  m ore  than  f i ve  years f rom  the  da te  o f  f i l i ng  o r th ree  years f rom  request
fo r exam i na t i on  o f  the  app l i ca t i on ,  wh i chever i s l a te r.

Part i es a re  a l l owed  to  excl ude  pe ri ods o f  t i m e  tha t  do  no t  occu r du ri ng  p rocessi ng  o r exam i na t i on ,  and  pe ri ods o f  t i m e  tha t  a re  no t  d i rect l y a t t ri bu tab l e
to  the  g ran t i ng  au tho ri ty,  as we l l  as pe ri ods o f  t i m e  tha t  a re  a t t ri bu tab l e  to  the  pa ten t  app l i can t .

T h i s ad j ustm en t pe ri od  i s no t  l i m i ted  by i ndustry o r pa ten t  cl assi f i ca t i on .  As a  resu l t ,  i t  shou l d  be  ava i l ab l e  to  a l l  pa ten tees i n  Canada .

T h i s pa ten t  te rm  ad j ustm en t wi l l  app l y to  a l l  pa ten t  app l i ca t i ons f i l ed  a f te r the  da te  o f  en try i n to  fo rce  o f  the  Agreem ent,  o r two  years a f te r the  si gn i ng ,
wh i chever i s l a te r fo r tha t  Party.  T hus,  i t  wi l l  no t  app l y to  a l l  pend i ng  pa ten ts.  Fu rthe rm ore ,  Canada  wi l l  have  4 .5  years f rom  the  da te  the  ag reem ent
en te rs i n to  fo rce  to  i m p l em ent these  p rovi si ons.  As a  resu l t ,  i t  m ay be  som e t i m e  be fo re  we  know m ore  p reci se l y how Canada  wi l l  g i ve  e ffect  to  these
ad j ustm en ts.

Data Protection for Biologic Drugs

T he  USM CA wi l l  a l so  requ i re  Canada  to  i ncrease  da ta  p ro tect i on  fo r new pharm aceu t i ca l  p roducts tha t  a re  o r con ta i n  a  b i o l og i c.  T he  new peri od  wi l l
be  ten  years f rom  the  da te  o f  f i rst  m arke t i ng  approva l  o f  the  p roduct  i n  Canada .

A “b i o l og i c” i s de f i ned  as “a  p roduct  tha t  i s p roduced  usi ng  b i o techno l ogy p rocesses and  tha t  i s,  o r a l te rna t i ve l y,  con ta i ns,  a  vi rus,  the rapeu t i c se rum ,
toxi n ,  an t i toxi n ,  vacci ne ,  b l ood ,  b l ood  com ponen t o r de ri va t i ve ,  a l l e rgen i c p roduct ,  p ro te i n  o r ana l ogous p roduct ,  fo r use  i n  hum an be i ngs fo r the
p reven t i on ,  t rea tm en t,  o r cu re  o f  a  d i sease  o r cond i t i on ”.

T he  text  appears to  p rovi de  a  t ransi t i on  p rovi si on  wi th  a  l i m i ted  exem pt i on  to  the  new ten  year da ta  p ro tect i on  pe ri od .  To  fa l l  wi th i n  th i s exem pt i on :

the  th i rd  pa rty (b i osi m i l a r) request  m ust  be  m ade  by M arch  23 ,  2020 ;

Canada  m ust  a l ready have  o the r b i osi m i l a rs approved  i n  the  sam e cl ass,  and  they m ust  have  been  approved  on  the  basi s o f  a  th i rd  pa rty
com pari son  to  the  con f i den t i a l  i n fo rm at i on  subm i t ted  o r the  m arke t i ng  approva l  i tse l f ;  and

those  p revi ous approva l s m ust  have  been  m ade  p ri o r to  the  da te  the  Agreem ent en te rs i n to  fo rce  i n  Canada .

Essen t i a l l y,  i t  seem s tha t  i f  a  b i osi m i l a r m anu factu re r f i l es i ts subm i ssi on  p ri o r to  M arch  23 ,  2020  and  ano the r b i osi m i l a r i n  the  sam e cl ass i s o r was
approved  p ri o r to  the  da te  the  Agreem ent en te rs i n to  fo rce  i n  Canada ,  the  cu rren t  e i gh t  yea r da ta  p ro tect i on  wi l l  app l y,  ra the r than  the  new ten  year
pe ri od .
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Canada  has un t i l  f i ve  years a f te r the  da te  the  Agreem ent en te rs i n to  fo rce  to  i m p l em ent th i s ob l i ga t i on .  However,  based  on  a  cross-cu t t i ng  p rovi si on  on
the  app l i ca t i on  o f  the  chap te r to  exi st i ng  sub j ect  m a tte r,  i t  appears tha t  these  p rovi si ons shou l d  app l y to  b i o l og i cs tha t  have  a l ready been  approved
and  whose  da ta  p ro tect i on  pe ri od  has no t  exp i red ,  sub j ect  to  the  excep t i on  no ted .

Copyright

Term s o f  Copyri gh t  Pro tect i on

T he  USM CA wi l l  requ i re  Canada  to  i ncrease  the  l eng th  o f  copyri gh t  p ro tect i on  i n  a  work by 20  years,  f rom  l i fe  o f  the  au tho r p l us 50  years to  l i fe  o f  the
au tho r p l us 70  years.  T he  ri gh ts fo r pe rfo rm ances and  sound  reco rd i ngs wi l l  need  to  be  extended  by f i ve  years,  f rom  70  to  75  years.

T he  change  i n  p ro tect i on  te rm s m ay p rovi de  si gn i f i can t  econom i c bene f i ts to  copyri gh t  owners,  pa rt i cu l a rl y i f  the re  i s si gn i f i can t  va l ue  i n  the
copyri gh ted  m ate ri a l .  On  the  o the r hand ,  i t  m ay i ncrease  costs o f  busi ness fo r use rs i n tend i ng  to  use  soon-to -be  exp i red  copyri gh ted  m ate ri a l s.

T he  t i m i ng  o f  th i s change  wi l l  be  pa rt i cu l a rl y i n te rest i ng  wi th  respect  to  copyri gh ted  m ate ri a l s tha t  wi l l  be  exp i ri ng  i n  the  next  few years,  as Canada
wi l l  have  a  2 .5  year pe ri od  to  i m p l em ent th i s ob l i ga t i on  fo l l owi ng  the  da te  o f  en try i n to  fo rce  o f  the  USM CA. I f  copyri gh t  exp i res be fo re  the  changes
com e i n to  e ffect ,  i t  appears tha t  the  exp i red  m ate ri a l s wi l l  rem a i n  i n  the  pub l i c dom a i n .

Cri m i na l  Rem ed i es fo r Ri gh ts M anagem ent In fo rm at i on

T he  USM CA requ i res bo th  ci vi l  rem ed i es and  cri m i na l  p rocedures and  pena l t i es to  be  app l i ed  fo r (1 ) ci rcum ven t i ng  techno l og i ca l  p ro tect i on  m easures
(T PM ) and  (2 ) a l te ri ng  o r rem ovi ng  Ri gh ts M anagem ent In fo rm at i on  (RM I) wi thou t  the  owner’s consen t .

Curren t l y,  the  Copyri gh t  Act p rovi des bo th  ci vi l  and  cri m i na l  i m p l i ca t i ons fo r ci rcum ven t i ng  T PM s bu t  on l y ci vi l  rem ed i es fo r a l te ri ng  o r rem ovi ng  RM I.
T he  po ten t i a l  cri m i na l  consequences can  act  as a  de te rren t  aga i nst  a l te ra t i on  and  rem ova l  o f  RM Is fo r com m erci a l  ga i ns,  wh i ch  wou l d  l i ke l y bene f i t
copyri gh t  owners i ncl ud i ng  the  m ed i a  and  pho tog raphers.

Trademarks

Expected  Changes: T he  USM CA requ i res the  Part i es to  ra t i fy o r accede  to  a  num ber o f  i n te rna t i ona l  t radem ark t rea t i es,  such  as the  Pro toco l  Re l a t i ng  to
the  Madri d  Agreement Concern i ng  the  In te rna t i ona l  Reg i st ra t i on  o f  Marks and  the  Si ngapore  Trea ty on  the  Law  o f  Trademarks.  Canada  has been
worki ng  on  m odern i zi ng  i ts t radem ark system  to  ra t i fy these  t rea t i es and  the  new reg i m e  i s cu rren t l y an t i ci pa ted  to  com e i n to  fo rce  i n  ea rl y 2019 .

Other Po ten t i a l  Changes: T he  USM CA a l so  addresses p ro tect i on  o f  “co l l ect i ve  m arks” (m arks fo r m em bers o f  an  associ a te  o r co l l ect i ve ) and  “we l l -known
m arks”.  Whe the r fu tu re  l eg i sl a t i ve  changes wi l l  be  requ i red  wi l l  l i ke l y depend  on  Canada ’s posi t i on  on  how these  m arks cou l d  be  p ro tected  under the
upcom i ng  new reg i m e .

Geographical Indications

Curren t  Reg i m e: Geograph i ca l  i nd i ca t i ons (GI) a re  a l ready p ro tected  under the  cu rren t  t radem ark reg i m e  i n  Canada  wi th  respect  to  wi nes,  sp i ri ts,  and  a
num ber o f  food  and  ag ri cu l tu ra l  p roducts.  T he  exi st i ng  reg i m e  appears to  be  consi sten t  wi th  the  requ i rem en ts se t  ou t  i n  the  USM CA, i ncl ud i ng  the
exi stence  o f  adm i n i st ra t i ve  p rocedures fo r p ro tect i ng  GIs and  fo r any i n te rested  pe rson  to  oppose  o r cance l  a  geograph i ca l  i nd i ca t i on .  

Enforcement of Intellectual Property Rights

Exi st i ng  M easures: T he  USM CA con ta i ns p rovi si ons pe rta i n i ng  to  the  en fo rcem ent o f  IP ri gh ts and  bo rde r con tro l  m easures.  I t  appears tha t  the  cu rren t
reg i m e  i s l a rge l y i n  com p l i ance  wi th  the  USM CA, i ncl ud i ng  p rovi si ons tha t  re l a te  to  the  power o f  the  j ud i ci a l  au tho ri t i es o r o the r com peten t  au tho ri t i es
i n  hand l i ng  coun te rfe i t  t radem ark goods o r p i ra ted  copyri gh t  goods.

In  T ransi t  Goods: Curren t l y,  the  Canada  Border Servi ces Agency (CBSA) has the  au tho ri ty to  de ta i n  suspected  goods on  the i r own  accord  wi thou t  the
need  fo r an  IP ri gh ts owner to  report  suspected  i m port  o r export  o f  i n f ri ng i ng  goods.  T he  USM CA requ i res tha t  fo r i m ports and  exports,  the  com peten t
au tho ri t i es wi l l  have  the  power to  i n i t i a te  bo rde r m easures aga i nst  goods tha t  a re  i n  t ransi t  and  adm i t ted  i n to  o r exi t i ng  f rom  a  f ree  t rade  zone  o r a
bonded  warehouse .  T h i s wi l l  p rovi de  b rand  owners and  copyri gh t  owners wi th  ano the r po ten t i a l  avenue  fo r en fo rcem ent i n  Canada .

T h i s a rt i cl e  i s one  i n  a  se ri es o f  ana l yses and  com m enta ri es by BLG’s experts on  speci f i c aspects o f  the  USM CA text .  Our In te l l ectua l
Property and  In te rna t i ona l  T rade  and  Investm en t l awyers a re  we l l -p l aced  to  p rovi de  you  wi th  p ract i ca l  st ra teg i c and  opera t i ona l  advi ce  on  how the
USM CA m ay a ffect  you r busi ness.  Fo r m ore  i n fo rm at i on ,  p l ease  con tact  the  au tho rs.
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