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Copyright Decis ions

Four copyri gh t  reg i st ra t i ons expunged  where  Responden t  was no t  the  au tho r and  owner o f  the  works
Gemstone  Trave l  Management Systems Inc.  v.  Andrew s,  2017  FC 463

T he  Court  g ran ted  Gem stone 's app l i ca t i on  to  expunge  fou r copyri gh t  reg i st ra t i ons and  to  am end  one  copyri gh t  reg i st ra t i on  to  rep l ace  "Gem stone  T rave l
M anagem ent System s"  wi th  "Gem stone  T rave l  M anagem ent System s Inc" .  As a  p re l i m i na ry m a tte r,  the  Court  decl i ned  to  consi de r the  Responden t
Andrews' i rregu l a r and  l a te -f i l ed  subm i ssi ons.  Andrews had  f i l ed  ne i the r a  reco rd  no r a  m em orandum  o f  fact  and  l aw, bu t  d i d  m ake  a  num ber o f  wri t ten
subm i ssi ons i n  a  l e t te r subm i t ted  to  the  Court  on  the  schedu l ed  heari ng  da te .

In  an  ea rl i e r app l i ca t i on ,  the  Court  had  d i sm i ssed  Andrews' app l i ca t i on  fo r decl a ra t i ons and  rem ed i es re l a t i ng  to  a l l eged  copyri gh t  i n f ri ngem ent and
i n fri ngem ent o f  m ora l  ri gh ts,  bu t  had  concl uded  tha t ,  i n  the  absence  o f  a  cross-app l i ca t i on ,  the  Court  was wi thou t  j u ri sd i ct i on  to  expunge  the  copyri gh t
reg i st ra t i ons sough t  by the  Responden ts i n  tha t  app l i ca t i on  (see  2016  FC 624,  ou r sum m ary he re).  T he  p resen t  app l i ca t i on  was b rough t  by Gem stone  to
rem edy th i s j u ri sd i ct i ona l  de fect .

T he  Court  had  p revi ousl y concl uded  tha t  Andrews was no t  an  au tho r o f  the  so f tware  i n  the  reg i st ra t i ons a t  i ssue ,  o r a  j o i n t  au tho r,  and  the re fo re ,  h i s
app l i ca t i on  m ust  fa i l  si nce  i t  i s based  on  h i m  be i ng  an  au tho r.  T he  o the r reg i ste red  owner and  au tho r o f  the  reg i st ra t i ons a t  i ssue  d i d  no t  ob j ect  to  the i r
expungem ent f rom  the  Reg i ste r i n  th i s app l i ca t i on .

Other Decis ions of Interest

Order o f  Mandamus requ i ri ng  Hea l th  Canada  to  i ssue  a  Product  L i cence  App l i ca t i on  i s ove rtu rned  on  appea l
Canada  (Hea l th ) v.  The  Wi nn i ng  Comb i na t i on  Inc.,  2017  FCA 101

T he  Federa l  Court  o f  Appea l  has ove rtu rned  an  ea rl i e r deci si on  o f  the  Federa l  Court  (see  2016  FC 381,  ou r sum m ary he re) re l a t i ng  to  the  non-i ssuance
o f  a  Product  L i cence  App l i ca t i on  (PLA) fo r the  Wi nn i ng  Com b i na t i on 's na tu ra l  hea l th  p roduct  RESOLVE, a  sm oki ng  cessa t i on  a i d .

T he  Federa l  Court  had  ea rl i e r found  tha t  seve ra l  deci si ons by the  Na tu ra l  and  Non-Prescri p t i on  Hea l th  Products Di recto ra te  and  i ts p redecessor i n
Hea l th  Canada  were  m ade  i n  b reach  o f  p rocedura l  fa i rness.  Mandamus  was o rde red ,  requ i ri ng  Hea l th  Canada  to  i ssue  a  PLA wi th i n  30  days.

On  appea l ,  the  At to rney Genera l  conceded  tha t  the  l i censi ng  deci si on  and  reconsi de ra t i on  p rocess under the  Regu l a t i ons  had  no t  been  reached  i n
accordance  wi th  p rocedura l  fa i rness.  However,  the  At to rney Genera l  m a i n ta i ned  he r posi t i on  tha t  the  o rde r o f  mandamus  be  se t  asi de  and  tha t  the
quest i on  o f  whe the r a  Na tu ra l  Product  L i cence  shou l d  be  i ssued  i n  respect  o f  Reso l ve  be  rem i t ted  to  the  M i n i ste r fo r rede te rm i na t i on .

T he  Court  o f  Appea l  ag reed  tha t  the  j udge  e rred  i n  g ran t i ng  mandamus  fo r two  reasons.  T he  f i rst  re l a ted  to  the  f i nd i ng  o f  system i c b i as and  the  f i nd i ng
tha t  no  adequa te  rem edy was ava i l ab l e  to  Wi nn i ng  Com b i na t i on .  T he  Court  o f  Appea l  sta ted  tha t  the  f i nd i ng  o f  b i as on  the  pa rt  o f  the  governm ent
o ff i ci a l s d i d  no t ,  i n  the  absence  o f  fu rthe r evi dence ,  j ust i fy the  concl usi on  tha t  the  Departm en t as a  who l e  was system i ca l l y i ncapab l e  o f  m aki ng  a  fa i r
assessm ent o f  the  Wi nn i ng  Com b i na t i ons' app l i ca t i on .

T he  second  e rro r i n  g ran t i ng  mandamus  re l a ted  to  f resh  evi dence  p rovi ded  on  appea l  as to  whe the r the  p roduct  i s a  Na tu ra l  Hea l th  Product  o r a  d rug .
T h i s deci si on  wou l d  gu i de  wh i ch  regu l a to ry reg i m e  governs the  p roduct .  I t  was found  tha t  a  se ri ous sci en t i f i c quest i on  exi sts tha t  i s best  addressed
th rough  an  exped i ted  rede te rm i na t i on ,  no t  a  d i rected  ve rd i ct .

T he  a rgum ent tha t  the  M i n i ste r was functus o f f i ci o was ba l anced  wi th  the  need  fo r the  M i n i ste r to  ensure  the  sa fe ty o f  l i cenced  p roducts to  be
consum ed by Canad i ans.  T here  was no th i ng  found  i n  the  regu l a to ry schem e tha t  supports the  posi t i on  tha t  the  M i n i ste r m ay no t  revi si t  a l l  l i censi ng
requ i rem en ts.

Ul t i m a te l y the  deci si on  was rem i t ted  to  the  M i n i ste r fo r rede te rm i na t i on  wi th i n  90  days o f  the  deci si on .  So l i ci to r and  cl i en t  costs were  awarded  to  the
Wi nn i ng  Com b i na t i on  and  the  p ri o r Federa l  Court  deci si on  to  award  the  Wi nn i ng  Com b i na t i on  so l i ci to r and  cl i en t  costs was uphe l d .

Industry Updates

Hea l th  Canada  has re l eased  a  No t i ce :  Pub l i ca t i on  o f  Upda te  to  the  Gu i dance  Docum ent:  Da ta  Pro tect i on  under C.08 .004 .1  o f  the  Food  and  Drug
Regu l a t i ons .

On  24  M arch  2017 ,  the  Canad i an  In te l l ectua l  Property Off i ce  (CIPO) re l eased  a  No t i ce  wi thd rawi ng  the i r no t i f i ca t i on  o f  i ncom pat i b i l i ty tha t  was
subm i t ted  under Sect i on  703(f ) o f  the  Adm i n i st ra t i ve  Instruct i ons under the  Paten t  Coopera t i on  Trea ty.  T he  No t i ce  i nd i ca tes tha t  CIPO now accep ts
e l ectron i c f i l i ngs o f  i n te rna t i ona l  app l i ca t i ons tha t  con fo rm  to  Sect i on  703(b ),  i tem s (i i ) to  (i v) o f  the  Adm i n i st ra t i ve  Instruct i ons.

By:  Chan ta l  Saunders,  Beverl ey M oore,  Adri an  J.  Howard ,  Ji l l i an  Brenner
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