
May 01, 2019

ARTICLE

Managing Canada’s Changing Trademark Landscape: New Applications and
Applications Under Examination

In  a  p revi ous bu l l e t i n  “Prepari ng  fo r Canada ’s New T radem ark Reg i m e Com i ng  In to  Fo rce  on  June  17 ,  2019”,  we  reported  tha t  si gn i f i can t  changes to
Canada ’s t radem ark l aws wi l l  com e i n to  e ffect  on  June  17 ,  2019 .  Over the  next  two  m on ths,  BLG wi l l  p repare  and  ci rcu l a te  a  bu l l e t i n  se ri es to  p rovi de
som e t i ps and  p ract i ca l  consi de ra t i ons on  how t radem ark owners m ay ta i l o r the i r t radem ark and  b rand  p ro tect i on  st ra teg i es i n  l i gh t  o f  these  upcom i ng
changes.

T h i s th i rd  bu l l e t i n  focuses on  po ten t i a l  st ra teg i es wi th  new and  pend i ng  app l i ca t i ons tha t  wi l l  be  exam i ned  under the  new system  on  o r a f te r June  17 ,
2019 .

1. New Filing Fee Structure and Classification Requirement

Under cu rren t  Canad i an  t radem ark l aw, cl assi fyi ng  goods and  se rvi ces i n  acco rdance  wi th  the  i n te rna t i ona l  cl assi f i ca t i on  system  i s vo l un ta ry.  App l i can ts
m ay i ncl ude  an  un l i m i ted  num ber o f  cl asses o f  goods and  se rvi ces i n  an  app l i ca t i on  by payi ng  a  si ng l e  governm ent f i l i ng  fee  o f  C$250  (i f  f i l ed
e l ectron i ca l l y).  When  the  app l i ca t i on  i s a l l owed , the re  i s a l so  a  requ i rem en t to  pay a  C$200  reg i st ra t i on  fee  (aga i n ,  i f  f i l ed  e l ectron i ca l l y) be fo re  the
app l i ca t i on  p roceeds to  reg i st ra t i on .

Sta rt i ng  June  17 ,  2019 ,  goods and  se rvi ces l i sted  i n  an  app l i ca t i on  m ust  be  cl assi f i ed  be fo re  the  app l i ca t i on  can  p roceed  to  advert i sem ent.  T h i s
requ i rem en t wou l d  a ffect  new and  pend i ng  app l i ca t i ons tha t  have  no t  been  advert i sed  p ri o r to  June  17 ,  2019 .

In  add i t i on ,  new app l i ca t i ons f i l ed  on  o r a f te r June  17 ,  2019  wi l l  need  to  pay governm ent fees based  on  a  pe r-cl ass st ructu re ,  sta rt i ng  wi th  a  basi c
f i l i ng  fee  o f  C$330  fo r the  f i rst  cl ass,  and  C$100  fo r each  add i t i ona l  cl ass.  T he  reg i st ra t i on  fee ,  however,  wi l l  be  rem oved .

Stra teg i c Consi de ra t i ons

Owners i n te rested  i n  reg i ste ri ng  t radem arks i n  Canada  shou l d  consi de r i f  i t  wou l d  be  bene f i ci a l  to  f i l e  app l i ca t i ons under the  cu rren t  reg i m e  o r the  new
reg i m e. T he  cu rren t  fee  st ructu re  wou l d  l i ke l y be  pa rt i cu l a rl y a t t ract i ve  to  owners i n te rested  i n  f i l i ng  app l i ca t i ons coveri ng  th ree  o r m ore  cl asses o f
goods and  se rvi ces.

For pend i ng  app l i ca t i ons cu rren t l y under exam i na t i on ,  i f  i t  i s desi rab l e  no t  to  cl assi fy som e o r a l l  o f  the  goods and  se rvi ces (due  to  cost  consi de ra t i ons
or descri p t i ons tha t  m ay span  m u l t i p l e  cl asses),  owners m ay wi sh  to  take  steps to  m ove  the  app l i ca t i on  fo rward  as soon  as possi b l e  so  tha t  the
app l i ca t i on  can  be  advert i sed  wi thou t  cl asses be fo re  June  17 ,  2019 .

2. Trademark Use No Longer Required to Obtain Registration

Curren t l y,  a  t radem ark can  on l y p roceed  to  reg i st ra t i on  i f  an  app l i can t  cl a i m s tha t  the  m ark was “used  i n  Canada”,  “used  and  reg i ste red  i n  a  fo re i gn
j u ri sd i ct i on ” o r f i l es a  Decl a ra t i on  o f  Use  (fo r p roposed  use  app l i ca t i ons).

Under the  new reg i m e , i t  wi l l  no t  be  necessary to  p rovi de  a  f i l i ng  basi s and  t radem ark use  wi l l  no  l onger be  requ i red  to  ob ta i n  a  Canad i an  t radem ark
reg i st ra t i on .  Use  rem a i ns an  i m portan t  concep t ,  however,  as i t  i s possi b l e  to  expunge  a  reg i st ra t i on  vi a  a  non-use  expungem ent p roceed i ng  th ree  years
a f te r the  reg i st ra t i on  da te .

Stra teg i c Consi de ra t i ons

As i t  wi l l  be  possi b l e  to  ob ta i n  a  t radem ark reg i st ra t i on  wi thou t  use  under the  new reg i m e , th i s change  m ay crea te  new opportun i t i es to  secure
reg i st ra t i ons tha t  wou l d  o the rwi se  no t  be  possi b l e  under cu rren t  l aw. I t  m ay,  however,  a l so  open  up  the  p rospect  o f  com pet i to rs and  th i rd -pa rt i es
reg i ste ri ng  m arks fo r o the r pu rposes.  In  vi ew o f  these  uncerta i n t i es,  we  recom m end owners to  seek the  assi stance  o f  a  Canad i an  t radem ark p ro fessi ona l
to  de te rm i ne  i f  any steps shou l d  be  taken ,  such  as m on i to ri ng  the  act i vi t i es o f  o the rs tha t  m ay a ffect  the i r t radem ark po rt fo l i o ,  and  consi de ri ng  fu tu re
b rand i ng  i n i t i a t i ves and  ea rl y app l i ca t i on  fo r p roposed  b rands.

3. Expansion of Definition of Trademark — Non-Traditional Marks

In  add i t i on  to  the  typ i ca l  word  m arks and  desi gn  m arks,  i t  i s cu rren t l y possi b l e  to  reg i ste r o the r fo rm s o f  m arks i n  Canada  i ncl ud i ng  d i st i ngu i sh i ng
gu i ses,  co l ou r as app l i ed  to  a  su rface  and  sound  m arks.

Under the  new t radem ark reg i m e , the  de f i n i t i on  o f  “t radem ark” wi l l  be  expanded  and  new types o f  m arks wi l l  be  reg i st rab l e .  Exam p l es o f  these  new
“non-t rad i t i ona l  m arks” i ncl ude  m ot i on  m arks,  co l ou r m arks (wi thou t  de l i nea ted  con tou rs),  scen t  m arks,  taste  m arks,  textu re  m arks,  posi t i on  o f  a  si gn  and
ho l og ram s. Di st i ngu i sh i ng  gu i ses wi l l  be  rep l aced  wi th  a  new type  o f  m ark ca l l ed  m ode  o f  packag i ng .

S i m i l a r to  standard  characte r m arks and  desi gn  m arks,  som e non-t rad i t i ona l  m arks m ay be  reg i ste red  wi thou t  use .  However,  ce rta i n  fo rm s o f  non-
t rad i t i ona l  m arks,  such  as sound ,  scen t ,  taste ,  textu re  and  m odes o f  packag i ng ,  can  on l y be  reg i ste red  i f  the  app l i can t  can  dem onstra te  tha t  the  m ark
has becom e d i st i nct i ve  i n  Canada ,  wh i ch  requ i res si gn i f i can t  evi den t i a ry support .  A l l  m arks wi l l  be  exam i ned  on  o the r i ssues,  such  as descri p t i veness,
funct i ona l i ty and  i nheren t  d i st i nct i veness.

ttps://blg.com/en/News-And-Publications/Pages/Publication_5464.asp


Stra teg i c Consi de ra t i ons

Owners o f  non-t rad i t i ona l  m arks shou l d  consi de r f i l i ng  new app l i ca t i ons to  p ro tect  these  new fo rm s o f  m arks i n  an t i ci pa t i on  o f  the  upcom i ng  changes.

As ce rta i n  types o f  non-t rad i t i ona l  m arks a re  on l y reg i st rab l e  i f  the  app l i can t  can  show tha t  the  m ark has becom e d i st i nct i ve  i n  Canada ,  owners m ay
wi sh  to  i n teg ra te  non-t rad i t i ona l  m arks i n  the i r m arke t i ng  p l ans,  wi th  the  i n ten t i on  to  bu i l d  a  repu ta t i on  and  secure  reg i st ra t i on  i n  the  fu tu re .
Consi de ri ng  tha t  each  type  o f  non-t rad i t i ona l  m ark has i ts own  requ i rem en ts,  we  recom m end owners to  seek gu i dance  f rom  a  Canad i an  t radem ark
p ro fessi ona l  who  m ay assi st  wi th  fo rm u l a t i ng  a  st ra tegy to  p ro tect  these  crea t i ve  fo rm s o f  i n te l l ectua l  p roperty.

BLG has t radem ark p ro fessi ona l s i n  Vancouver,  Ca l ga ry,  To ron to ,  Ot tawa  and  M on tréa l  who  a re  happy to  he l p  you  wi th  you r t radem ark st ra tegy and
answer your quest i ons on  navi ga t i ng  the  changes to  Canad i an  t radem ark l aw. Vi ew the  fu l l  l i st  o f  ou r t radem ark team.

By:  LuAnne  M orrow, Jacky Wong, M a tthew Boyd ,  M ekha l a  Chauba l

Servi ces:  In te l l ectua l  Property,  T radem arks

Related Contacts

LuAnne Morrow

Counsel

Ca l g a ry

L M o rro w@b l g .co m

4 0 3 .2 3 2 .9 5 7 7

Jacky Wong

Counsel

Va n co u ve r

Ja Wo n g @b l g .co m

6 0 4 .6 4 0 .4 0 4 6

ttps://blg.com/en/Expertise/Pages/Trademarks.asp
https://www.blg.com/en/insights/2019/05/en/people/m/morrow-luann
https://www.blg.com/en/insights/2019/05/en/people/w/wong-jack
https://www.blg.com/en/insights/2019/05/en/people/_deactive/c/chaubal-mekhal
https://www.blg.com/en/insights/2019/05/en/services/practice-areas/intellectual-propert
https://www.blg.com/en/insights/2019/05/en/services/practice-areas/intellectual-property/trademark
https://www.blg.com/en/insights/2019/05/en/people/m/morrow-luann
ailto:LMorrow@blg.co
el:403.232.957
https://www.blg.com/en/insights/2019/05/en/people/w/wong-jack
ailto:JaWong@blg.co
el:604.640.404



