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Patent Decis ions

Reasonab l e  Roya l ty and  Accoun t i ng  o f  Pro f i ts De te rm i na t i ons M ade
Dow  Chemi ca l  Company v.  Nova  Chemi ca l s Corpora t i on,  2017  FC 350

In  a  p revi ous deci si on,  wh i ch  was a ff i rm ed, the  Court  found  tha t  Dow's pa ten t  was va l i d  and  i n f ri nged  by Nova .  Once  a  f i nd i ng  o f  l i ab i l i ty was m ade ,
Dow was en t i t l ed  to  e l ect  be tween  an  accoun t i ng  o f  p ro f i ts o r dam ages.  T he  quan tum  was to  be  de te rm i ned  fo l l owi ng  d i scovery,  i f  requ i red .  Dow
e l ected  recovery o f  Nova 's p ro f i ts.  T h i s deci si on  re l a tes on l y to  the  assum pt i ons tha t  i n fo rm  the  ca l cu l a t i on  o f  dam ages and  p ro f i ts and  the  experts wi l l
de te rm i ne  the  am oun t owed  based  on  these  concl usi ons.

T he  pa rt i es ag reed  tha t  a  reasonab l e  roya l ty i s the  p roper m easure  o f  dam ages f rom  the  t i m e  tha t  the  p roduct  was l aunched  i n  2002  un t i l  the  pa ten t
i ssued  i n  2006 ,  a l though  the  l i m i ta t i on  pe ri od  opera tes to  p reven t  recovery ea rl i e r than  2004 .  T he  Court  se t  ou t  tha t  the  " reasonab l e  roya l ty i s to  be
de te rm i ned  usi ng  a  hypo the t i ca l  nego t i a t i on  be tween  Dow and  Nova  fo r a  l i cence  au tho ri zi ng  Nova 's use  o f  the  pa ten ted  techno l ogy.  T he  ob j ect  o f  the
exerci se  i s to  i den t i fy the  roya l ty ra te  tha t  wou l d  resu l t  f rom  a  nego t i a t i on  be tween  a  wi l l i ng  l i censor and  a  wi l l i ng  l i censee"  [ci ta t i ons om i t ted ] .

T he  Court  se t  ou t  tha t  the  hypo the t i ca l  nego t i a t i on  occu rs a t  the  t i m e  o f  the  f i rst  i n f ri ngem ent.  T he  Court  consi de red  Dow's m i n i m um  wi l l i ngness to
accep t  as we l l  as Nova 's m axi m um  wi l l i ngness to  pay.  T he  Court  a l so  consi de red  non-i n f ri ng i ng  a l te rna t i ves i n  i ts de te rm i na t i on .  Based  on  these
consi de ra t i ons,  the  Court  found  tha t  the  ra te  o f  the  reasonab l e  roya l ty i s 8 .8%.

Dow e l ected  an  accoun t i ng  o f  p ro f i ts.  T he  Court  no ted  the  genera l  p ri nci p l es o f  an  accoun t i ng  o f  p ro f i ts.  T he  Court  de te rm i ned  tha t  the  accoun t i ng  o f
p ro f i ts i ncl udes a  "sp ri ngboard  pe ri od "  f rom  Apri l  20 ,  2014  to  Decem ber 31 ,  2015 ,  fo l l owi ng  the  exp i ry o f  the  pa ten t .  T he  Court  then  assessed
deduct i b l e  costs and  m ade  a  num ber o f  de te rm i na t i ons based  on  the  evi dence .  T he  Court  a l so  de te rm i ned  the  ra te  o f  i n te rest  fo r the  pe ri od  o f  the
accoun t i ng  o f  p ro f i ts com pounded  annua l l y,  the  ra te  o f  p re -j udgm ent i n te rest  no t  com pounded ,  and  de te rm i ned  tha t  the  am oun t to  be  pa i d  to  Dow i s to
be  converted  to  Canad i an  do l l a rs as o f  the  da te  o f  the  Judgm ent.

Court  Re fuses M ot i on  to  Am end  Brough t  A f te r the  Com m encem ent o f  the  Quan t i f i ca t i on  T ri a l
AstraZeneca  Canada  Inc.  v.  Apo tex i nc. ,  2017  FC 378

T h i s deci si on  concerned  the  quan t i f i ca t i on  phase  fo l l owi ng  the  l i ab i l i ty de te rm i na t i on ,  wh i ch  found  AstraZeneca 's pa ten t  va l i d  and  i n f ri nged .  Apo tex
sough t  to  fu rthe r am end  i ts Fresh  as Am ended  Respond i ng  Sta tem ent o f  Issues by add i ng  a  new non-i n f ri ng i ng  a l te rna t i ve ,  even  though  the  t ri a l  i s
cu rren t l y underway and  on l y the  f i na l  a rgum ent rem a i ns ou tstand i ng .  T he  Court  had  p revi ousl y a l l owed  Apo tex the  bene f i t  o f  seve ra l  am endm ents to  i ts
p l ead i ngs i ncl ud i ng  a  NIA am endm ent l ast  Ju l y.  T he  p roposed  am endm ent was on l y b rough t  to  the  a t ten t i on  o f  the  P l a i n t i f fs and  the  Court  sho rt l y
be fo re  the  com m encem ent o f  t ri a l .

T he  Court  d i sm i ssed  Apo tex's m o t i on  to  am end  wi th  costs payab l e  i n  the  am oun t o f  $15 ,000 .  T he  Court  found  tha t  " [ t ]he  com p l i ca t i ons a ri si ng  f rom
Apotex's fa i l u re  to  ra i se  th i s NIA i ssue  i n  a  t i m e l y way a re  si m p l y too  p ro found  to  be  rem ed i ed  by m one ta ry re l i e f" .  T he  Court  se t  ou t  va ri ous
consi de ra t i ons tha t  m i l i ta ted  aga i nst  the  re l i e f  sough t ,  i ncl ud i ng  tha t :  the  p roposed  am endm ent d i d  no t  a ri se  f rom  som eth i ng  beyond  the  con tro l  o f
Apo tex o r i ts counse l ;  AstraZeneca  m ade  a  p ro f i ts e l ect i on ,  p repared  and  fu l l y p resen ted  i ts case  based  on  Apo tex's cu rren t  p l ead i ngs;  the  com p l e t i on
o f  the  t ri a l  wi l l  be  de l ayed  by a t  l east  seve ra l  m on ths,  crea t i ng  a  l a rge  gap  i n  the  heari ng  o f  evi dence ;  e tc.

Fi nd i ngs M ade  i n  Sect i on  8  Case  to  A l l ow De te rm i na t i on  o f  Quan tum  o f  Dam ages
El i  L i l l y Canada  Inc.  v.  Teva  Canada  L i mi ted,  2017  FC 88
Drug :  o l anzap i ne

In  th i s case ,  Teva  i s seeki ng  com pensa t i on  pu rsuan t  to  s.  8  o f  the  NOC Regu l a t i ons fo r havi ng  been  p reven ted  f rom  com i ng  to  m arke t  wi th  i ts generi c
o l anzap i ne  p roduct .  T he  Court  was no t  asked  to  m ake  any ca l cu l a t i ons,  bu t  ra the r,  to  se t  the  pa ram ete rs necessary fo r those  ca l cu l a t i ons to  be  m ade .
T he  Court  con f i rm ed  tha t  Teva  bears the  l ega l  bu rden  o f  estab l i sh i ng  a l l  o f  the  e l em en ts o f  i ts cl a i m  fo r dam ages.  Teva  m ust  show tha t  i ts a l l eged
l osses were  a  p roduct  o f  the  opera t i on  o f  the  NOC Regu l a t i ons and  the re  m ust  be  a  causa l  connect i on  be tween  the  dam ages sough t  and  the  NOC
Proceed i ngs i n i t i a ted  by L i l l y.

T he  Court  f i rst  ru l ed  on  p re l i m i na ry evi den t i a ry i ssues re l a t i ng  to  whe the r fact  wi tnesses cou l d  g i ve  an  op i n i on  as to  wha t  they though t  wou l d  have
happened  i n  the  ‘bu t-fo r'  worl d  and  to  hearsay i ssues.  T he  Court  he l d  tha t  op i n i ons o f  fact  wi tnesses a re  no t  adm i ssi b l e .  I t  was suggested  tha t  counse l
shou l d  exp l o re  wha t  was done  i n  the  rea l  worl d ,  and  then  ask the  wi tness whe the r they knew o f  any reason  why they wou l d  have  acted  d i ffe ren t l y i n  the
‘bu t-fo r'  worl d .  "T he  fact  tha t  the  bu rden  fa l l s on  Teva  to  p rove  tha t  i t  cou l d  have  and  wou l d  have  l aunched  … does no t  m ean  tha t  i t  i s en t i t l ed  to  ask a
fact  wi tness to  answer tha t  quest i on ."  Fu rthe rm ore ,  the  Court  fo l l owed  the  recen t  FCA deci si on ,  ho l d i ng  tha t  "hearsay evi dence  canno t  be  adm i t ted
un l ess i t  fa l l s wi th i n  a  recogn i zed  excep t i on… or i t  m ee ts the  cri te ri a  o f  necessi ty and  re l i ab i l i ty. "

T he  Court  then  consi de red  the  evi dence  and  de te rm i ned  the  pe ri od  o f  l i ab i l i ty,  the  si ze  o f  the  o l anzap i ne  m arke t ,  the  generi c sha re  o f  the  o l anzap i ne
m arke t ,  Teva 's sha re  o f  the  generi c o l anzap i ne  m arke t  and  the  rea l  am oun t o f  Teva 's l osses (p i pe  f i l l ,  t rade  spend ,  and  o the r costs).

Federa l  Court  Ho l ds T ha t  a  Request  to  Fi nd  a  Dead  Pa ten t  App l i ca t i on  i n  Good  Stand i ng  M ust  Fa i l
Uni ve rsi ty o f  A l be rta  v.  Canada  (At to rney Genera l ),  2017  FC 402

T he  Federa l  Court  has re fused  to  decl a re  tha t  an  app l i ca t i on  i s i n  good  stand i ng  a f te r the  app l i can ts o r the i r agen ts fa i l ed  to  rep l y to  a  requ i si t i on ,  and
fa i l ed  to  app l y to  re i nsta te  the  pa ten t  app l i ca t i on  wi th i n  the  12  m on th  g race  pe ri od .

Two weeks a f te r the  pa ten t  app l i ca t i on  was f i l ed ,  CIPO i ssued  two  no t i ces to  the  agen ts.  T he  f i rst  no t i ce  was a  requ i si t i on  pu rsuan t  to  sect i on  37  o f  the
Pa ten t  Ru l es,  and  the  second  no t i ce  advi sed  tha t  CIPO wou l d  use  the  t i t l e  o f  the  i nven t i on  as i t  appeared  i n  the  descri p t i on  ra the r than  the  t i t l e
speci f i ed  i n  the  Pe t i t i on  fo r Gran t  o f  a  Pa ten t .

One  year l a te r CIPO i ssued  a  no t i ce  o f  abandonm ent fo r a  fa i l u re  to  rep l y i n  good  fa i th  to  the  requ i si t i on ,  and  gave  12  m on ths to  re i nsta te .

Duri ng  tha t  12  m on th  t i m e  pe ri od ,  the  app l i ca t i on  was assi gned .  T he  new owners pa i d  the  Year 2  and  Year 3  m a i n tenance  fees,  bo th  o f  wh i ch  appeared
to  be  accep ted  by CIPO. T he  new owners d i d  no t  seek to  cl a ri fy whe the r the  pa ten t  app l i ca t i on  was i n  good  stand i ng .

ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/230610/index.d
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/73434/index.do?r=AAAAAQALMjAxNCBmYyA4NDQ
ttp://decisions.fca-caf.gc.ca/fca-caf/decisions/en/item/180202/index.do?r=AAAAAQAMMjAxNiBmY2EgMjE2A
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/230634/index.d
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/230678/index.d
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/230599/index.d


T hree  years a f te r the  o ri g i na l  f i l i ng ,  the  new owners app l i ed  to  CIPO to  co rrect  the  reco rds to  show the  app l i ca t i on  was i n  good  stand i ng .  CIPO re fused ,
and  then  re trospect i ve l y re j ected  the  Year 3  m a i n tenance  fee  paym ent.

T he  Court  d i d  no t  a l l ow the  va ri ous a rgum ents tha t  CIPO's subsequen t  act i ons suggested  to  the  new owners tha t  the  pa ten t  app l i ca t i on  was st i l l  i n  good
stand i ng .  A l though  the  new owners sough t  to  j ud i ci a l l y revi ew severa l  o f  CIPO's l a te r deci si ons,  the  Court  he l d  tha t  the  f i rst  requ i si t i on  pu rsuan t  to
sect i on  37  o f  the  Pa ten t  Ru l es i s wha t  shou l d  have  been  j ud i ci a l l y revi ewed . S i nce  the  t i m e  fo r tha t  j ud i ci a l  revi ew had  l ong  passed ,  the  Court
d i sm i ssed  the  p roceed i ng .

Copyright & Trademarks Decis ion

Court  se ts asi de  de fau l t  j udgm ent fo r fa i l u re  to  g i ve  no t i ce  to  the  De fendan ts'  counse l
Weste rn  Stee l  and  Tube  L td .  v Techno f l ange  Inc. ,  2017  ONSC 2697

T he  On ta ri o  Superi o r Court  se t  asi de  the  de fau l t  j udgm ent due  to  the  P l a i n t i f f 's fa i l u re  to  g i ve  no t i ce  to  the  De fendan ts and  to  m ake  fu l l  and  fa i r
d i scl osu re  o f  m a te ri a l  facts to  Penny J.

In  the  underl yi ng  p roceed i ng ,  the  P l a i n t i f f  a l l eges tha t  the  De fendan t  Canad i an  T i re  re ta i ned  the  De fendan t  Ji angsu  Sa i n ty Sum ex to  copy the
Pl a i n t i f f 's goods,  i ts packag i ng  and  desi gn  ge t  up ,  and  i ts copyri gh ted  m ate ri a l s.  T he  P l a i n t i f f  cl a i m s tha t  the  De fendan ts have  been  un l awfu l l y
m anu factu ri ng  and  se l l i ng  the  cop i ed  goods fo r the  l ast  num ber o f  yea rs i n  vi o l a t i on  o f  the  p l a i n t i f f 's i n te l l ectua l  p roperty ri gh ts causi ng  i t  to  su ffe r
dam ages.

T he  P l a i n t i f f  was g ran ted  de fau l t  j udgem ent a f te r an  unde fended  t ri a l  tha t  the  P l a i n t i f f  booked  and  he l d  wi thou t  no t i ce  to  counse l  fo r e i the r
De fendan t .  Wh i l e  the  de fau l t  j udgm ent was g ran ted  on l y aga i nst  Ji angsu  Sa i n ty Sum ex, the  decl a ra t i ons tha t  the  P l a i n t i f f  has t rade-m arks and
copyri gh t  a re  i n  rem de te rm i na t i ons.  T he  Court  found  tha t  Canad i an  T i re  was p l a i n l y a ffected  i n  i ts l ega l  and  d i rect  econom i c i n te rests by th i s re l i e f
sough t  by the  P l a i n t i f f .  T he  Court  no ted  tha t  the  P l a i n t i f f  shou l d  have  no t i f i ed  Canad i an  T i re  be fo re  such  re l i e f  and  as a  resu l t ,  the  de fau l t  j udgm ent
cou l d  no t  b i nd  Canad i an  T i re .

T he  Court  a l so  se t  asi de  the  de fau l t  j udgm ent o f  Ji angsu  Sa i n ty Sum ex aga i n  fo r fa i l u re  to  no t i fy counse l  fo r the  De fendan t .  T he  Court  ag reed  tha t
Ji angsu  Sa i n ty Sum ex had  been  m ore  than  coy i n  i ts response  o r i ts non-response  to  the  p roceed i ng  p ri o r to  the  de fau l t  j udgm ent.  However,  the  Court
found  tha t  a t  the  ve ry l east ,  the  P l a i n t i f f  shou l d  have  d i scl osed  to  Penny J.  tha t  Ji angsu  Sa i n ty Sum ex had  counse l .  In  add i t i on ,  the  P l a i n t i f f  ough t  to
have  g i ven  no t i ce  to  Ji angsu  Sa i n ty Sum ex' counse l  tha t  i t  wou l d  no t  wa i t  any l onger fo r the  De fendan t  to  b ri ng  i ts m o t i on  to  se t  asi de  the  no t i ng  i n
de fau l t .  Fi na l l y,  the  Court  deci ded  to  on l y se t  asi de  the  no t i ng  i n  de fau l t  o f  Ji angsu  Sa i n ty Sum ex when  and  i f  the  De fendan t  com p l i ed  wi th  speci f i c
te rm s under Ru l es 1 .05 ,  19 .03 (1 ),  and  19 .08 (3 ) o f  the  Rul es o f  Ci vi l  Procedure.

Supreme Court Updates

C. Steven  S i kes,  e t  a l .  v.  EnCana  Corpora t i on ,  e t  a l . (Federa l  Court ) (Ci vi l ) (By Leave) (Court  Fi l e  No#37509)

T he  App l i can ts,  C.  S teven  S i kes e t  a l,  f i l ed  an  app l i ca t i on  fo r l eave  to  appea l  the  Federa l  Court  o f  Appea l 's deci si on  (2017  FCA 37;  ou r sum m ary he re)
upho l d i ng  the  Pro thono ta ry's o rde r where i n  he  re fused  to  rem ove  counse l  as so l i ci to rs o f  reco rd  fo r the  De fendan ts.

By:  Chan ta l  Saunders,  Beverl ey M oore,  Adri an  J.  Howard ,  Ji l l i an  Brenner

Servi ces:  In te l l ectua l  Property,  Copyri gh t ,  L i censi ng ,  Pa ten ts,  T radem arks
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