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Patent Decisions

Sum m ary Judgm ent M o t i on  i n  S .  8  Case  Di sm i ssed

Apotex Inc.  v Abbo t t  Labora to ri es,  L i mi ted,  2017  ONSC 1348

Drug :  l ansoprazo l e

In  th i s case ,  Abbo t t  and  Takeda  b rough t  a  sum m ary j udgm ent m o t i on  as aga i nst  Apo tex,  to  d i sm i ss the  s.  8  p roceed i ng  i n  i ts en t i re ty.  As a  p re l i m i na ry
m atte r,  the  Court  he l d  tha t  the  i ssues ra i sed  i n  the  App l i can t 's factum  were  no t  enum era ted  i n  the i r No t i ce  o f  M o t i on .  T he  m ot i on  was restri cted  to  the
e l em en ts i n  the  quest i ons as o ri g i na l l y posed :  " (i ) tha t  Apo tex' subm i ssi on  d i d  no t  com p l y wi th  the  FDA  o r FDA Regu l a t i ons when  i t  was f i l ed ,  and  i t  was
no t  com p l i an t  as o f  Apri l  2007 ;  and  (i i ) i n  the  absence  o f  the  NOC Regu l a t i ons,  the  FDA  and  FDA Regu l a t i ons d i d  no t  pe rm i t  an  Apo-l ansoprazo l e  NOC
to  be  i ssued  i n  Apri l  2007 .  T here fo re ,  no  NOC cou l d  o r wou l d  have  i ssued  to  Apo tex a t  tha t  t i m e  i n  the  absence  o f  the  NOC Regu l a t i ons."  (pa ra  48 )

T he  Court  enum era ted  the  l aw tha t  app l i ed  to  sum m ary j udgm ent m o t i ons i n  On ta ri o .  I t  then  consi de red  the  evi dence .  In  th i s case ,  Apo tex had
rece i ved  a  Pa ten t  Ho l d  l e t te r.  I t  then  rece i ved  co rrespondence  revoki ng  tha t  l e t te r and  i nd i ca t i ng  tha t  Apo tex' Apo-l ansoprazo l e  p roduct  was no  l onger
consi de red  approvab l e .  Add i t i ona l  b i oequ i va l ence  stud i es,  usi ng  d i ffe ren t  d i e t  cond i t i ons,  were  needed .  When  those  were  subm i t ted ,  b i oequ i va l ence
was no t  dem onstra ted .  T he  m atte r was re fe rred  to  the  Sci en t i f i c Com m i t tee  on  B i oava i l ab i l i ty and  B i oequ i va l ence ,  wh i ch  recom m ended  aga i nst
approva l .  Hea l th  Canada  i ssued  a  NON-W. Apo tex used  Hea l th  Canada 's Reconsi de ra t i on  Process,  wh i ch  resu l ted  i n  a  f i nd i ng  tha t  Apo-l ansoprazo l e  was
cl ea red  fo r sa l e .  A f te r the  expert  pane l 's recom m enda t i ons,  Hea l th  Canada  spen t  ano the r m on th  revi ewi ng  the  p roduct  and  recom m end i ng  descri p t i ve
changes to  the  usage  ci rcu l a r and  descri p t i ons o f  the  p roduct .  An  NOC was then  i ssued .  T he  Court  em phasi zed  tha t  th i s was the  exact  sam e p roduct  tha t
had  rece i ved  the  o ri g i na l  Pa ten t  Ho l d  l e t te r.

T he  evi dence  be fo re  the  Court  was tha t  an  NOC wou l d  have  i ssued  a t  the  f i rst  Pa ten t  Ho l d  l e t te r,  bu t  fo r the  NOC Regu l a t i ons.  Fu rthe rm ore ,  Hea l th
Canada 's subsequen t  act i ons i n  re l a t i on  to  the  request  fo r fu rthe r stud i es,  wou l d  no t  have  resu l ted  i n  the  revoca t i on  o f  tha t  NOC. T he  Court  m ade  a
f i nd i ng  tha t  the  i ssuance  o f  the  Pa ten t  Ho l d  l e t te r "de f i n i t i ve l y estab l i shes tha t  a  NOC fo r the  generi c p roduct  no t  on l y cou l d  have ,  bu t  w ou l d  have
been  i ssued  on  Apri l  17  o r 18 ,  2007"  bu t  fo r the  l i t i ga t i on  under the  NOC Regu l a t i ons.  T he  Court  a l so  sta ted  tha t  i t  was no t  pe rsuaded  tha t  Apo-
l ansoprazo l e  was no t  l ega l l y approvab l e  as o f  tha t  t i m e .  T he  Court  he l d  tha t  the  App l i can t 's posi t i on  on  the  sum m ary j udgm ent m o t i on  was wi thou t
factua l  o r l ega l  founda t i on  o r m eri t .

T he  Court  a l so  consi de red  the  App l i can ts'  a rgum ents tha t  the  FCA's deci si on  i n  Apotex v.  Canada  (Hea l th ),  2012  FCA 322  [Omeprazo l e  FCA]  shou l d
app l y i n  th i s si tua t i on .  However,  the  Court  d i st i ngu i shed  the  sta tem en ts by the  FCA as a ri si ng  i n  a  d i ffe ren t  con textua l  ci rcum stance .  T he  quest i on  o f
whe the r a  generi c i s en t i t l ed  to  s.  8  dam ages i s en t i re l y separa te  f rom  whe the r the  M i n i ste r's deci si ons a ri si ng  ou t  o f  the  d rug  approva l s p rocess m ay be
cha l l enged .  A pa ten tee  does no t  have  stand i ng  to  i m pugn  deci si ons m ade  under the  FDA Regu l a t i ons.  T he  Court  fu rthe r d i st i ngu i shed  Omeprazo l e  FCA
on  i ts facts.

T hus,  the  Court  d i sm i ssed  the  m ot i on  fo r sum m ary j udgm ent.  T he  Court  fu rthe r he l d  tha t  i ts f i nd i ngs were  app l i cab l e  on  the  m eri ts.  T he  Court  he l d  tha t
the  facts o f  the  case  p l a i n l y estab l i sh  tha t  Apo tex has a  s.  8  cl a i m , and  the  quest i on  i s abou t  quan tum . In  add i t i on ,  the  Court  he l d  tha t  due  to  i ts
f i nd i ngs wi th  respect  to  Omeprazo l e  FCA,  the  App l i can ts wi l l  no t  be  pe rm i t ted  to  revi si t  avenues re l a t i ng  to  the  conduct  o f  Hea l th  Canada .  T he  Court
appo i n ted  h i m se l f  t ri a l  j udge  and  na rrowed  the  quest i ons fo r t ri a l .

Copyright Decisions

Go Cyber Shopp i ng  o rde red  to  stop  i ts act i vi t i es and  pay a  $12 .7  M i l l i on  award  fo r se l l i ng  gam e cop i e rs and  m od  ch i ps fo r Ni n tendo  gam e system s

Ni n tendo  o f  Ameri ca  Inc.  v.  K i ng,  2017  FC 246

Ni n tendo  has been  awarded  an  i n j unct i on ,  $11 ,760 ,000  i n  sta tu to ry dam ages and  $1 ,000 ,000  i n  pun i t i ve  dam ages fo r the  t ra ff i cki ng  o f  i n f ri ng i ng
devi ces tha t  were  a l l eged  to  a l l ow the  use  o f  p i ra ted  gam es i n  Ni n tendo  DS, 3DS and  Wi i  vi deo  gam e conso l es.  T hese  devi ces i ncl uded  m od  ch i ps and
gam e cop i e rs desi gned  fo r use  wi th  down l oaded  ROM s.

T he  fo l l owi ng  was o rde red  aga i nst  the  Responden t  Go  Cyber Shopp i ng  (2005) L td .  T he  i nd i vi dua l  responden t  had  reached  a  se t t l em en t ag reem ent on
a l l  i ssues,  i ncl ud i ng  l i ab i l i ty and  quan tum  o f  dam ages,  be fo re  the  end  o f  the  heari ng .

T he  Court  found  copyri gh t  i n  the  Header Da ta  fo r each  o f  the  th ree  gam e system s, as we l l  as the  vi deo  gam es them se l ves.  T he  De fendan t  was sa i d  to
p rovi de  the  d i rect i ons on  how to  copy o r down l oad  the  Header Da ta  i f  i t  was no t  a l ready p rovi ded  wi th  the  devi ce .  T h i s was found  to  be  e i the r p ri m ary
o r secondary i n f ri ngem ent o f  the  copyri gh t  he l d  by Ni n tendo .

T he  Court  consi de red  wha t  i s m ean t by the  de f i n i t i on  o f  a  Techno l og i ca l  Pro tect i on  M easure  i n  the  Copyri gh t  Act,  and  he l d  tha t  access con tro l  T PM s
do  no t  need  to  em p l oy any ba rri e r to  copyi ng  i n  o rde r to  be  e ffect i ve .  T here fo re ,  the  physi ca l  con f i gu ra t i on  o f  Ni n tendo 's gam e ca rt ri dges,  i ncl ud i ng
the  shape  o f  the  ca rd  and  the  a rrangem ent o f  the  e l ectri ca l  p i ns,  was he l d  to  be  a  T PM . T he  boo t  up  securi ty checks,  encryp t i on /scram b l i ng ,  fo rm at and
Wi i  Copy Pro tect i on  Codes were  a l so  he l d  to  be  T PM s.

T he  Court  d i sregarded  a rgum ents seeki ng  to  na rrow the  m ean i ng  o f  " ci rcum ven t"  when  app l i ed  to  T PM s, and  he l d  tha t  the  gam e cop i e rs ci rcum ven t the
physi ca l  con f i gu ra t i on  T PM . T he  gam e cop i e rs were  a l so  found  to  ci rcum ven t the  boo t  up  securi ty check T PM  and  the  encryp t i on /scram b l i ng  T PM . T he
Wi i  T PM  was found  to  be  ci rcum ven ted  by the  use  o f  m od  ch i ps.

ttp://www.canlii.org/en/on/onsc/doc/2017/2017onsc1348/2017onsc1348.htm
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T he  Responden t  ra i sed  a  "hom ebrew"  a ff i rm a t i ve  de fence ,  a rgu i ng  fo r the  i n te roperab i l i ty o f  com pute r p rog ram s and  the  po ten t i a l  ava i l ab i l i ty o f
hom ebrew so f tware .  T he  Court  he l d  tha t  the  p ri m ary pu rpose  o f  the  Responden t 's devi ces i s to  p l ay p i ra ted  cop i es o f  Ni n tendo  gam es,  and  tha t  the
Responden t  d i d  no t  m ee t i ts bu rden  o f  estab l i sh i ng  the  exem pt i on .

T he  Court  awarded  the  m axi m um  o f  $20 ,000  i n  sta tu to ry dam ages pe r work,  wh i ch  was found  to  be  585  Ni n tendo  gam es and  the  th ree  header da ta
works.  In  do i ng  so ,  the  Court  no ted  tha t  actua l  i n f ri ngem ent o f  copyri gh t  i s no t  necessary fo r an  award  o f  sta tu to ry dam ages fo r T PM  ci rcum ven t i on .  I t
was a l so  he l d  tha t  the  dam ages wou l d  no t  be  assessed  pe r T PM  ci rcum ven ted ,  bu t  ra the r pe r work i n f ri nged .

Pun i t i ve  dam ages were  a l so  awarded ,  to  re f l ect  the  ob j ect i ves o f  re t ri bu t i on ,  de te rrence ,  and  denunci a t i on .  T he  Court  he l d  tha t  the  Responden t
knowi ng l y and  de l i be ra te l y so l d  ci rcum ven t i on  devi ces,  p rom oted  such  act i vi t i es to  i ts custom ers,  had  done  so  fo r yea rs and  opera ted  under a
m i sl ead i ng  un reg i ste red  busi ness nam e. T he  evi dence  a l so  suggested  p l ans to  expand  to  Ni n tendo 's next  genera t i on  o f  gam e conso l es.

Dam ages o f  $52 ,527 .07  fo r b reach  o f  copyri gh t  where  l i cence  cond i t i ona l  on  paym ent o f  fees d i d  no t  pass to  responden t  th rough  fo recl osu re
p roceed i ngs

Ankenman Associ a tes Arch i tects Inc.  v.  0981478  B.C. L td .,  2017  BCSC 333

In  th i s pe t i t i on ,  the  Suprem e Court  o f  Bri t i sh  Co l um b i a  found  the  co rpo ra te  responden t  l i ab l e  fo r dam ages fo r b reach  o f  copyri gh t  based  on  the
unau tho ri zed  use  o f  a rch i tectu ra l  p l ans and  d rawi ngs i n  respect  o f  an  apartm en t deve l opm ent.

T he  pe t i t i one r,  a  sm a l l  a rch i tectu ra l  f i rm , had  o ri g i na l l y p repared  the  p l ans fo r M urray's Wa l k Deve l opm ent L td  ("M WDL" ),  a  deve l oper who  l a te r wen t
bankrup t  and  fa i l ed  to  pay a l l  o f  the  pe t i t i one r's fees.  M WDL 's p roperty,  i ncl ud i ng  the  l ands and  the  p l ans fo r the  p ro j ect ,  was so l d  to  the  co rpo ra te
responden t ,  a  second  deve l oper,  i n  the  course  o f  fo recl osu re  p roceed i ngs.

T here  was no  d i spu te  as to  the  ownersh i p  o f  copyri gh t  i n  the  p l ans.  Ra the r,  a t  i ssue  was whe the r the  co rpo ra te  responden t  had  acqu i red  M WDL 's ri gh t  to
use  the  p l ans by vi rtue  o f  havi ng  pu rchased  a l l  o f  M WDL 's p roperty i n  the  fo recl osu re  p roceed i ngs.

T he  Court  concl uded  tha t  the  consen t  g i ven  to  M WDL fo r the  use  o f  the  d rawi ngs was cond i t i ona l  on  paym ent o f  the  pe t i t i one r's fees i n  fu l l .  T he
l i cence  ended  when  paym ent was no t  p rovi ded .  T he  Court  found  tha t  the  te rm i na ted  l i cence  was no t  capab l e  o f  be i ng  t ransfe rred  to  the  responden ts,
who  as a  resu l t  used  the  d rawi ngs wi thou t  consen t .  T he  Court  no ted  tha t  even  i f  the  l i cence  d i d  t ransfe r to  the  responden ts,  the  pe t i t i one r revoked  i ts
consen t  o r a l te rna t i ve l y,  the  l i cence  was cond i t i ona l  on  paym ent i n  fu l l  wh i ch  was never p rovi ded .  In  e i the r case ,  the  responden ts wou l d  have  used  the
drawi ngs wi thou t  consen t .

T he  Court  d i sag reed  wi th  the  responden ts cl a i m  tha t  the  pe t i t i one r was estopped ,  by i ssue  estoppe l  o r cause  o f  act i on  estoppe l ,  f rom  seeki ng  the  re l i e f
sough t  i n  th i s pe t i t i on  because  i t  was a  responden t  to  the  fo recl osu re  p roceed i ngs bu t  deci ded  no t  to  ob j ect  to  the  re l i e f  sough t  a t  tha t  t i m e .  T he  Court
found  tha t  the  i ssue  ra i sed  i n  these  p roceed i ngs was no t  addressed  i n  the  fo recl osu re  p roceed i ngs.

T he  Court  no ted  tha t  the re  was no  cl ea rl y estab l i shed  p ract i ce  on  how to  assess dam ages i n  th i s con text .  T he  Court  awarded  i n  the  am oun t the
corpo ra te  responden t  wou l d  have  been  requ i red  to  pay the  pe t i t i one r i n  o rde r fo r i nd i vi dua l  responden t  to  p rovi de  se rvi ces based  on  the  d rawi ngs.  T he
Court  concl uded  tha t  dam ages shou l d  no t  be  awarded  aga i nst  the  i nd i vi dua l  responden t ,  f i nd i ng  tha t  he  was i n  a  d i ff i cu l t  posi t i on  and  appears to  have
acted  i n  good  fa i th .

Trademarks Decisions

Court  p i e rces co rpo ra te  ve i l  where  T h i rd  Party used  fo r the  i m proper pu rpose  o f  thwart i ng  De fau l t  Judgm ent

Asi cs Corpora t i on  v.  9153-2267  Québec Inc.,  2017  FC 257

T he  Court  d i sm i ssed  the  co rpo ra te  T h i rd  Party's m o t i on  opposi ng  the  execu t i on  o f  a  Wri t  o f  Se i zu re  and  Sa l e  and  seeki ng  va ri ous o the r types o f  re l i e f .
T he  P l a i n t i f f  opposed  the  m ot i on  on  the  basi s tha t  the  T h i rd  Party i s be i ng  used  by Joseph  Nassar and  Jean-P i e rre  Nassar (the  "Two Ind i vi dua l s" ) fo r
the  i m proper pu rpose  o f  thwart i ng  a  De fau l t  Judgm ent i ssued  aga i nst  the  De fendan t ,  a f te r i t  was found  to  have  i n f ri nged  the  P l a i n t i f f 's ri gh ts i n  ce rta i n
t radem arks.

T he  Wri t  was execu ted  a t  two  l oca t i ons fo rm erl y used  by the  De fendan t  to  se l l  i ts p roducts,  and  now used  by the  T h i rd  Party to  se l l  si m i l a r p roducts.  T he
T h i rd  Party sough t  to  nu l l i fy and  se t  asi de  the  se i zu re ,  on  the  basi s tha t  i t  l eg i t i m a te l y owns the  goods tha t  were  se i zed  and  i t  i s no t  a  pa rty nam ed i n
the  Wri t .  T he  T h i rd  Party subm i t ted  tha t  the  onus was upon  the  P l a i n t i f f  to  m ee t the  st ri ct  test  fo r l i f t i ng  the  co rpo ra te  ve i l ,  to  pe rm i t  the  P l a i n t i f f  to
execu te  the  De fau l t  Judgm ent aga i nst  the  se i zed  goods and  the  T h i rd  Party.

T he  P l a i n t i f f  subm i t ted  tha t  the  T h i rd  Party i s under the  com p l e te  con tro l  o f  the  two  Ind i vi dua l s,  and  was i nco rpo ra ted  fo r the  so l e  pu rpose  o f  evad i ng
the  De fau l t  Judgm ent,  and  the re fo re ,  the  T h i rd  Party's co rpo ra te  ve i l  shou l d  be  p i e rced .  T he  Court  ag reed  and  concl uded  tha t  the  P l a i n t i f f  had  m et the
stri ct  test  fo r l i f t i ng  the  co rpo ra te  ve i l  to  pe rm i t  the  P l a i n t i f f  to  execu te  the  De fau l t  Judgm ent aga i nst  the  T h i rd  Party.  T he  Court  found  tha t  the
evi dence  estab l i shed  on  a  ba l ance  o f  p robab i l i t i es tha t  the  T h i rd  Party i s the  "a l te r ego  o f  i ts p ri nci pa l s,  Joseph  Nassar and  Jean-P i e rre  Nassar" .  T he
evi dence  a l so  estab l i shed ,  i n te r a l i a,  tha t  the  busi ness was t ransfe rred  f rom  the  De fendan t  to  the  T h i rd  Party fo r the  d i shonest  and  i m proper pu rpose  o f
evad i ng  the  De fau l t  Judgm ent,  and  po ten t i a l l y o the r j udgm ents,  i ssued  aga i nst  the  De fendan t  by th i s Court .

Dam ages i n  the  am oun t o f  $8 ,500  fo r passi ng  o ff  as a  Da i ry Queen  f ranch i se  fo r a  pe ri od  o f  l ess than  one  m on th

Dai ry Queen  Canada ,  Inc.  v.  M.Y.  Sundae  Inc. ,  2017  BCSC 358

In  th i s sum m ary t ri a l ,  the  Court  dea l t  wi th  va ri ous i ssues re l a t i ng  to  the  te rm i na t i on  o f  a  Da i ry Queen  f ranch i se  ag reem ent,  i ncl ud i ng  the  P l a i n t i f f 's
cl a i m  fo r dam ages based  on  the  to rt  o f  passi ng  o ff .

T he  De fendan ts had  pu rchased  the  restau ran t  conduct i ng  busi ness i n  the  nam e o f  the  DQ Gri l l  &  Ch i l l  and  had  ag reed  to  be  bound  by the  te rm s and
cond i t i ons o f  the  f ranch i se  ag reem ent wi th  Da i ry Queen  Canada ,  Inc. ,  the  P l a i n t i f f .  Ul t i m a te l y,  the  worki ng  re l a t i onsh i p  be tween  the  P l a i n t i f f  and  the
Defendan ts b roke  down. In  August  2013 ,  the  pa rt i es execu ted  a  M utua l  Cance l l a t i on  and  Re l ease .  T he  Re l ease  suspended  te rm i na t i on  o f  the  f ranch i se
agreem ent un t i l  Februa ry 1 ,  2014 ,  a l l owi ng ,  i n te r a l i a  ,  the  De fendan ts an  opportun i ty to  se l l  the i r busi ness and  recoup  the i r i nvestm en t.  In  January
2014 ,  the  De fendan ts were  advi sed  tha t  they were  no t  opera t i ng  i n  acco rdance  wi th  the  te rm s o f  the  Cance l l a t i on  and  Re l ease  and  were  to l d  tha t  the
Pl a i n t i f f  was "acce l e ra t i ng "  the  Agreem ent 's te rm i na t i on  da te  to  January 8 ,  2014 ,  i n  acco rdance  wi th  i ts te rm s.  T he  De fendan ts conceded  tha t  they
con t i nued  to  opera te  the  DQ Gri l l  &  Ch i l l  un t i l  Ap ri l  8 ,  2014 ;  tha t  they so l d  p roducts rep resen ta t i ve  o f  a  Da i ry Queen  f ranch i se  wh i l e  do i ng  so ;  and ,  tha t
the  p rem i ses were  i den t i f i ed  as a  Da i ry Queen .

ttp://www.canlii.org/en/bc/bcsc/doc/2017/2017bcsc333/2017bcsc333.htm
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On the  i ssue  o f  passi ng  o ff ,  t  he  De fendan ts acknowl edged  tha t  the  P l a i n t i f f  had  estab l i shed  the  f i rst  e l em en t o f  the  to rt  o f  passi ng  o ff ,  nam e l y,  the
exi stence  o f  "goodwi l l " .  T he  Court  was a l so  sa t i sf i ed  tha t  the  second  and  th i rd  e l em en ts o f  the  to rt  had  been  m ade  ou t .

On  the  second  e l em en t,  the  evi dence  estab l i shed  tha t  the  De fendan ts p resen ted  them se l ves as a  Da i ry Queen  f ranch i se  be tween  January 8 ,  2014 ,
when  the  P l a i n t i f f  te rm i na ted  the  Agreem ent,  and  Apri l  8 ,  2014 ,  when  the  Da i ry Queen  si gnage  was rem oved  f rom  the  p rem i ses.

On  the  th i rd  e l em en t o f  the  to rt ,  nam e l y dam ages,  the  Court  accep ted  tha t  the  De fendan ts'  conduct  i n te rfe red  wi th  the  P l a i n t i f f 's goodwi l l  and  d rew an
i n fe rence  o f  dam ages as a  resu l t .  However,  the  Court  de te rm i ned  tha t  the  pe ri od  fo r assessi ng  dam ages fo r passi ng  o ff  was shorte r than  tha t  wh i ch  was
he l d  ou t  by the  P l a i n t i f f .  Based  on  the  evi dence ,  the  Court  found  tha t  the  P l a i n t i f f  rep resen ted  to  the  De fendan ts tha t  the  l ast  possi b l e  da te  fo r the  DQ
Gri l l  &  Ch i l l  to  cl ose  and  "de -i den t i fy"  as a  Da i ry Queen  f ranch i se  was M arch  10 ,  and  no t  January 8 ,  2014 .  T he  Court  awarded  dam ages i n  the  am oun t
o f  $8 ,500  fo r passi ng  o ff  i n  these  ci rcum stances,  wh i ch  rep resen ted  approxi m a te l y one  th i rd  o f  the  am oun t sough t  by the  P l a i n t i f f  based  on  a  reduced
t i m e  f ram e.

Industry Updates

Hea l th  Canada  has re l eased  a  Gu i dance  Docum ent — Di scl osu re  o f  Con f i den t i a l  Busi ness In fo rm at i on  under Paragraph  21 .1 (3 )(c) o f  the  Food  and
Drugs Act.

By:  Chan ta l  Saunders,  Beverl ey M oore,  Adri an  J.  Howard ,  Ji l l i an  Brenner

Servi ces:  In te l l ectua l  Property,  Copyri gh t ,  L i censi ng ,  Pa ten ts,  T radem arks
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