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Decis ions of Interest

Apotex's cl a i m s aga i nst  cu rren t  and  fo rm er M i n i ste rs and  ci vi l  se rvan ts worki ng  a t  the  M i n i st ry o f  Hea l th  i s no t  st ruck fo r a  l ack o f  j u ri sd i ct i on
Apotex Inc.  v.  Ambrose ,  2017  FC 487

T he  Federa l  Court  has re fused  to  st ri ke  a  cl a i m  b rough t  by Apo tex aga i nst  cu rren t  and  fo rm er m i n i ste rs and  ci vi l  se rvan ts worki ng  a t  the  M i n i st ry o f
Hea l th .  

Apo tex has b rough t  i ts cl a i m  pu rsuan t  to  pa rag raph  17 (5 )(b ) o f  the  Federa l  Court  Act,  wh i ch  p rovi des tha t  the  Federa l  Court  has j u ri sd i ct i on  ove r
"p roceed i ngs i n  wh i ch  re l i e f  i s sough t  aga i nst  any pe rson  fo r anyth i ng  done  o r om i t ted  to  be  done  i n  the  pe rfo rm ance  o f  the  du t i es o f  tha t  pe rson  as an
o ff i ce r,  se rvan t  o r agen t  o f  the  Crown" .   Apo tex's a l l ega t i ons re l a te  to  re l i e f  aga i nst  o ff i ce rs o f  the  Crown fo r cl a i m s o f  m i sfeasance  i n  pub l i c o ff i ce ,
neg l i gence ,  consp i racy,  de fam at i on  and  m one ta ry re l i e f  i n  pub l i c l aw.

As descri bed  by the  Court ,  the  background  to  th i s l i t i ga t i on  i nvo l ves severa l  ea rl i e r deci si ons and  the  j ud i ci a l  revi ews o f  those  deci si ons.  On  Sep tem ber
30 ,  2014 ,  p roducts f rom  two  ove rseas Apo tex p l an ts were  sub j ect  to  an  i m port  ban  by Hea l th  Canada .  T he  Federa l  Court  quashed  the  i m port  ban  on
October 14 ,  2015  (Apotex Inc v Canada  (Hea l th ),  2015  FC 1161) f i nd i ng  tha t  the  M i n i ste r had  acted  fo r an  i m proper pu rpose  i n  i m p l em ent i ng  the
ban  (i .e . ,  to  ease  m ed i a  and  po l i t i ca l  p ressu re ) and  had  fa i l ed  to  act  i n  acco rdance  wi th  the  p ri nci p l es o f  na tu ra l  j ust i ce .  T he  Court  a l so  o rde red  the
M i nste r and  Hea l th  Canada  to  re tract  the  Pub l i c S ta tem en ts.

In  June  2015  Hea l th  Canada  conducted  i nspect i ons o f  the  two  p l an ts and  am ended  the  te rm s and  cond i t i ons o f  the  f i rst  i m port  ban .   By Judgm ent
da ted  June  15 ,  2016  (Apotex Inc v Canada  (Hea l th ),  2016  FC 673),  the  Court  decl a red  the  am endm ents un l awfu l ,  on  the  basi s tha t  i t  was “i n fected ” by
the  i m proper pu rpose  tha t  had  m ot i va ted  the  o ri g i na l  Im port  Ban  and  tha t  the re  was no  evi dence  to  support  i m p l em ent i ng  o r m a i n ta i n i ng  the
am endm ents.

Hea l th  Canada  a l so  re fused  to  i ssue  fu rthe r NOCs fo r p roducts o ri g i na t i ng  f rom  the  two  p l an ts.   By Judgm ent da ted  M arch  27 ,  2017  (Apotex v
Canada ,  2017  FC 315),  the  Court  found  tha t  Hea l th  Canada 's con t i nued  re fusa l  to  g ran t  NOCs fo r Apo-Varen i cl i ne  and  Apo-S i tag l i p t i n ,  the  on l y two
products fo r wh i ch  the  T PD con t i nued  to  requ i re  add i t i ona l  da ta  i n teg ri ty i n fo rm at i on  as o f  the  da te  o f  the  heari ng  be fo re  the  Federa l  Court ,  was
ne i the r i m proper no r un reasonab l e .

Ul t i m a te l y,  the  Court  re fused  to  st ri ke  Apo tex's cl a i m s fo r a  l ack o f  j u ri sd i ct i on .   T he  Court  he l d  tha t  the  ri gh ts to  se l l ,  i m port ,  and  m anu factu re  d rugs a re
en t i re l y crea ted  by federa l  sta tu te .  Fu rthe rm ore ,  the  Food  and  Drugs Act  and  Regu l a t i ons were  sa i d  to  de f i ne  the  scope  o f  the  M i n i ste r's and  Hea l th
Canada 's au tho ri ty and  crea te  the  m etri c aga i nst  wh i ch  the  l awfu l ness o f  the i r act i ons wi l l  be  m easured .   On  th i s basi s,  the  Court  d i d  no t  f i nd  i t  was
p l a i n  and  obvi ous tha t  the  Federa l  Court  l acks j u ri sd i ct i on  to  hear the  cl a i m s m ade  aga i nst  the  i nd i vi dua l  de fendan ts.

Appea l  o f  a  f i nd i ng  o f  non-i n f ri ngem ent o f  a  U.S.  Pa ten t  d i sm i ssed
OrthoArm Inco rpo ra ted  v.  GAC In te rna t i ona l  LLC,  2017  ONCA 418

T he  On ta ri o  Court  o f  Appea l  d i sm i ssed  an  appea l  o f  the  T ri a l  Judge 's deci si on  f i nd i ng  tha t  the  Responden t  had  no t  i n f ri nged  the  Appe l l an t 's pa ten t  i n
respect  o f  an  o rthodon t i c b racke t .  A b ri e f  background  to  the  act i on  i s tha t  the  Appe l l an t  had  l i censed  the  worl dwi de  ri gh ts to  m anu factu re ,  use ,  m arke t ,
and  se l l  p roducts covered  by i ts U.S.  Pa ten t  (the  "715  Pa ten t" ) to  the  Responden t .  T he  Responden t  l a te r began  to  m arke t  and  se l l  o rthodon t i c b racke ts
i t  had  deve l oped  wi th  a  th i rd  pa rty m anu factu re r.  T he  Appe l l an t  a l l eged  tha t  these  b racke ts were  an  extensi on  o f  i ts o ri g i na l  i nven t i on  and  were
covered  by the  715  Pa ten t  and  com m enced  an  act i on  aga i nst  dam ages and  o the r re l i e f  fo r b reach  o f  a  l i cense  ag reem ent.

On  appea l ,  the  Appe l l an t  asse rted  tha t  the  T ri a l  Judge  e rred  i n  the  app l i ca t i on  o f  re l evan t  U.S.  pa ten t  l aw p ri nci p l es i n  constru i ng  the  cl a i m s i n  the
715  Pa ten t ,  and  i n  concl ud i ng  tha t  the  p roducts d i d  no t  i n f ri nge  the  cl a i m s.  T he  Court  o f  Appea l  app l i ed  a  standard  o f  co rrectness si nce  the  i ssue
concerned  on l y the  T ri a l  Judge 's construct i on  o f  the  cl a i m s i n  the  715  Pa ten t .  T he  Court  o f  Appea l  d i sm i ssed  the  Appe l l an t 's a rgum ents,  i ncl ud i ng  tha t
the  T ri a l  Judge  e rred  i n  equa t i ng  the  word  "m ovab l e "  wi th  " sl i dab l e "  and  i n  fa i l i ng  to  g i ve  these  words the i r com m on, o rd i na ry and  d i st i nct  m ean i ngs.
T he  Court  o f  Appea l  found  tha t  the  T ri a l  Judge  d i d  no t  i gno re  the  fact  tha t  these  two  te rm s a re  d i ffe ren t  word  wi th  d i ffe ren t  m ean i ngs.  T he  Court  a l so
no ted  tha t  i t  i s no t  su ff i ci en t  to  si m p l y l ook a t  the  words i n  i so l a t i on  o r i n  the  abstract .  Ra the r,  the  Court  sta ted  tha t  words m ust  be  consi de red  wi th i n  the
con text ,  wh i ch  i s the  speci f i ca t i on .  T he  Court  o f  Appea l  a l so  d i sm i ssed  the  appea l  i n  respect  o f  the  costs awarded  to  the  Responden t .

De fendan t  sa t i sf i ed  the  two  th resho l d  facto rs fo r the  ri gh t  to  exam i ne  the  assi gnors
Ocean  Rodeo  Sports v.  Oyen,  2017  BCSC 876

T he  Court  d i sm i ssed  an  app l i ca t i on  to  st ri ke  th ree  appo i n tm en ts to  exam i ne  fo r d i scovery.  T he  underl yi ng  act i on  concerns a  cl a i m  fo r neg l i gence
aga i nst  a  f i rm  o f  so l i ci to rs a ri si ng  f rom  a  m i ssed  f i l i ng  da te  wi th  respect  to  ob ta i n i ng  a  U.S.  pa ten t .  T he  P l a i n t i f fs sough t  to  st ri ke  the  appo i n tm en ts fo r
exam i na t i on  fo r d i scovery on  the  basi s tha t  they re l a te  to  i nd i vi dua l s who  a re  ne i the r pa rt i es to  the  act i on ,  no r a re  they adverse  i n  i n te rest  to  the
Defendan ts.

T he  Court  no ted  tha t  the  th ree  pe rsons the  De fendan ts seek to  d i scover,  o r exam i ne  fo r d i scovery,  were  assi gnors o f  som e ri gh t  to  the  i nven t i on  to  the
Pl a i n t i f f ,  the  assi gnee .  T here fo re ,  the  i ssue  be fo re  the  Court ,  was whe the r Ru l e  7 -2 (7 ) o f  the  Bri t i sh  Co l umb i a  Ru l es shou l d  be  g i ven  a  m ore  b road
i n te rp re ta t i on  as sough t  by the  De fendan ts to  cap tu re  the  th ree  i nd i vi dua l s.  T he  Court  sta ted  tha t  the re  a re  two  th resho l d  facto rs fo r the  ri gh t  to
exam i na t i on  o f  an  assi gnor:  1 ) the  pa rty p roposi ng  to  conduct  the  exam i na t i on  m ust  estab l i sh  tha t  the  pe rson  to  be  exam i ned  has assi gned  a  ri gh t  o r an
i n te rest  i n  p roperty tha t  i s re l evan t  to  the  act i on  o r a  ri gh t  o f  an  act i on  i tse l f  to  be  en t i t l ed  to  an  exam i na t i on ;  and  2 ) the  assi gnor m ust  show som e
m ate ri a l  evi dence  re l a t i ng  to  an  i ssue  i n  the  act i on  tha t  m i gh t  be  ob ta i ned  f rom  the  pe rson  i t  seeks o r they seek to  exam i ne .  T he  Court  concl uded  tha t
the re  was a  ri gh t  fo r the  De fendan ts to  exam i ne  the  th ree  i nd i vi dua l s.  However,  the  Court  l i m i ted  i t  to  quest i ons as to  the  na tu re  o f  the  i nven t i on  i tse l f
and  any con tri bu t i on  d i rect l y o r i nd i rect l y tha t  the  th ree  i nd i vi dua l s m ay have  m ade  to  the  i nstruct i ons tha t  were  g i ven  to  the  so l i ci to r.

Court  o f  Appea l  d i sm i sses appea l  o f  deci si on  g ran t i ng  sum m ary j udgm ent
Composi te  Techno l og i es Inc.  v.  Shaw cor L td. ,  2017  ABCA 160

T he  Court  o f  Appea l  o f  A l be rta  d i sm i ssed  the  P l a i n t i f fs'  appea l  o f  Hi l l i e r J. 's deci si on  con f i rm i ng  the  M aste r's Order,  wh i ch  sum m ari l y d i sm i ssed  the
Pl a i n t i f fs'  cl a i m s.  T he  essence  o f  the  P l a i n t i f fs'  cl a i m  was tha t  the  De fendan ts un l awfu l l y used  the  P l a i n t i f fs'  techno l ogy fo r the  m anu factu re  o f  f l exi b l e
com posi te  p i pe .  T he  conso l i da ted  act i on  a l so  con ta i ned  a  cl a i m  tha t  one  o f  the  i nd i vi dua l  De fendan ts had  b reached  a  con f i den t i a l  re l a t i onsh i p  wi th
Com posi te  Techno l og i es and  d i scl osed  con f i den t i a l  i n fo rm at i on  re l a t i ng  to  the  techno l ogy fo r the  m anu factu re  o f  f l exi b l e  com posi te  p i pe  to  one  o f  the
corpo ra te  De fendan ts.
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Im portan t l y,  p ri o r to  com m enci ng  the  act i on ,  the  P l a i n t i f f  Com posi te  Techno l og i es and  the  P l a i n t i f f  Pro f l ex P i pe  Corpora t i on  en te red  i n to  a  techno l ogy
transfe r ag reem ent i n  respect  o f  the  f l exi b l e  com posi te  p i pe  techno l ogy.  In  add i t i on ,  the  Reg i st ra r o f  Corpora t i ons d i sso l ved  the  P l a i n t i f f  Pro f l ex P i pe
i n  2006 .

In  the  underl yi ng  deci si on ,  the  De fendan ts had  app l i ed  fo r and  were  g ran ted  sum m ary j udgm ent,  and  the  P l a i n t i f fs'  cl a i m s were  d i sm i ssed .  T he  M aste r
g ran ted  the  re l i e f  requested  fo r two  reasons:  1 ) the  P l a i n t i f f  Pro f l ex P i pe  was no t  a  l ega l  en t i ty and  had  no  ri gh t  to  com m ence  an  act i on ;  and  2 ) the
o the r P l a i n t i f fs had  no  i n te rest  i n  the  i n te l l ectua l  p roperty tha t  they sough t  to  p ro tect .  T h i s deci si on  was con f i rm ed  on  appea l  by Hi l l i e r J.  In  add i t i on  to
the  M aste r's concl usi ons,  Hi l l i e r J.  found  tha t ,  as o f  Ju l y 1 ,  2006  (the  day be fo re  the  Reg i st ra r o f  Corpora t i ons d i sso l ved  Pro f l ex P i pe ),  the  P l a i n t i f f
Com posi te  Techno l og i es d i d  no t  have  any rem a i n i ng  i n te rest  i n  the  techno l ogy.  Fu rthe rm ore ,  Hi l l e r J.  re j ected  the  P l a i n t i f fs'  a rgum ent tha t  he  shou l d
have  a l l owed  them  to  am end  the i r cl a i m  to  ask fo r rect i f i ca t i on  o f  the  techno l ogy t ransfe r ag reem ent as " [ t ]he  fa i l u re  to  f i l e  an  app l i ca t i on  [ fo r
rect i f i ca t i on ]  o r to  se t  ou t  word i ng  to  rect i fy the  con tract  be fo re  the  M aste r o r on  appea l  supports the  i n fe rence  tha t  i t  i s a  l a te  st ra tegy seeki ng  to  avo i d
sum m ary d i sm i ssa l " .

A f te r revi ewi ng  the  m eri ts o f  the  Appe l l an ts'  a rgum ent,  the  Court  o f  Appea l  found  none  o f  them  to  be  com pe l l i ng .  Fo r exam p l e ,  the  Court  o f  Appea l
no ted  tha t  the  P l a i n t i f fs never app l i ed  fo r a  rect i f i ca t i on  app l i ca t i on ,  and  even  i f  they had ,  they wou l d  have  no t  been  i n  a  m uch  be t te r posi t i on  g i ven
the  l aw on  rect i f i ca t i on .  T he  Court  o f  Appea l  a l so  found ,  am ong  o the r th i ngs,  tha t  the  techno l ogy t ransfe r ag reem ent was no t  i nva l i d  because  o f  the
Pl a i n t i f f  Com posi te  Techno l og i es' fa i l u re  to  g i ve  shareho l de rs no t i ce  o f  the  p roposed  t ransact i on .

Act i on  concern i ng  U.S.  pa ten t  d i sm i ssed  fo r wan t  o f  j u ri sd i ct i on
Sgromo v Sco t t  e t  a l. ,  2017  ONSC 2524

T he  On ta ri o  Superi o r Court  d i sm i ssed  the  wi th i n  act i on  fo r wan t  o f  j u ri sd i ct i on .  T he  P l a i n t i f fs cl a i m , am ong  o the r th i ngs,  a  decl a ra t i on  tha t  the  t ransfe rs
o f  ce rta i n  Am eri can  pa ten ts were  i ne ffect i ve ,  a  decl a ra t i on  tha t  the  pa ten ts be l ong  to  the  i nd i vi dua l  p l a i n t i f f ,  a  cl a i m  fo r d i sgo rgem ent o f  p ro f i ts m ade
from  the  pa ten ts,  and  cl a i m s fo r i n j unct i ve  re l i e f .  In  com i ng  to  i ts concl usi on  to  d i sm i ss the  act i on ,  the  court  dea l t  wi th  the  fo rum  se l ect i on  cl auses i n
the  va ri ous ag reem ents a t  i ssue ,  ju ri sd i ct i on  si mp l i ci te r and  p ri o r a rb i t ra t i on ,  l i t i ga t i on  and  se t t l em en ts i n  Ca l i fo rn i a .

Supreme Court Updates

Apotex Inc.  v.  AstraZeneca  Canada  Inc.  e t  a l .  (F.C.) (Ci vi l ) (By Leave) (37478)

T he  Suprem e Court  o f  Canada  has announced  tha t  j udgm ent i n  Apo tex's app l i ca t i on  fo r l eave  to  appea l  the  deci si on  reported  i n  2017  FCA 9 (ou r
sum m ary he re) wi l l  be  de l i ve red  on  T hursday,  June  1 ,  2017 .

Industry Updates

Hea l th  Canada  re l eased  a  No t i ce  — In te ri m  Im p l em enta t i on  o f  In te rna t i ona l  Counci l  fo r Harm on i sa t i on  (ICH) In teg ra ted  Addendum  to  ICH E6(R1):
Gu i de l i ne  fo r Good  Cl i n i ca l  Pract i ce  E6(R2).

By:  Beverl ey M oore,  Chan ta l  Saunders,  Adri an  J.  Howard,  Ji l l i an  Brenner

Servi ces:  In te l l ectua l  Property,  Copyri gh t ,  L i censi ng ,  Pa ten ts,  T radem arks
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