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Supreme Court Update

Suprem e Court  o f  Canada  i nva l i da tes the  p rom i se  doctri ne
AstraZeneca  Canada  Inc.  v.  Apo tex Inc.,  2017  SCC 36
Drug :  esom eprazo l e

In  th i s deci si on ,  the  Suprem e Court  o f  Canada  (SCC) ove rtu rned  the  deci si on  o f  the  Federa l  Court  o f  Appea l  (FCA),  and  he l d  the  pa ten t  to  be  va l i d  and
i n fri nged .  In  so  do i ng ,  the  SCC estab l i shed  a  new test  fo r de te rm i n i ng  u t i l i ty pu rsuan t  to  the  Paten t  Act and  he l d  tha t  the  so -ca l l ed  ‘Prom i se  Doctri ne ' i s
no t  the  co rrect  approach  to  de te rm i ne  u t i l i ty.  Our sum m ary o f  the  FCA deci si on  can  be  found  he re,  and  the  deci si on  i s he re.

T he  SCC he l d  tha t  the  u t i l i ty requ i rem en t i n  s.  2  o f  the  Paten t  Act  i s a  necessary p re -cond i t i on  to  pa ten tab i l i ty.  However,  the  quest i on  was:  use fu l  fo r
wha t?  T he  Federa l  Courts have  answered  th i s quest i on  wi th  the  Prom i se  Doctri ne .  However,  the  SCC he l d  tha t  th i s doctri ne  i s excessi ve l y onerous i n
two  ways:  (1 ) i t  de te rm i nes the  standard  o f  u t i l i ty by re fe rence  to  the  p rom i ses exp ressed  i n  the  pa ten t ;  and  (2 ) i f  the re  a re  m u l t i p l e  exp ressed  p rom i ses,
i t  requ i res tha t  a l l  be  fu l f i l l ed  fo r a  pa ten t  to  be  va l i d .

T he  SCC he l d  tha t  the  Prom i se  Doctri ne  con f l a ted  s.  2  and  s.  27 (3 ) o f  the  Paten t  Act.  Sect i on  2  i s the  requ i rem en t tha t  an  i nven t i on  be  use fu l  — a
cond i t i on  p receden t  to  an  i nven t i on .  Sect i on  27 (3 ) i s the  requ i rem en t to  d i scl ose  the  i nven t i on 's opera t i on  o r use ,  wh i ch  i s i ndependen t  o f  s.  2 .  In
consi de ri ng  the  a l l ega t i on  tha t  the  Prom i se  Doctri ne  p reven ts a  pa ten tee  f rom  overp rom i si ng ,  the  SCC he l d  tha t  num erous o the r sect i ons o f  the  Paten t
Act  add ress th i s m i sch i e f .

Fu rthe rm ore ,  the  SCC he l d  tha t  requ i ri ng  a l l  p rom i ses to  be  m et i s a l so  un fa i r;  a  si ng l e  use  m akes a  sub j ect-m a tte r use fu l .  T he  Prom i se  Doctri ne  ri sks
an  o the rwi se  use fu l  i nven t i on  be i ng  depri ved  o f  pa ten t  p ro tect i on  because  no t  eve ry p rom i sed  use  was su ff i ci en t l y dem onstra ted  o r sound l y p red i cted
by the  f i l i ng  da te .  T he  SCC he l d  tha t  such  a  resu l t  i s pun i t i ve  and  has no  basi s i n  the  Paten t  Act.  In  add i t i on ,  the  SCC he l d  th i s requ i rem en t to  be
an tagon i st i c to  the  ba rga i n  theory where i n  pa ten tees a re  asked  to  g i ve  fu l som e d i scl osu re  i n  exchange  fo r the  l i m i ted  pa ten t  m onopo l y.

T he  SCC then  se t  ou t  the  co rrect  approach  to  u t i l i ty,  ho l d i ng  tha t  i t  i s the  sub j ect-m a tte r o f  an  i nven t i on  o r i m provem ent tha t  m ust  be  use fu l .  And  th i s
sub j ect-m a tte r m ust  be  capab l e  o f  an  actua l  re l evan t  use  and  no t  be  devo i d  o f  u t i l i ty.  To  de te rm i ne  whe the r a  pa ten t  d i scl oses an  i nven t i on  wi th
su ff i ci en t  u t i l i ty under s.  2 ,  the  fo l l owi ng  ana l ysi s i s to  be  undertaken :

1.  Courts m ust  i den t i fy the  sub j ect-m a tte r o f  the  i nven t i on  as cl a i m ed  i n  the  pa ten t .

2.  Courts m ust  ask whe the r tha t  sub j ect-m a tte r i s use fu l  — i s i t  capab l e  o f  a  p ract i ca l  pu rpose  (i .e . ,  an  actua l  resu l t )?

T he  SCC con f i rm ed  tha t  a  sci n t i l l a  o f  u t i l i ty wi l l  do ,  and  tha t  a  si ng l e  use  re l a ted  to  the  na tu re  o f  the  sub j ect-m a tte r i s su ff i ci en t .  Fu rthe rm ore ,  th i s
u t i l i ty m ust  be  estab l i shed  by e i the r dem onstra t i on  o r sound  p red i ct i on  as o f  the  f i l i ng  da te .  T he  SCC he l d  tha t  the  app l i ca t i on  o f  the  u t i l i ty
requ i rem en t i n  s.  2  i s to  be  i n te rp re ted  i n  l i ne  wi th  i ts pu rpose  — to  p reven t  the  pa ten t i ng  o f  fanci fu l ,  specu l a t i ve  o r i noperab l e  i nven t i ons.
Furthe rm ore ,  a  pa ten tee  i s no t  requ i red  to  d i scl ose  the  u t i l i ty o f  the  i nven t i on  i n  o rde r to  fu l f i l l  the  requ i rem en ts o f  s.  2 .

Patent Decisions

M oti on  fo r b i fu rca t i on  o f  l i ab i l i ty i ssues,  as we l l  as coun te rcl a i m  fo r sect i on  8  dam ages,  d i sm i ssed
Al con  Canada  Inc.  v.  Apo tex Inc.,  2016  FC 898

T he  Court  d i sm i ssed  the  P l a i n t i f fs'  m o t i on  fo r a  b i fu rca t i on  o rde r request i ng  tha t  l i ab i l i ty i ssues i n  th i s i n f ri ngem ent act i on  be  t ri ed  separa te l y f rom  and
be fo re  a l l ,  i ssues o f  quan t i f i ca t i on ,  as we l l  as a l l  i ssues f rom  Apo tex's coun te rcl a i m  fo r sect i on  8  dam ages.  Un l i ke  i n f ri ngem ent cases where  the re  i s no
sect i on  8  coun te rcl a i m , the  Court  no ted  tha t  the re  was no  l onger a  possi b i l i ty tha t  a  j udgm ent on  l i ab i l i ty wou l d  e l i m i na te  the  need  fo r a  second  phase
o f  t ri a l  a l toge the r i n  the  p resen t  case .

A l con  a rgued  tha t  the re  was a  h i gh  l i ke l i hood  tha t  the  sect i on  8  cl a i m  wi l l  be  se t t l ed ,  wh i ch  was a  facto r i n  a  recen t  deci si on  to  b i fu rca te  a  sect i on  8
cl a i m  (see  Apotex v A l con ,  2016  FC 720).  However,  the  Court  d i st i ngu i shed  th i s deci si on  si nce  docum enta ry d i scoveri es had  been  com p l e ted  and  the
part i es had  been  ab l e  to  pu t  be fo re  the  Court  est i m a tes o f  the  am oun ts a t  stake  i n  the  sect i on  8  cl a i m , f rom  wh i ch  the  Court  cou l d  fo rm  a  vi ew o f  the
p robab i l i t i es o f  se t t l em en t.

T he  Court  was p repared  to  accep t  tha t  i f  A l con  i s unsuccessfu l  on  i n f ri ngem ent,  som e o f  Apo tex's de fences wou l d  no  l onger have  to  be  l i t i ga ted  a t  a l l .
However,  i n  the  opposi te  scenari o  where  A l con  i s successfu l ,  the  Court  was no t  sa t i sf i ed  tha t  the  savi ngs tha t  m i gh t  resu l t  wou l d  be  si gn i f i can t  enough
to  ou twe i gh  the  i nhe ren t  waste fu l ness o f  the  b i fu rca t i on .  T he  Court  concl uded  tha t  b i fu rca t i on  was on l y l i ke l y to  l ead  to  appreci ab l e  savi ngs o f  costs o r
t i m e  i n  the  even t  tha t  A l con  l oses i n  the  l i ab i l i ty phase .  T here fo re ,  A l con 's m o t i on  fo r b i fu rca t i on  requ i red  the  Court  to  concl ude  tha t  i t  was m ore  l i ke l y
than  no t  tha t  A l con 's act i on  wi l l  fa i l .  T he  Court  no ted  tha t  the  de te rm i na t i on  o f  con tested  m ot i ons fo r b i fu rca t i on  shou l d  no t  tu rn  on  an  assessm ent o f
the  re l a t i ve  m eri ts o f  the  pa rt i es'  case  o r an  eva l ua t i on  o f  wh i ch  pa rty i s m ost  l i ke l y to  p reva i l .

Costs th rown  away as a  consequence  o f  the  cance l l a t i on  o f  the  i n i t i a l  hea ri ng  awarded  a t  the  upper end  o f  Co l um n IV
Teva  Canada  L i mi ted  v.  P f i ze r Canada  Inc. ,  2017  FC 610

Fo l l owi ng  rede te rm i na t i on  (see  2017  FC 526,  ou r sum m ary he re),  the  pa rt i es were  unab l e  to  ag ree  on  Pf i ze r's costs.  In  i ts j udgm ent,  the  Court  had
found  tha t  P f i ze r was en t i t l ed  to  i ts reasonab l e  costs th rown  away as a  consequence  o f  the  cance l l a t i on  o f  the  i n i t i a l  hea ri ng  o f  the  rede te rm i na t i on .

Pf i ze r requested  i ts costs th rown  away on  a  fu l l -i ndem n i ty basi s,  o r i n  the  a l te rna t i ve ,  on  a  substan t i a l  o r pa rt i a l  recovery basi s,  fo r the  two  week pe ri od
pri o r to  the  cance l l a t i on  o f  the  o ri g i na l l y schedu l ed  heari ng .  Teva  subm i t ted  tha t  P f i ze r's costs ough t  to  be  assessed  a t  the  upper end  o f  Co l um n IV o f
Ta ri f f  B .

ttps://scc-csc.lexum.com/scc-csc/scc-csc/en/item/16713/index.d
ttps://blg.com/en/News-And-Publications/Pages/Publication_4186.asp
ttp://decisions.fca-caf.gc.ca/fca-caf/decisions/en/item/110486/index.d
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/232293/index.d
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/168959/index.d
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/232306/index.d
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/231370/index.d
ttps://blg.com/en/News-And-Publications/Pages/Publication_4958.asp


T he  Court  found  tha t  the  au tho ri t i es re l i ed  on  by Pf i ze r i n  support  o f  i ts request  fo r fu l l  i ndem n i ty,  be i ng  cases f rom  the  On ta ri o  cou rts,  were  o f  l i t t l e
assi stance  i n  deci d i ng  th i s m a tte r.  Ra the r,  the  Court  found  tha t  Teva 's act i ons tha t  l ed  to  the  ad j ou rnm ent d i d  no t  com e cl ose  to  be i ng  rep rehensi b l e ,
scanda l ous o r ou trageous conduct  tha t  m i gh t  j ust i fy an  award  o f  fu l l  i ndem n i ty.  T he  Court  awarded  Pf i ze r i ts costs i ncu rred  i n  the  two  week pe ri od
prepari ng  fo r the  rede te rm i na t i on  heari ng ,  assessed  a t  the  upper end  o f  Co l um n IV,  and  any d i sbu rsem ents th rown  away.

Trademarks and Copyright Decision

Websi te  m ee ts de f i n i t i on  o f  a  pa rody bu t  u l t i m a te l y does no t  fa l l  wi th i n  the  fa i r dea l i ng  excep t i on
Uni ted  A i rl i nes,  Inc.  v.  Cooperstock,  2017  FC 616

In  th i s t radem arks and  copyri gh t  i n f ri ngem ent act i on ,  the  Court  he l d  tha t  Dr.  Je rem y Cooperstock,  the  owner-opera to r o f  the  websi te  www.un t i ed .com
(UNT IED.com ),  had  i n f ri nged  the  t radem arks and  copyri gh t  owned  by Un i ted  A i rl i nes,  Inc.

UNT IED.com  i s a  consum er cri t i ci sm  websi te  where  vi si to rs can  f i nd  i n fo rm at i on  on  the  P l a i n t i f f ,  subm i t  com p l a i n ts abou t  the  P l a i n t i f f ,  and  read
com p l a i n ts abou t  the  P l a i n t i f f  da t i ng  back to  1998 .  Beg i nn i ng  i n  2011 ,  the  Court  found  tha t  UNT IED.com  adop ted ,  fo r the  f i rst  t i m e ,  a  desi gn  si m i l a r to
the  desi gn  o f  the  Un i ted  Websi te .  UNT IED.com  was upda ted  aga i n  i n  2012  to  m i rro r the  Un i ted  Websi te  desi gn  l aunched  i n  2012 .

On  the  i ssue  o f  t radem ark i n f ri ngem ent,  the  De fendan t  adm i t ted  tha t  he  p rovi des se rvi ces i n  the  fo rm  o f  i n fo rm at i on  de l i ve ry,  advi ce  on  l ega l  ri gh ts,
and  pub l i ca t i on  o f  com p l a i n ts th rough  UNT IED.com . However,  the  De fendan t  a rgued  tha t  these  d i d  no t  const i tu te  "se rvi ces"  under the  Trade-marks
Act  because  the re  was no  com m erce  i nvo l ved .  T he  Court  no ted  tha t  the re  i s no  exp l i ci t  requ i rem en t i n  the  l eg i sl a t i on  o f  a  m one ta ry o r com m erci a l
e l em en t to  se rvi ces.  T he  Court  found  tha t  the  De fendan t  o ffe red  "se rvi ces"  th rough  UNT IED.com  by p rovi d i ng  i n fo rm at i on  and  gu i dance  to  d i sg run t l ed
f l ye rs.  T he  Court  a l so  found  tha t  the  De fendan t 's use  o f  the  m arks was con fusi ng ,  no twi thstand i ng  the  De fendan t 's a rgum ents tha t  the  use  o f  d i scl a i m ers
and  d i st i ngu i sh i ng  add i t i ons to  the  m arks obvi a ted  any danger o f  con fusi on .  In  add i t i on ,  the  Court  found  passi ng  o ff  o f  the  P l a i n t i f fs'  m arks and
depreci a t i on  o f  goodwi l l .

T he  Court  a l so  found  tha t  the  copyri gh t  i n f ri ngem ent cl a i m  had  been  m ade  ou t  i n  th i s case .  T he  Court  u l t i m a te l y concl uded  tha t  the  cu rren t  ve rsi on  o f
UNT IED.com  d i d  no t  fa l l  wi th i n  the  fa i r dea l i ng  fo r the  pu rpose  o f  pa rody excep t i on  to  copyri gh t  i n f ri ngem ent.  Wh i l e  UNT IED.com  fe l l  wi th i n  the
de f i n i t i on  o f  pa rody,  the  Court  found  tha t  the  De fendan t 's rea l  pu rpose  o r m o t i ve  i n  approp ri a t i ng  the  copyri gh ted  works was to  de fam e o r pun i sh  the
Pl a i n t i f f ,  no t  to  engage  i n  pa rody.  Fu rthe rm ore ,  the  Court  quest i oned  whe the r the  pa rody excep t i on  m ay successfu l l y be  i nvoked  when  the re  i s
con fusi on ,  as was the  case  he re .  T he  Court  a l so  found  tha t  am oun t o f  the  dea l i ng ,  and  e ffect  o f  the  dea l i ng  a l l  we i ghed  i n  favour o f  the  concl usi on
tha t  th i s dea l i ng  was no t  fa i r.

Fi na l l y,  the  Court  concl uded  tha t  the  De fendan t  had  no t  m ade  ou t  the  de fence  o f  estoppe l  o r acqu i escence .  T he  Court  no ted  tha t  the  passage  o f  t i m e
a l one  does no t  j ust i fy such  a  rem edy,  and  tha t  i s a l l  the  De fendan t  had  pu t  fo rward  to  g round  h i s cl a i m .

Copyright Decision

Jud i ci a l  revi ew o f  webcast i ng  ta ri f f  d i sm i ssed
Re:Sound  v.  Canad i an  Associ a t i on  o f  Broadcaste rs,  2017  FCA 138

In  th i s case ,  Re :Sound  seeks j ud i ci a l  revi ew o f  a  deci si on  o f  the  Copyri gh t  Board  (the  Board ),  ce rt i fyi ng  a  ta ri f f  se t t i ng  roya l t i es fo r the  use  o f  pub l i shed
sound  reco rd i ngs em bodyi ng  m usi ca l  works and  pe rfo rm ers pe rfo rm ances o f  such  works i n  non-i n te ract i ve  and  sem i -i n te ract i ve  webcast i ng  fo r the  years
2009-2012 .  T he  Court  he l d  tha t  the  standard  o f  revi ew was reasonab l eness,  and  tha t  the  Board 's deci si on  was reasonab l e .  T hus,  the  app l i ca t i on  was
d i sm i ssed  wi th  costs.

Under s.  19  o f  the  Copyri gh t  Act,  sound  reco rd i ng  m akers and  pe rfo rm ers have  a  ri gh t  to  be  pa i d  fo r the  pub l i c pe rfo rm ance  o r com m un i ca t i on  to  the
pub l i c by te l ecom m un i ca t i on  o f  pub l i shed  sound  reco rd i ngs em bodyi ng  pe rfo rm ers' pe rfo rm ances o f  m usi ca l  works.  In  1997 ,  s.  19  a l so  gave  pe rfo rm ers
and  sound  reco rd i ng  m akers a  new ri gh t  to  rece i ve  "equ i tab l e  rem unera t i on " .  Any co l l ect i ve  soci e ty tha t  adm i n i ste rs the  ri gh t  to  pe rfo rm  m usi ca l  works
o r sound  reco rd i ngs i n  pub l i c,  o r com m un i ca te  them  by te l ecom m un i ca t i on  to  the  pub l i c,  such  as Re :Sound ,  i s requ i red  to  f i l e  wi th  the  Board  p roposed
ta ri f fs to  rece i ve  roya l t i es fo r the  use  o f  the i r reperto i res.  T he  Board  consi de rs the  p roposa l s i n  l i gh t  o f  any ob j ect i ons,  and  ce rt i f i es a  ta ri f f  wi th  any
changes i t  deem s necessary.  T he  Court  he l d  tha t  the  Board  has b road  d i scre t i on  when  i t  se ts equ i tab l e  rem unera t i on .

In  th i s case ,  the  FCA consi de red  the  factua l  background  o f  the  case .  Re :Sound  a rgued  tha t  the  Board  shou l d  have  used  m arke t  ra tes to  se t  the
equ i tab l e  rem unera t i on .  T he  FCA was no t  convi nced  tha t  the  fa i l u re  to  do  so  was un reasonab l e .  T he  FCA he l d  tha t  copyri gh t  p ro tect i on  exi sts because
we f i nd  the  work i t  p ro tects to  be  va l uab l e .  T ha t  va l ue  i s no t  co rre l a ted  to  the  i npu t  costs,  and  as such ,  those  costs a re  no t  re l evan t  to  the  Board 's
ana l ysi s o f  the  ta ri f f  i n  th i s case .  Fu rthe rm ore ,  the  FCA he l d  tha t  i t  was reasonab l e  fo r the  Board  no t  to  pe rfo rm  the  p reci se  techno l og i ca l  neu tra l i ty
ana l ysi s m anda ted  by the  Suprem e Court ,  as the re  was ve ry l i t t l e  evi dence  be fo re  i t  on  these  i ssues.

Industry Updates

Hea l th  Canada  has announced  a  Consu l ta t i on  on  Possi b l e  Changes to  the  Food  and  Drug  Regu l a t i ons:  Generi c Drug  Equ i va l ence  and  Re l a ted
Term i no l ogy.  T he  websi te  i nd i ca tes tha t  the  consu l ta t i on  i s open  fo r com m ent sta rt i ng  June  30 ,  2017  un t i l  October 13 ,  2017 .

Hea l th  Canada  has re l eased  an  Upda ted  No t i ce :  Quest i ons and  Answers fo r the  Gu i dance  fo r Industry:  Prepara t i on  o f  Drug  Subm i ssi ons i n  the  eCT D
Form at.

By:  Chan ta l  Saunders,  Beverl ey M oore,  Adri an  J.  Howard ,  Ji l l i an  Brenner

Servi ces:  In te l l ectua l  Property,  Copyri gh t ,  L i censi ng ,  Pa ten ts,  T radem arks
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