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ARTICLE

Revised Canadian intellectual property enforcement guidelines worth a closer look
On M arch  13 ,  2019 ,  the  Canad i an  Com pet i t i on  Bureau  i ssued  revi sed  In te l l ectua l  Property En fo rcem ent Gu i de l i nes (the  IPEGs).  T he  IPEGs, f i rst  i ssued
i n  Sep tem ber 2000 ,  descri be  the  Bureau ’s approach  to  the  i n te rface  be tween  com pet i t i on  l aw and  i n te l l ectua l  p roperty ri gh ts,  and  i ts en fo rcem ent
approach  to  conduct  i nvo l vi ng  the  exe rci se  o f  IP ri gh ts,  i ncl ud i ng  i n  respect  o f  pharm aceu t i ca l  pa ten t  l i t i ga t i on  se t t l em en ts and  so -ca l l ed  “p roduct
swi tch i ng ” st ra teg i es by i nnova to r pharm aceu t i ca l  com pan i es.

T he  revi si ons a re  the  p roduct  o f  wha t  the  Bureau  has i nd i ca ted  wi l l  be  i ts f i na l  yea rl y revi ew o f  the  IPEGs. When  i t  f i rst  m ade  substan t i ve  upda tes to
the  IPEGs i n  M arch  o f  20161 ,  the  Bureau  had  p rom i sed  to  revi ew the  IPEGs annua l l y go i ng  fo rward .  In  the  revi sed  IPEGs, however,  the  Bureau  g i ves
the  m ore  m odest  undertaki ng  to  revi ew the  gu i de l i nes “as needed”.

As the  Bureau  sta ted  i n  Novem ber 2018  when  i t  pub l i shed  a  d ra f t  ve rsi on  o f  the  revi sed  IPEGs fo r pub l i c consu l ta t i on ,  “[ t ]he  upda tes a re  m odest  and
wi l l  no t  substan t i a l l y change  the  Bureau ’s approach  i n  en fo rci ng  the  Compet i t i on  Act  wi th  respect  to  m a tte rs i nvo l vi ng  i n te l l ectua l  p roperty”.  T ha t  be i ng
sa i d ,  ce rta i n  o f  those  upda tes a re  worthy o f  no te  and  a t ten t i on  by l i fe  sci ences com pan i es and  f i rm s i n  o the r pa ten t-i n tensi ve  i ndustri es.

Fi rst ,  the  Bureau  has added  a  re fe rence  to  the  Com pet i t i on  T ri buna l ’s Toron to  Rea l  Esta te  Board (T REB) deci si on  and  to  the  Federa l  Court  o f  Appea l ’s
(FCA) deci si on2d i sm i ssi ng  T REB’s appea l ,  as fu rthe r au tho ri ty fo r i ts en fo rcem ent posi t i on  tha t  conduct  rep resen t i ng  the  “m ere  exe rci se  o f  an  IP ri gh t”
i s no t  cause  fo r concern  under the  genera l  p rovi si ons o f  the  Compet i t i on  Act  (e .g . ,  cri m i na l  consp i racy under sect i on  45 ,  abuse  o f  dom i nance  under
sect i on  79  and  ag reem ents be tween  com pet i to rs tha t  p reven t  o r l essen  com pet i t i on  substan t i a l l y under sect i on  90 .1 ).  Conduct  i nvo l vi ng  “som eth i ng
m ore ” than  the  m ere  exe rci se  o f  an  IP ri gh t ,  however,  m ay be  revi ewed  under those  p rovi si ons.

In  the  T REB case ,  the  Com pet i t i on  T ri buna l  re j ected  T REB’s cl a i m  tha t  i t  he l d  copyri gh t  i n  respect  o f  i ts m u l t i p l e  l i st i ng  se rvi ce  (M LS) da tabase  and
tha t  ce rta i n  restri ct i ons i m posed  by i t  on  the  use  and  d i ssem i na t i on  o f  M LS da ta  were  the re fo re  p ro tected  f rom  revi ew under the  abuse  o f  dom i nance
provi si on  by the  sta tu to ry excep t i on  i n  sect i on  79 (5 ) o f  the  Compet i t i on  Act.   T he  T ri buna l  found  tha t  T REB had  no t  estab l i shed  copyri gh t  i n  the
da tabase ,  bu t  concl uded  tha t  the  i m pugned  restri ct i ons con fe rred  advan tages on  T REB and  ce rta i n  o f  i ts m em bers “beyond  those  de ri ved  f rom  the
Copyri gh t  Act”  and  were  the re fo re  som eth i ng  m ore  than  the  m ere  exe rci se  o f  an  IP ri gh t .  Wh i l e  the  T ri buna l ’s deci si on  i s consi sten t  wi th  the  d i cho tom y
be tween  the  m ere  exe rci se  o f  an  IP ri gh t  and  “som eth i ng  m ore ”,  as t rad i t i ona l l y understood  and  app l i ed ,  the  po i n t  o f  no te  and  po ten t i a l  concern  he re
i s the  Bureau ’s sta tem en t i n  the  revi sed  IPEGs tha t  the  FCA “a l so  no ted  tha t  Parl i am en t i n tended  to  i nsu l a te  i n te l l ectua l  p roperty ri gh ts f rom
a l l ega t i ons o f  an t i -com pet i t i ve  conduct  where  the  IP ri gh t  i s the  so l e  pu rpose  o f  exe rci se  o r use ”.  In  o the r words,  the  Bureau  appears to  i n te rp re t  the
FCA as ho l d i ng  tha t  an  a l l eged  excl usi onary o r o the rwi se  an t i -com pet i t i ve  i n ten t  on  the  pa rt  o f  an  IP owner i s su ff i ci en t  to  t ransfo rm  the  m ere  exe rci se
o f  a  sta tu to ry ri gh t  under one  o f  the  federa l  IP sta tu tes i n to  “som eth i ng  m ore ”,  the reby depri vi ng  the  IP owner o f  the  p ro tect i on  o f  the  excep t i on  i n
sect i on  79 (5 ).  A l though  the  Bureau ’s posi t i on  i n  th i s regard  was a l ready re f l ected  (a t  l east  i m p l i ed l y) e l sewhere  i n  the  IPEGs,  the  Bureau ’s exp ress
sta tem en t regard i ng  i ts i n te rp re ta t i on  o f  the  T REB appea l  deci si on  suggests a  ha rden i ng  o f  i ts posi t i on  on  th i s i ssue .

Second ,  the  Bureau  has added  a  sta tem en t i n  the  foo tno te  to  the  head i ng  to  hypo the t i ca l  Exam p l e  9A — wh i ch  dea l s wi th  a  so -ca l l ed  “ha rd ” p roduct
swi tch i ng  st ra tegy by an  i nnova to r pharm aceu t i ca l  m anu factu re r — tha t  “[b ] rand-nam e m anu factu re rs wi thho l d i ng  Canad i an  Re fe rence  Products to  de l ay
generi c en try m ay a l so  be  conduct  tha t  poses com pet i t i on  concerns”.  In  th i s regard ,  the  revi sed  foo tno te  now a l so  re fe rs to  the  Bureau ’s i nqu i ry re l a t i ng
to  the  po l i ci es o r p ract i ces o f  ce rta i n  i nnova to r com pan i es,  wh i ch  were  a l l eged  to  restri ct  generi c m anu factu re rs’ access to  sam p l es o f  the  i nnova to rs’
p roducts con tra ry to  the  abuse  o f  dom i nance  p rovi si on  i n  sect i on  79  o f  the  Compet i t i on  Act.  A l though  tha t  i nqu i ry was d i scon t i nued  i n  2018  wi th  no
f i nd i ng  o f  abuse ,  the  posi t i on  sta tem en t i ssued  by the  Bureau  fo l l owi ng  tha t  i nqu i ry i ncl uded  the  fo l l owi ng  warn i ng  to  pharm aceu t i ca l  i ndustry
pa rt i ci pan ts:  “the  [a l l eged ]  p ract i ces wi th i n  the  pharm aceu t i ca l  i ndustry tha t  gave  ri se  to  [ the ]  i nvest i ga t i on  a re  o f  concern  to  the  Bureau ,  and  m ay
warran t  fu rthe r en fo rcem ent o r advocacy act i on  i n  the  fu tu re ”. Recen t  sta tem en ts by the  newl y appo i n tm en t Com m i ssi oner o f  Com pet i t i on ,  M a tthew
Boswe l l ,  a l so  con f i rm  tha t  the  Bureau  i s speci f i ca l l y ta rge t i ng  the  pharm aceu t i ca l  i ndustry.

T h i rd ,  i n  l i gh t  o f  the  am endm ents to  the  Paten ted  Med i ci nes (No t i ce  o f  Comp l i ance) Regu l a t i ons (the  PM NOC Regu l a t i ons) tha t  rep l aced  sum m ary
de te rm i na t i ons wi th  fu l l  act i ons,  the  Bureau  has rem oved  “dua l  l i t i ga t i on ” f rom  i ts descri p t i on  o f  the  “si gn i f i can t  d i ffe rences i n  the  regu l a to ry reg i m es
govern i ng  pharm aceu t i ca l s i n  Canada  re l a t i ve  to  o the r j u ri sd i ct i ons [wh i ch ]  m ay have  i m p l i ca t i ons fo r the  bo th  the  i ncen t i ves o f  pa rt i es to  reach
se t t l em en ts and  the  te rm s o f  se t t l em en ts tha t  m ay occur i n  Canada”.  Wh i l e  l i t i ga t i on  under the  PM NOC Regu l a t i ons i s now consi de red  f i na l  and
resu l ts i n  an  i n  rem  de te rm i na t i on  o f  pa ten t  va l i d i ty and  i n f ri ngem ent,  obvi a t i ng  the  need  fo r a  second  pa ten t  i n f ri ngem ent o r i m peachm ent act i on  by
the  unsuccessfu l  pa rty i n  respect  o f  the  pa ten ts a t  i ssue  i n  a  PM NOC proceed i ng ,  i nnova to r and  generi c f i rm s i n  Canada  can  st i l l  be  sub j ect  to  a  fo rm  o f
dua l  l i t i ga t i on .  Un l i ke  i n  the  Un i ted  Sta tes,  pa ten ts no t  l i sted  on  the  Pa ten t  Reg i ste r  canno t  be  j o i ned  to  a  PM NOC proceed i ng .  As a  resu l t ,  an
i nnova to r f i rm  i s f ree  to  l aunch  l i t i ga t i on  i n  re l a t i on  to  these  un l i sted  pa ten ts a t  any t i m e .  T h i s i ncl udes once  the  PM NOC proceed i ng  has concl uded
and  a f te r the  pa ten ts on  the  Pa ten t  Reg i ste r have  exp i red .  T h i s si gn i f i can t  d i ffe rence  i s no t  exp ressl y accoun ted  fo r i n  the  revi sed  IPEGs.

Fi na l l y,  the  Bureau  has fu rthe r qua l i f i ed  i ts l ongstand i ng  posi t i on  “tha t ,  i n  genera l ,  IP ho l de rs a rrang i ng  the i r a ffa i rs so  as to  m ore  e ffect i ve l y en fo rce
the i r IP ri gh ts do  no t  ra i se  i ssues under the  [Compet i t i on  Act] ”.  In  foo tno te  58 ,  the  Bureau  has added  the  fo l l owi ng  sta tem en t wh i ch  wi l l  be  o f  i n te rest
to  owners o f  standard  essen t i a l  pa ten ts:  “A t ransfe r o f  IP cou l d  a l so  crea te  a  com pet i t i on  i ssue  i f  i t  i s m ade  by an  owner o f  a  standard  essen t i a l  pa ten t
fo r the  pu rpose  o f  avo i d i ng  a  l i censi ng  com m i tm en t”.  As d i scussed  i n  L i fe  S i gns 2019 , the  Paten t  Act  was recen t l y am ended  to  i ncl ude  a  re fe rence  to
standard  essen t i a l  pa ten ts,  however,  fu rthe r cl a ri ty i s st i l l  needed  by way o f  regu l a t i on  to  understand  how these  p rovi si ons wi l l  be  app l i ed .

 See  BLG Pub l i ca t i on  "Quest i onab l e  Po l i cy:  New Canad i an  IP En fo rcem ent Gu i de l i nes M i ss T he  M ark On  Pharm a"

 See  Toron to  Rea l  Esta te  Board  v.  Com m i ssi oner o f  Com pet i t i on ,  2017  FCA 236  (CanL I I ),  [2018 ]  3  FCR 563

 See  The  Commi ssi oner o f  Compet i t i on  v.  The  Toron to  Rea l  Esta te  Board,  2016  Com p T ri b  7  [T REB CT ],  a ff ’d  2017  FCA 236  [T REB FCA].

 T ha t  excep t i on  sta tes tha t  “an  act  engaged  i n  pu rsuan t  on l y to  the  exe rci se  o f  any ri gh t  o r en j oym ent o f  any i n te rest  de ri ved  under [a  federa l
i n te l l ectua l  p roperty sta tu te ,  i ncl ud i ng  the  Copyri gh t  Act  and  the  Paten t  Act]  i s no t  an  an t i -com pet i t i ve  act”.

 T REB CT,supra  a t  pa ra  757 .

 See  pa ra  41  o f  the  revi sed  IPEGs. [em phasi s added ]  See  a l so  T REB FCA, supra  a t  pa ra  180 .

 See  the  Bureau ’s d i scussi on  and  ana l ysi s o f  a  “ha rd ” p roduct  swi tch i ng  st ra tegy i n  hypo the t i ca l  Exam p l e  9A a t  pa ras 131-38  o f  the  revi sed  IPEGs [ “I f
the  Bureau  was o f  the  vi ew tha t  BRAND’s conduct  cou l d  be  fo r the  pu rpose  o f  fo rci ng  the  rep l acem ent o f  sa l es o f  Product  A wi th  those  o f  Product  B  to
excl ude  o r i m pede  en try by GENERIC and  Generi c A ,  the  Bureau  wou l d  no t  vi ew the  wi thd rawa l  o f  Product  A by BRAND as a  m ere  exe rci se  o f  i ts pa ten t
ri gh t  and  the reby conduct  exem pt under subsect i on  79 (5 )”] .  T h i s was l anguage  was added  to  the  IPEGs i n  the  M arch  2016  upda te .  See  ou r cri t i que  o f
th i s change  i n  ou r bu l l e t i n ,  “Quest i onab l e  Po l i cy:  New Canad i an  IP En fo rcem ent Gu i de l i nes M i ss the  M ark on  Pharm a,” Apri l  5 ,  2016 .
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Revised Canadian intellectual property enforcement guidelines worth a closer look
On M arch  13 ,  2019 ,  the  Canad i an  Com pet i t i on  Bureau  i ssued  revi sed  In te l l ectua l  Property En fo rcem ent Gu i de l i nes (the  IPEGs).  T he  IPEGs, f i rst  i ssued
i n  Sep tem ber 2000 ,  descri be  the  Bureau ’s approach  to  the  i n te rface  be tween  com pet i t i on  l aw and  i n te l l ectua l  p roperty ri gh ts,  and  i ts en fo rcem ent
approach  to  conduct  i nvo l vi ng  the  exe rci se  o f  IP ri gh ts,  i ncl ud i ng  i n  respect  o f  pharm aceu t i ca l  pa ten t  l i t i ga t i on  se t t l em en ts and  so -ca l l ed  “p roduct
swi tch i ng ” st ra teg i es by i nnova to r pharm aceu t i ca l  com pan i es.

T he  revi si ons a re  the  p roduct  o f  wha t  the  Bureau  has i nd i ca ted  wi l l  be  i ts f i na l  yea rl y revi ew o f  the  IPEGs. When  i t  f i rst  m ade  substan t i ve  upda tes to
the  IPEGs i n  M arch  o f  20161 ,  the  Bureau  had  p rom i sed  to  revi ew the  IPEGs annua l l y go i ng  fo rward .  In  the  revi sed  IPEGs, however,  the  Bureau  g i ves
the  m ore  m odest  undertaki ng  to  revi ew the  gu i de l i nes “as needed”.

As the  Bureau  sta ted  i n  Novem ber 2018  when  i t  pub l i shed  a  d ra f t  ve rsi on  o f  the  revi sed  IPEGs fo r pub l i c consu l ta t i on ,  “[ t ]he  upda tes a re  m odest  and
wi l l  no t  substan t i a l l y change  the  Bureau ’s approach  i n  en fo rci ng  the  Compet i t i on  Act  wi th  respect  to  m a tte rs i nvo l vi ng  i n te l l ectua l  p roperty”.  T ha t  be i ng
sa i d ,  ce rta i n  o f  those  upda tes a re  worthy o f  no te  and  a t ten t i on  by l i fe  sci ences com pan i es and  f i rm s i n  o the r pa ten t-i n tensi ve  i ndustri es.

Fi rst ,  the  Bureau  has added  a  re fe rence  to  the  Com pet i t i on  T ri buna l ’s Toron to  Rea l  Esta te  Board (T REB) deci si on  and  to  the  Federa l  Court  o f  Appea l ’s
(FCA) deci si on2d i sm i ssi ng  T REB’s appea l ,  as fu rthe r au tho ri ty fo r i ts en fo rcem ent posi t i on  tha t  conduct  rep resen t i ng  the  “m ere  exe rci se  o f  an  IP ri gh t”
i s no t  cause  fo r concern  under the  genera l  p rovi si ons o f  the  Compet i t i on  Act  (e .g . ,  cri m i na l  consp i racy under sect i on  45 ,  abuse  o f  dom i nance  under
sect i on  79  and  ag reem ents be tween  com pet i to rs tha t  p reven t  o r l essen  com pet i t i on  substan t i a l l y under sect i on  90 .1 ).  Conduct  i nvo l vi ng  “som eth i ng
m ore ” than  the  m ere  exe rci se  o f  an  IP ri gh t ,  however,  m ay be  revi ewed  under those  p rovi si ons.

In  the  T REB case ,  the  Com pet i t i on  T ri buna l  re j ected  T REB’s cl a i m  tha t  i t  he l d  copyri gh t  i n  respect  o f  i ts m u l t i p l e  l i st i ng  se rvi ce  (M LS) da tabase  and
tha t  ce rta i n  restri ct i ons i m posed  by i t  on  the  use  and  d i ssem i na t i on  o f  M LS da ta  were  the re fo re  p ro tected  f rom  revi ew under the  abuse  o f  dom i nance
provi si on  by the  sta tu to ry excep t i on  i n  sect i on  79 (5 ) o f  the  Compet i t i on  Act.   T he  T ri buna l  found  tha t  T REB had  no t  estab l i shed  copyri gh t  i n  the
da tabase ,  bu t  concl uded  tha t  the  i m pugned  restri ct i ons con fe rred  advan tages on  T REB and  ce rta i n  o f  i ts m em bers “beyond  those  de ri ved  f rom  the
Copyri gh t  Act”  and  were  the re fo re  som eth i ng  m ore  than  the  m ere  exe rci se  o f  an  IP ri gh t .  Wh i l e  the  T ri buna l ’s deci si on  i s consi sten t  wi th  the  d i cho tom y
be tween  the  m ere  exe rci se  o f  an  IP ri gh t  and  “som eth i ng  m ore ”,  as t rad i t i ona l l y understood  and  app l i ed ,  the  po i n t  o f  no te  and  po ten t i a l  concern  he re
i s the  Bureau ’s sta tem en t i n  the  revi sed  IPEGs tha t  the  FCA “a l so  no ted  tha t  Parl i am en t i n tended  to  i nsu l a te  i n te l l ectua l  p roperty ri gh ts f rom
a l l ega t i ons o f  an t i -com pet i t i ve  conduct  where  the  IP ri gh t  i s the  so l e  pu rpose  o f  exe rci se  o r use ”.  In  o the r words,  the  Bureau  appears to  i n te rp re t  the
FCA as ho l d i ng  tha t  an  a l l eged  excl usi onary o r o the rwi se  an t i -com pet i t i ve  i n ten t  on  the  pa rt  o f  an  IP owner i s su ff i ci en t  to  t ransfo rm  the  m ere  exe rci se
o f  a  sta tu to ry ri gh t  under one  o f  the  federa l  IP sta tu tes i n to  “som eth i ng  m ore ”,  the reby depri vi ng  the  IP owner o f  the  p ro tect i on  o f  the  excep t i on  i n
sect i on  79 (5 ).  A l though  the  Bureau ’s posi t i on  i n  th i s regard  was a l ready re f l ected  (a t  l east  i m p l i ed l y) e l sewhere  i n  the  IPEGs,  the  Bureau ’s exp ress
sta tem en t regard i ng  i ts i n te rp re ta t i on  o f  the  T REB appea l  deci si on  suggests a  ha rden i ng  o f  i ts posi t i on  on  th i s i ssue .

Second ,  the  Bureau  has added  a  sta tem en t i n  the  foo tno te  to  the  head i ng  to  hypo the t i ca l  Exam p l e  9A — wh i ch  dea l s wi th  a  so -ca l l ed  “ha rd ” p roduct
swi tch i ng  st ra tegy by an  i nnova to r pharm aceu t i ca l  m anu factu re r — tha t  “[b ] rand-nam e m anu factu re rs wi thho l d i ng  Canad i an  Re fe rence  Products to  de l ay
generi c en try m ay a l so  be  conduct  tha t  poses com pet i t i on  concerns”.  In  th i s regard ,  the  revi sed  foo tno te  now a l so  re fe rs to  the  Bureau ’s i nqu i ry re l a t i ng
to  the  po l i ci es o r p ract i ces o f  ce rta i n  i nnova to r com pan i es,  wh i ch  were  a l l eged  to  restri ct  generi c m anu factu re rs’ access to  sam p l es o f  the  i nnova to rs’
p roducts con tra ry to  the  abuse  o f  dom i nance  p rovi si on  i n  sect i on  79  o f  the  Compet i t i on  Act.  A l though  tha t  i nqu i ry was d i scon t i nued  i n  2018  wi th  no
f i nd i ng  o f  abuse ,  the  posi t i on  sta tem en t i ssued  by the  Bureau  fo l l owi ng  tha t  i nqu i ry i ncl uded  the  fo l l owi ng  warn i ng  to  pharm aceu t i ca l  i ndustry
pa rt i ci pan ts:  “the  [a l l eged ]  p ract i ces wi th i n  the  pharm aceu t i ca l  i ndustry tha t  gave  ri se  to  [ the ]  i nvest i ga t i on  a re  o f  concern  to  the  Bureau ,  and  m ay
warran t  fu rthe r en fo rcem ent o r advocacy act i on  i n  the  fu tu re ”. Recen t  sta tem en ts by the  newl y appo i n tm en t Com m i ssi oner o f  Com pet i t i on ,  M a tthew
Boswe l l ,  a l so  con f i rm  tha t  the  Bureau  i s speci f i ca l l y ta rge t i ng  the  pharm aceu t i ca l  i ndustry.

T h i rd ,  i n  l i gh t  o f  the  am endm ents to  the  Paten ted  Med i ci nes (No t i ce  o f  Comp l i ance) Regu l a t i ons (the  PM NOC Regu l a t i ons) tha t  rep l aced  sum m ary
de te rm i na t i ons wi th  fu l l  act i ons,  the  Bureau  has rem oved  “dua l  l i t i ga t i on ” f rom  i ts descri p t i on  o f  the  “si gn i f i can t  d i ffe rences i n  the  regu l a to ry reg i m es
govern i ng  pharm aceu t i ca l s i n  Canada  re l a t i ve  to  o the r j u ri sd i ct i ons [wh i ch ]  m ay have  i m p l i ca t i ons fo r the  bo th  the  i ncen t i ves o f  pa rt i es to  reach
se t t l em en ts and  the  te rm s o f  se t t l em en ts tha t  m ay occur i n  Canada”.  Wh i l e  l i t i ga t i on  under the  PM NOC Regu l a t i ons i s now consi de red  f i na l  and
resu l ts i n  an  i n  rem  de te rm i na t i on  o f  pa ten t  va l i d i ty and  i n f ri ngem ent,  obvi a t i ng  the  need  fo r a  second  pa ten t  i n f ri ngem ent o r i m peachm ent act i on  by
the  unsuccessfu l  pa rty i n  respect  o f  the  pa ten ts a t  i ssue  i n  a  PM NOC proceed i ng ,  i nnova to r and  generi c f i rm s i n  Canada  can  st i l l  be  sub j ect  to  a  fo rm  o f
dua l  l i t i ga t i on .  Un l i ke  i n  the  Un i ted  Sta tes,  pa ten ts no t  l i sted  on  the  Pa ten t  Reg i ste r  canno t  be  j o i ned  to  a  PM NOC proceed i ng .  As a  resu l t ,  an
i nnova to r f i rm  i s f ree  to  l aunch  l i t i ga t i on  i n  re l a t i on  to  these  un l i sted  pa ten ts a t  any t i m e .  T h i s i ncl udes once  the  PM NOC proceed i ng  has concl uded
and  a f te r the  pa ten ts on  the  Pa ten t  Reg i ste r have  exp i red .  T h i s si gn i f i can t  d i ffe rence  i s no t  exp ressl y accoun ted  fo r i n  the  revi sed  IPEGs.

Fi na l l y,  the  Bureau  has fu rthe r qua l i f i ed  i ts l ongstand i ng  posi t i on  “tha t ,  i n  genera l ,  IP ho l de rs a rrang i ng  the i r a ffa i rs so  as to  m ore  e ffect i ve l y en fo rce
the i r IP ri gh ts do  no t  ra i se  i ssues under the  [Compet i t i on  Act] ”.  In  foo tno te  58 ,  the  Bureau  has added  the  fo l l owi ng  sta tem en t wh i ch  wi l l  be  o f  i n te rest
to  owners o f  standard  essen t i a l  pa ten ts:  “A t ransfe r o f  IP cou l d  a l so  crea te  a  com pet i t i on  i ssue  i f  i t  i s m ade  by an  owner o f  a  standard  essen t i a l  pa ten t
fo r the  pu rpose  o f  avo i d i ng  a  l i censi ng  com m i tm en t”.  As d i scussed  i n  L i fe  S i gns 2019 , the  Paten t  Act  was recen t l y am ended  to  i ncl ude  a  re fe rence  to
standard  essen t i a l  pa ten ts,  however,  fu rthe r cl a ri ty i s st i l l  needed  by way o f  regu l a t i on  to  understand  how these  p rovi si ons wi l l  be  app l i ed .

 See  BLG Pub l i ca t i on  "Quest i onab l e  Po l i cy:  New Canad i an  IP En fo rcem ent Gu i de l i nes M i ss T he  M ark On  Pharm a"

 See  Toron to  Rea l  Esta te  Board  v.  Com m i ssi oner o f  Com pet i t i on ,  2017  FCA 236  (CanL I I ),  [2018 ]  3  FCR 563

 See  The  Commi ssi oner o f  Compet i t i on  v.  The  Toron to  Rea l  Esta te  Board,  2016  Com p T ri b  7  [T REB CT ],  a ff ’d  2017  FCA 236  [T REB FCA].

 T ha t  excep t i on  sta tes tha t  “an  act  engaged  i n  pu rsuan t  on l y to  the  exe rci se  o f  any ri gh t  o r en j oym ent o f  any i n te rest  de ri ved  under [a  federa l
i n te l l ectua l  p roperty sta tu te ,  i ncl ud i ng  the  Copyri gh t  Act  and  the  Paten t  Act]  i s no t  an  an t i -com pet i t i ve  act”.

 T REB CT,supra  a t  pa ra  757 .

 See  pa ra  41  o f  the  revi sed  IPEGs. [em phasi s added ]  See  a l so  T REB FCA, supra  a t  pa ra  180 .

 See  the  Bureau ’s d i scussi on  and  ana l ysi s o f  a  “ha rd ” p roduct  swi tch i ng  st ra tegy i n  hypo the t i ca l  Exam p l e  9A a t  pa ras 131-38  o f  the  revi sed  IPEGs [ “I f
the  Bureau  was o f  the  vi ew tha t  BRAND’s conduct  cou l d  be  fo r the  pu rpose  o f  fo rci ng  the  rep l acem ent o f  sa l es o f  Product  A wi th  those  o f  Product  B  to
excl ude  o r i m pede  en try by GENERIC and  Generi c A ,  the  Bureau  wou l d  no t  vi ew the  wi thd rawa l  o f  Product  A by BRAND as a  m ere  exe rci se  o f  i ts pa ten t
ri gh t  and  the reby conduct  exem pt under subsect i on  79 (5 )”] .  T h i s was l anguage  was added  to  the  IPEGs i n  the  M arch  2016  upda te .  See  ou r cri t i que  o f
th i s change  i n  ou r bu l l e t i n ,  “Quest i onab l e  Po l i cy:  New Canad i an  IP En fo rcem ent Gu i de l i nes M i ss the  M ark on  Pharm a,” Apri l  5 ,  2016 .
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8 See  foo tno te  55  o f  the  revi sed  IPEGs.

 See  “Com pet i t i on  Bureau  Sta tem ent Regard i ng  I ts Invest i ga t i on  i n to  A l l eged  Pract i ces o f  Ce l gene ,  P f i ze r,  Sano f i ” ava i l ab l e  a t
h t tps: / /www.com pet i t i onbureau .gc.ca /e i c/si te /cb -bc.nsf /eng /04407 .h tm l .

 See ,  e .g . ,  “Ju l i us M e l n i tze r,  “New Com pet i t i on  Bureau  com m i ssi oner ta rge ts te l ecom , pharm a and  i n f rastructu re  i ndustry”,  Fi nanci a l  Post  (23  M ay
2019):  ava i l ab l e  a t  h t tps: / /busi ness. f i nanci a l post .com / l ega l -post /new-com pet i t i on -bu reau-com m i ssi oner-ta rge ts-te l ecom -pharm a-and-i n f rastructu re -
i ndustry.

 Pa ra  160  o f  the  revi sed  IPEGs.

 T he  l i st i ng  ru l es a re  extrem e l y st ri ct ,  such  tha t  re l evan t  and  en fo rceab l e  pa ten ts m ay no t  be  and ,  i n  ce rta i n  cases,  canno t  be  l i sted  on  the  Pa ten t
Reg i ste r.  Fo r exam p l e ,  the  t i m i ng  restri ct i ons a re  extrem e l y st ri ct  and  i t  i s no t  uncom m on fo r a  pa ten t  l i st i ng  dead l i ne  to  be  m i ssed  i f  i t  i s no t  f i l ed
t i m e l y o r i f  the  pa ten t  was f i l ed  a t  the  ‘wrong ’ t i m e  (e .g . ,  the  on l y t i m e  a  com pound  Act  pa ten t  can  be  l i sted  i s wi th  a  new d rug  subm i ssi on ).  Fu rthe r,
p rocess pa ten ts as a  cl ass a re  i ne l i g i b l e  fo r l i st i ng  on  the  Pa ten t  Reg i ste r.  I t  i s o f ten  the  case  tha t  such  a  pa ten t  wi l l  descri be  and  cl a i m  a  m ethod  o f
m aki ng  the  m ed i ci na l  i ng red i en t  tha t  i s the  on l y econom i ca l l y vi ab l e  m e thod  fo r tha t  m o l ecu l e  to  be  m ade .

 See  pa ra  156  o f  the  revi sed  IPEGs.

By:  Davi t  Akm an, Joshua  Abaki ,  Beverl ey M oore ,  M oshe  Grun fe l d

Servi ces:  In te l l ectua l  Property,  Com pet i t i on /An t i t rust  and  Fore i gn  Investm en t,  Hea l th  Care  & L i fe  Sci ences,  L i fe  Sci ences
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