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The Potential Impact of Brown v. Canada on Ownership of Intellectual Property by
Employers

M ost em p l oye rs,  especi a l l y those  who  a re  act i ve  i n  research  and  deve l opm ent,  as a  m a tte r o f  p ract i ce  have  em p l oyees si gn  ag reem ents tha t  speci fy the
ob l i ga t i ons o f  the  em p l oyee  to  d i scl ose  i nven t i ons to  the  em p l oye r and  ensure  tha t  i n te l l ectua l  p roperty deve l oped  by the  em p l oyee  i s assi gned  to  the
em p l oye r.  T hese  ag reem ents a re  an  i m portan t  pa rt  o f  the  i n te l l ectua l  p roperty p ro tect i on  and  com m erci a l i za t i on  st ra tegy o f  any com pany and  have  a
si gn i f i can t  i m pact  on  the  va l ue  o f  i n te l l ectua l  p roperty and  the  ab i l i ty to  substan t i a te  the  ownersh i p  o f  the  p roperty.

A recen t  case  o f  the  Federa l  Court  o f  Appea l  concern i ng  the  va l i d i ty o f  a  pa ten t  owned  by a  fo rm er Canad i an  Arm ed  Forces m em ber ra i ses the  po ten t i a l
fo r the  federa l  governm ent to  own  i n te l l ectua l  p roperty deve l oped  by fo rm er se rvi ce  m em bers,  i ncl ud i ng  those  who  a re  now em p l oyees o f  p ri va te
com pan i es who  have  ag reed  to  assi gn  the i r ri gh ts to  the  em p l oye r,  and  the  ob l i ga t i on  o f  those  em p l oyees to  d i scl ose  the i r i nven t i ons to  the  federa l
governm ent.

Recen t l y the  Federa l  Court  o f  Appea l  consi de red  whe the r a  pa ten t  shou l d  be  i nva l i da ted  on  the  basi s tha t  the  i nven to r d i d  no t  d i scl ose  h i s sta tus as a
pub l i c se rvan t  when  f i l i ng  the  pa ten t  app l i ca t i on  and  whe the r such  fa i l u re  const i tu ted  an  un true  m ate ri a l  a l l ega t i on  under the  Paten t  Act S .  53 .  T he
Court  found  i n  favour o f  Lou i s Brown, the  i nven to r,  and  d i d  no t  i nva l i da te  the  pa ten t .  However,  the  case  ra i ses o the r i ssues o f  pa rt i cu l a r i n te rest  to
em p l oye rs as i t  sh i nes a  l i gh t  on  a  ra re l y ci ted  p i ece  o f  l eg i sl a t i on ;  the  federa l  Pub l i c Servan ts Inven t i ons Act (PSIA).  T he  PSIA requ i res tha t  eve ry
pub l i c se rvan t  tha t  m akes an  i nven t i on  no t i fy the  appropri a te  governm ent m i n i ste r o f  such  i nven t i on  and  d i scl ose  i n  any pa ten t  app l i ca t i on  tha t  the
i nven to r i s a  pub l i c se rvan t .  T he  Court  concl uded  tha t  M r.  Brown had  no t  m e t h i s ob l i ga t i ons under the  PSIA and  no ted  tha t  the  quest i on  o f  ownersh i p
o f  the  p roperty ri gh ts i n  the  sub j ect  pa ten t  rem a i ned  open .

What i s po ten t i a l l y d i sconcert i ng  abou t  the  case  fo r fo rm er se rvi ce  m em bers and  em p l oye rs i s tha t  M r.  Brown, who  se rved  i n  the  Canad i an  Arm ed
Forces,  was no  l onger act i ve l y i n  se rvi ce  no r was he  rece i vi ng  bene f i ts o r rem unera t i on  f rom  the  governm ent a t  the  t i m e  o f  the  i nven t i on  tha t  gave  ri se
to  the  pa ten t .  M r.  Brown was a  m em ber o f  the  Supp l em enta ry Ho l d i ng  Reserve  o f  the  Arm ed  Forces and  deve l oped  the  i nven t i on  em bod i ed  i n  the
sub j ect  pa ten t  wh i l e  em p l oyed  by h i s own  com pany i n  the  p ri va te  secto r.  T he  Court  o f  Appea l  found  tha t  M r.  Brown was a  pub l i c se rvan t  and  tha t  the
te rm  "pub l i c se rvan t"  i n  the  PSIA i ncl udes bo th  act i ve  and  i nact i ve  m em bers o f  the  Canad i an  Forces.

How does Brow n v Canada  i m pact  an  em p l oye r's p ract i ce  wi th  respect  to  i nven t i on  and  i n te l l ectua l  p roperty ag reem ents wi th  em p l oyees?  Un t i l  and
un l ess the  i ssue  o f  whe the r the  governm ent has ownersh i p  ri gh ts i n  i n te l l ectua l  p roperty deve l oped  by i nact i ve  m em bers o f  the  Canad i an  Forces i s
deci ded ,  i t  i s p ruden t  fo r em p l oye rs to  requ i re  em p l oyees to  d i scl ose  the i r sta tus as pub l i c se rvan ts.  When  em p l oyees who  a re  consi de red  pub l i c
se rvan ts a re  i nvo l ved  i n  the  research  and  deve l opm ent o f  i n te l l ectua l  p roperty fo r an  em p l oye r the  em p l oye r m ust  take  i n to  accoun t  tha t  the  i nven t i on
m ust  be  d i scl osed  by the  i nven to r to  the  federa l  governm ent and  cou l d  be  owned  by the  federa l  governm ent and  consi de r th i s i n  the i r st ra tegy wi th
respect  to  the  p ro tect i on  and  com m erci a l i za t i on  o f  the  i n te l l ectua l  p roperty.

Inven t i on  and  In te l l ectua l  Property ag reem ents wi th  em p l oyees shou l d  regu l a rl y be  revi ewed  and  revi sed  to  take  i n to  accoun t  changes i n  the  l aw, the
part i cu l a r background  o f  the  em p l oyee  and  the  i n te l l ectua l  p roperty st ra tegy o f  the  em p l oye r.  I t  i s i m portan t  to  no t  assum e tha t  the  i n te l l ectua l  p roperty
deve l oped  by em p l oyees i n  the  course  o f  the i r em p l oym ent wi l l  be  au tom at i ca l l y owned  by the  em p l oye r,  as Brow n v .  Canada h i gh l i gh ts the re  m ay be
l eg i sl a t i on  o r case  l aw tha t  i m pacts i n te l l ectua l  p roperty ownersh i p  i n  ways tha t  m ay no t  a l ways be  obvi ous.
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