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ARTICLE

Managing Canada’s Changing Trademark Landscape: Registrations And Renewals
In  a  p revi ous bu l l e t i n ,  “Save  the  Da te :  Prepari ng  fo r Canada ’s New T radem ark Reg i m e Com i ng  In to  Fo rce  on  June  17 ,  2019”,  we  reported  tha t
si gn i f i can t  changes to  Canada ’s t radem ark l aw wi l l  com e i n to  e ffect  on  June  17 ,  2019 .  Over the  next  two  m on ths,  BLG wi l l  p repare  and  ci rcu l a te  a
bu l l e t i n  se ri es to  p rovi de  som e t i ps and  p ract i ca l  consi de ra t i ons on  how t radem ark owners m ay ta i l o r the i r t radem ark and  b rand  p ro tect i on  st ra teg i es i n
l i gh t  o f  these  upcom i ng  changes.

T h i s f i rst  bu l l e t i n  focuses on  pend i ng  app l i ca t i ons tha t  can  be  reg i ste red  be fo re  June  17 ,  2019 ,  and  on  renewa l s o f  exi st i ng  t radem ark reg i st ra t i ons.

1. Declaration of Use and Term of Registration

Under cu rren t  Canad i an  t radem ark l aw, when  a  pend i ng  t radem ark app l i ca t i on  i s based  on  “p roposed  use ” and  a l l owed  fo r reg i st ra t i on ,  a  “Decl a ra t i on  o f
Use” m ust  be  f i l ed  be fo re  the  app l i ca t i on  can  p roceed  to  reg i st ra t i on .  S ta rt i ng  June  17 ,  2019 ,  a  Decl a ra t i on  o f  Use  wi l l  no  l onger be  requ i red  fo r
p roposed  use  app l i ca t i ons.

Curren t l y,  a  pend i ng  t radem ark app l i ca t i on  tha t  m ee ts the  requ i rem en ts fo r reg i st ra t i on  can  be  reg i ste red  fo r an  i n i t i a l  te rm  o f  15  years f rom  the  da te  o f
reg i st ra t i on .  T he  i ncom i ng  am endm ents to  the  Trade-marks Act  wi l l  reduce  th i s i n i t i a l  te rm  o f  t radem ark reg i st ra t i on  f rom  15  to  10  years.

Stra teg i c Consi de ra t i ons

Whether to  reg i ste r a  m ark under the  cu rren t  reg i m e , o r to  wa i t  un t i l  June  17 ,  2019 ,  i s a  st ra teg i c consi de ra t i on  fo r a  t radem ark owner.  Depend i ng  on
the  owner’s ob j ect i ve ,  the re  a re  bene f i ts to  bo th  approaches.

For i nstance ,  i f  use  o f  the  m ark has com m enced  i n  Canada  i n  associ a t i on  wi th  a l l  o f  the  goods/se rvi ces covered  by the  app l i ca t i on ,  the  app l i can t  m ay
wi sh  to  f i l e  a  Decl a ra t i on  o f  Use  and  reg i ste r i ts t radem ark p ri o r to  June  17 ,  2019 ,  to  bene f i t  f rom  the  curren t  15 -year reg i st ra t i on  te rm.  T h i s cou l d  a l so
app l y i f  the  m ark has on l y been  used  i n  associ a t i on  wi th  som e, bu t  no t  a l l ,  o f  the  goods/se rvi ces l i sted  i n  i ts co rrespond i ng  app l i ca t i on .  In  th i s case ,  the
app l i can t  m ay wi sh  to  rem ove  the  unused  goods/se rvi ces,  and  p roceed  wi th  a  na rrower descri p t i on  to  take  advan tage  o f  the  l onger te rm  o f  p ro tect i on .

I f ,  however,  use  o f  the  m ark has no t  ye t  com m enced  i n  Canada  wi th  a l l  o r any o f  the  goods/se rvi ces covered  by the  app l i ca t i on ,  the  app l i can t  m ay wi sh
to  wa i t  un t i l  June  17 ,  2019  to  reg i ste r i ts m ark.  Under the  new reg i m e , an  a l l owed  p roposed  use  t radem ark app l i ca t i on  can  p roceed  to  reg i st ra t i on
wi thou t  the  need  to  f i l e  a  Decl a ra t i on  o f  Use ,  upon  paym ent o f  the  reg i st ra t i on  fee .  In  th i s case ,  the  i n i t i a l  te rm  o f  reg i st ra t i on  wou l d  on l y be  fo r 10
years.

I t  i s i m portan t  to  no te  tha t  a  t radem ark reg i st ra t i on  wi l l  st i l l  be  vu l ne rab l e  to  rem ova l  f rom  the  Reg i ste r o f  T rade-m arks i f  the  owner canno t  show use  o f
the  t radem ark i n  Canada  du ri ng  the  re l evan t  pe ri od  (th ree  years i m m ed i a te l y p reced i ng  the  da te  o f  a  Reg i st ra r’s Sect i on  45  No t i ce  request i ng  such
evi dence ,  i f  such  a  No t i ce  i s i ssued),  o r p rovi de  speci a l  ci rcum stances j ust i fyi ng  the  l ack o f  use .

2. Ability to Divide Applications and Registrations

Under the  new reg i m e , i t  wi l l  be  possi b l e  to  d i vi de  a  pend i ng  t radem ark app l i ca t i on  o r exi st i ng  reg i st ra t i on .

An  app l i ca t i on  m ay be  d i vi ded  a t  any t i m e  be fo re  reg i st ra t i on ,  and  i ts scope  o f  the  goods and  se rvi ces wi l l  depend  on  when  the  d i vi si ona l  app l i ca t i on
i s f i l ed .  I f  the  d i vi si ona l  app l i ca t i on  i s f i l ed  be fo re  the  o ri g i na l  app l i ca t i on  i s advert i sed ,  the  goods and  se rvi ces l i sted  i n  the  d i vi si ona l  app l i ca t i on
m ust  fa l l  wi th i n  the  scope  o f  the  o ri g i na l  app l i ca t i on .  I f  the  d i vi si ona l  app l i ca t i on  i s f i l ed  a f te r the  o ri g i na l  app l i ca t i on  i s advert i sed ,  the  scope  o f  the
d i vi si ona l  app l i ca t i on  m ust  be  wi th i n  the  con f i nes o f  the  o ri g i na l  app l i ca t i on  on  the  da te  o f  advert i sem ent o f  the  o ri g i na l  app l i ca t i on .

Stra teg i c Consi de ra t i ons

Di vi si ona l  app l i ca t i ons cou l d  be  a  use fu l  too l ,  and  app l i can ts m ay wi sh  to  de l ay p rosecu t i on  o f  an  app l i ca t i on  i n  o rde r to  take  advan tage  o f  th i s op t i on
fo r a  num ber o f  reasons.

For i nstance ,  i f  an  app l i ca t i on  i s faci ng  a  con fusi on  o r descri p t i veness ob j ect i on  wi th  respect  to  on l y som e o f  the  goods and  se rvi ces,  the  app l i can t
cou l d  rem ove  these  goods and  se rvi ces f rom  the  o ri g i na l  app l i ca t i on  and  f i l e  a  d i vi si ona l  app l i ca t i on  coveri ng  on l y the  ob j ected -to  goods and  se rvi ces.
T h i s wou l d  pe rm i t  the  o ri g i na l  app l i ca t i on  to  p roceed  to  approva l ,  wh i l e  the  app l i can t  con t i nues to  consi de r the  ob j ect i ons ra i sed  wi th  respect  to  the
goods and  se rvi ces l i sted  i n  the  d i vi si ona l  app l i ca t i on .

Di vi si ona l  app l i ca t i ons m ay a l so  be  use fu l  i n  opposi t i on  p roceed i ngs.  An  app l i can t  m ay choose  to  d i vi de  ou t  the  con ten t i ous goods and  se rvi ces i n to  a
d i vi si ona l  app l i ca t i on  and  con t i nue  opposi t i on  p roceed i ngs,  thus pe rm i t t i ng  the  o ri g i na l  t radem ark app l i ca t i on  to  p roceed  to  reg i st ra t i on  i n  associ a t i on
wi th  the  non-con ten t i ous goods and  se rvi ces.

3. Renewals in View of New Renewal Fee Structure and Classification Requirements

Curren t l y,  a  t radem ark reg i st ra t i on  can  be  renewed  any t i m e  be fo re  i t  exp i res,  m ean i ng  tha t  i t  m ay be  renewed  years i n  advance  o f  the  renewa l
dead l i ne .  I f  the  renewa l  te rm  fa l l s due  be fo re  June  17 ,  2019 ,  the  t radem ark reg i st ra t i on  wi l l  be  renewed  fo r a  fu rthe r 15 -year te rm . On  the  o the r hand ,
i f  the  renewa l  te rm  fa l l s due  on  o r a f te r June  17 ,  2019 ,  the  t radem ark reg i st ra t i on  wi l l  be  renewed  fo r a  fu rthe r 10 -year te rm . T he  cu rren t  governm ent
cost  fo r renewa l  i s a  f l a t  fee  o f  $350  (i f  f i l ed  e l ectron i ca l l y) and  cl assi f i ca t i on  o f  goods and  se rvi ces i s p resen t l y vo l un ta ry.
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On o r a f te r June  17 ,  2019 ,  a  t radem ark reg i st ra t i on  can  on l y be  renewed  wi th i n  6  m on ths be fo re  and  a f te r the  renewa l  dead l i ne ,  o r two  m on ths a f te r the
da te  o f  a  no t i ce  to  renew the  t radem ark i s sen t  by the  Reg i st ra r,  wh i chever i s l a te r.  T he  app l i cab l e  fees wi l l  change  to  a  pe r-cl ass st ructu re ,  sta rt i ng  wi th
a  basi c renewa l  fee  o f  $400  fo r the  f i rst  cl ass,  and  $125  fo r each  add i t i ona l  cl ass a f te r tha t .

T he  T radem arks Off i ce  m ay a l so  i ssue  a  no t i ce  requ i ri ng  owners to  cl ass goods and  se rvi ces fo r exi st i ng ,  uncl assed  reg i st ra t i ons.  Once  such  a  no t i ce  i s
i ssued ,  the  t radem ark owner wi l l  have  6  m on ths f rom  the  da te  o f  the  no t i ce  to  com p l y.

Stra teg i c Consi de ra t i ons

T he  he i gh tened  renewa l  costs fo r t radem ark reg i st ra t i ons under the  i m pend i ng  changes m ay be  an  i ncen t i ve  fo r t radem ark owners to  conduct  a  revi ew
o f the i r t radem ark po rt fo l i os p ri o r to  June  17 ,  2019 .

For i nstance ,  the re  m ay be  cost  savi ng  advan tages to  renew o r vo l un ta ri l y cl ass goods and  se rvi ces be fo re  the  changes com e i n to  e ffect  on  June  17 ,
2019 .  Wh i ch  st ra teg i es to  em p l oy wi l l  depend  l a rge l y on  a  t radem ark owner’s ob j ect i ves,  budge ta ry constra i n ts,  and  the  na tu re  o f  the  t radem ark
port fo l i o  (e .g . ,  whe the r i t  i s si ng l e  ve rsus m u l t i -cl ass).  As these  consi de ra t i ons a re  l a rge l y po rt fo l i o -speci f i c,  we  recom m end tha t  owners seek the
assi stance  o f  a  Canad i an  t radem ark p ro fessi ona l  to  de te rm i ne  i f  any steps shou l d  be  taken  p ri o r to  June  17 ,  2019 ,  wi th  respect  to  the  p rosecu t i on ,
p ro tect i on  and  m a i n tenance  o f  Canad i an  t radem ark app l i ca t i ons and  reg i st ra t i ons.

BLG has t radem ark p ro fessi ona l s i n  Vancouver,  Ca l ga ry,  To ron to ,  Ot tawa  and  M on tréa l  who  a re  happy to  he l p  you  wi th  you r t radem ark st ra tegy and
answer your quest i ons on  navi ga t i ng  the  changes to  Canad i an  t radem ark l aw. Vi ew the  fu l l  l i st  o f  ou r t radem ark team.
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