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Patent Decisions

Proh i b i t i on  Order Uphe l d ,  Appea l  re  Sound  Pred i ct i on  and  Su ff i ci ency Di sm i ssed

Teva  Canada  L i mi ted  v.  Leo  Pharma Inc. ,  2017  FCA 50

Drug :  Ca l ci po tri o l  and  be tam ethasone  d i p rop i ona te

Teva  appea l ed  a  deci si on  o f  the  Federa l  Court  ("FC" ) g ran t i ng  Leo  a  p roh i b i t i on  o rde r i n  respect  o f  the i r pso ri asi s d rug  (Deci si on  he re;  ou r sum m ary
here ).  T he  Federa l  Court  o f  Appea l  ("FCA" ) d i sm i ssed  the  appea l .  A t  i ssue  was whe the r the  FC e rred  i n  f i nd i ng  the  pa ten t  cou l d  be  sound l y p red i cted ,
and  whe the r i t  e rred  i n  f i nd i ng  the  pa ten t  was su ff i ci en t .

T he  FCA he l d  tha t  the  app l i ca t i on  o f  the  AZT test  i s no rm a l l y a  quest i on  o f  fact ,  and  Teva  had  no t  estab l i shed  tha t  the re  was a  pa l pab l e  and  ove rri d i ng
erro r m ade  by the  FC. T hus,  the re  was no  basi s fo r the  FCA to  subst i tu te  i ts assessm ent o f  the  evi dence  to  de te rm i ne  whe the r Teva 's a l l ega t i ons were
j ust i f i ed .  Teva  a rgued  tha t  the re  cou l d  be  no  sound  p red i ct i on  because  i t  was no t  known exact l y  why a  pa rt i cu l a r com b i na t i on  works.  T he  FCA accep ted
tha t  th i s a rgum ent m ay app l y i n  o the r cases,  bu t  i n  th i s one ,  i t  was re j ected  on  the  evi den t i a ry reco rd .  Teva  a l so  a rgued  tha t  the  FC shou l d  have  used  a
sub j ect i ve  approach  when  assessi ng  whe the r the re  was a  sound  p red i ct i on  and  tha t  the  pa ten tee  needed  to  p roduce  evi dence  em ana t i ng  d i rect l y f rom
the  i nven to rs.  However,  the  FCA he l d  tha t  AZT does no t  l i m i t  how the  facts necessary to  app l y the  doctri ne  o f  sound  p red i ct i on  can  be  estab l i shed .  T he
FCA i n  th i s case  saw no  d i ffe rence  be tween  an  exp ress sen tence  and  conveyi ng  the  sam e l og i c th rough  techn i ca l  i n fo rm at i on  d i scl osed  i n  the
speci f i ca t i on  read  as a  who l e .

Wi th  respect  to  the  a l l ega t i ons o f  i nsu ff i ci ency,  the  FCA he l d  tha t  whe the r o r no t  a  pa rt i cu l a r d i scl osu re  i s su ff i ci en t  depends on  wha t  the  ski l l ed  pe rson
wou l d  consi de r su ff i ci en t  to  enab l e  i t  to  work the  i nven t i on .  T h i s i s a  quest i on  o f  fact .  Fu rthe rm ore ,  the  FCA he l d  tha t  one  m ust  a l ways consi de r the
na tu re  o f  the  i nven t i on  to  de te rm i ne  wha t  needs to  be  i ncl uded  i n  the  descri p t i on .  T he  FCA a l so  consi de red  Teva 's a rgum ents wi th  respect  to  the  SCC
deci si on  i n  Si l dena f i l  and  he l d  tha t  i n  Si l dena f i l  ,  the  p rob l em  was tha t  a  m i no r research  p ro j ect  was needed  to  de te rm i ne  the  t rue  i nven t i on .  T he  FCA
he l d  tha t  the  SCC had  no t  changed  the  l aw tha t  recogn i zes tha t  som e non-i nven t i ve  t ri a l  and  e rro r m ay be  requ i red  to  pu t  a  p roperl y d i scl osed
i nven t i on  i n to  p ract i ce .  T hus,  the  appea l  was d i sm i ssed .

Trademarks Decisions

Appea l  o f  Court 's Fi nd i ng  o f  Con fusi ng  Be tween  the  M arks A l l owed ; M a tte r Re fe rred  Back fo r Rede te rm i na t i on

Ben jami n  Moore  & CO. L i mi ted  v.  Home Hardw are  Sto res L i mi ted,  2017  FCA 53

T he  Federa l  Court  o f  Appea l  ("FCA" ) g ran ted  an  appea l  o f  the  Federa l  Court 's ("FC" ) j udgm ent,  wh i ch  had  se t  asi de  the  deci si on  o f  the  T radem arks
Opposi t i on  Board  (the  "Board " ).  T he  Board 's deci si on  had  re j ected  Hom e Hardware 's opposi t i on  to  Ben j am i n  M oore 's t radem ark app l i ca t i ons fo r the
word  m ark BENJAM IN M OORE NAT URA and  the  desi gn  m ark.  On  appea l  to  the  FC, Hom e Hardware  f i l ed  new m ate ri a l  evi dence  and  the  FC undertook a
de  novo  revi ew o f  the  m atte r.  T he  FC concl uded  tha t  the  t radem arks were  con fusi ng ,  pa rt i cu l a rl y the  t radem arks used  i n  associ a t i on  wi th  pa i n ts (2015
FC 1344,  ou r sum m ary he re).

On  appea l  to  the  FCA, Ben j am i n  M oore  subm i t ted  tha t  the  FC's reasons con ta i ned  e rro rs o f  l aw, i ncl ud i ng  tha t  the re  was no  separa te  m ark to  m ark
com para t i ve  con fusi on  ana l ysi s,  and  the  p roper m a te ri a l  da tes were  no t  app l i ed  when  consi de ri ng  each  g round  o f  opposi t i on .

T he  FCA concl uded  tha t  the  FC d i d  no t  app l y a  p roper m ark to  m ark ana l ysi s and  d i d  no t  take  i n to  accoun t  the  re l evan t  m a te ri a l  da tes fo r each  g round
o f  opposi t i on .  T he  FCA no ted  tha t  " [ i ] t  i s especi a l l y i m portan t  to  undertake  a  separa te  m ark to  m ark com pari son  a t  the  appropri a te  m a te ri a l  da tes
because  o the rwi se  i t  i s i m possi b l e  to  undertake  a  p roper we i gh i ng  o f  the  con fusi on  facto rs i n  subsect i on  6 (5 )" .  T he  FCA d i sagreed  wi th  Hom e Hardware 's
subm i ssi on  tha t  i t  was no t  necessary to  conduct  a  separa te  t radem ark to  t radem ark con fusi on  ana l ysi s i n  th i s pa rt i cu l a r case  because  i t  owns a  fam i l y o f
"NAT URA"  t radem arks tha t  have  been  bu i l t  up  ove r severa l  yea rs.  Wh i l e  the  fam i l y o f  m arks was re l evan t  to  th i s case ,  the  FCA sta ted  tha t  the  use  o f  a
fam i l y o f  m arks does no t  obvi a te  the  need  to  undertake  a  fu l l  com para t i ve  con fusi on  ana l ysi s on  a  m ark to  m ark basi s fo r each  re l evan t  g round  o f
opposi t i on .

T he  FCA then  consi de red  the  FC's speci f i c f i nd i ng  o f  con fusi on  wi th  respect  to  t radem arks associ a ted  wi th  pa i n ts.  T he  FCA concl uded  tha t  the  FC e rred
i n  i ts con fusi on  ana l ysi s by no t  l i m i t i ng  i ts consi de ra t i on  to  the  ea rl i est  m a te ri a l  da te  wi th  respect  to  the  pa i n ts t radem arks,  wh i ch  was the  da te  o f
Ben j am i n  M oore 's app l i ca t i ons fo r reg i st ra t i on  i n  th i s case .

T he  appea l  was a l l owed  and  the  m atte r was re fe rred  back fo r rede te rm i na t i on .

Industry Updates

Hea l th  Canada  has re l eased  a  No t i ce :  Gu i dance  Docum ent — Fees fo r the  Ri gh t  to  Se l l  Drugs.

Hea l th  Canada  has re l eased  a  No t i ce :  Gu i dance  Docum ent:  Cance l l a t i on  o f  a  Drug  Iden t i f i ca t i on  Num ber (DIN) and  No t i f i ca t i on  o f  the  Di scon t i nua t i on
o f  Sa l es.

Hea l th  Canada  has re l eased  New Drug  Au tho ri za t i ons:  2016  Hi gh l i gh ts.  T he  docum ent con ta i ns i n fo rm at i on  on  new act i ve  substances (NASs),
b i osi m i l a rs,  and  new generi c pharm aceu t i ca l s au tho ri zed  i n  2016 .
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