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Patent Decis ions

Apotex Gran ted  Leave  to  Expand  Scope  o f  Evi dence  Ava i l ab l e  to  Prove  i ts NIA P l ea
Astrazeneca  Canada  Inc v.  Apo tex Inc,  2016  FC 865
Drug :  om eprazo l e

In  th i s recen t l y reported  deci si on ,  the  Court  g ran ted  Apo tex l eave  to  de l i ve r Fresh  as Am ended  Respond i ng  Sta tem ent o f  Issues fo r the  re fe rence  i n to
AstraZeneca 's dam ages o r Apo tex's p ro f i ts,  fo l l owi ng  the  Court 's deci si on  tha t  the  ‘693  Pa ten t  i s va l i d  and  i n f ri nged  by Apo tex (see  2015  FC 322,ou r
sum m ary he re).

T he  i m pugned  am endm ents re l a te  to  one  o f  the  de fences p l ead  by Apo tex,  nam e l y tha t  Apo tex had  ava i l ab l e  to  i t  non -i n f ri ng i ng  a l te rna t i ves (NIA)
wh i ch  wou l d  reduce  o r e l i m i na te  the  dam ages o r p ro f i ts ava i l ab l e  to  AstraZeneca .  T he  Court  concl uded  tha t  the  p roposed  am endm ents d i d  no t  add  new
de fence .  Ra the r,  the  am endm ents expanded  the  evi dence  on  wh i ch  Apo tex hopes to  p rove  the  de fence  o f  NIA,  wh i ch  was p revi ousl y p l ed  by Apo tex.

In  the  Court 's vi ew, the  th resho l d  quest i on  fo r a l l owi ng  am endm ents tha t  go  to  an  exi st i ng  p l ea  expand i ng  the  scope  o f  the  evi dence  ava i l ab l e  to  p rove
the  p l ea  i s whe the r they wou l d  su rvi ve  a  m ot i on  to  st ri ke .  T he  Court  ag reed  wi th  Apo tex tha t  AstraZeneca  wou l d  no t  have  been  successfu l  i n  st ri ki ng  the
proposed  am endm ents i f  they had  been  i n  the  o ri g i na l  Respond i ng  Sta tem ent.  T he  Court  a l so  found  tha t  Apo tex estab l i shed  tha t  the  p roposed
am endm ent was necessary to  de te rm i ne  the  rea l  quest i on  i n  con trove rsy be tween  i t  and  AstraZeneca .

On  the  i ssue  o f  whe the r the  am endm ent wi l l  crea te  an  i n j ust i ce  o r p re j ud i ce  tha t  i s no t  com pensab l e  i n  costs,  the  Court  no ted  tha t  Apo tex had  g i ven
assurances tha t  i t  wi l l  fu l l y coopera te  regard i ng  any fu rthe r d i scovery.  T he  Court  a l so  no ted  an  absence  o f  evi dence  tha t  such  d i scovery wou l d  i m pact
the  cu rren t  schedu l e ,  excep t  possi b l y the  da te  o f  AstraZeneca 's e l ect i on  be tween  dam ages o r p ro f i ts,  wh i ch  can  be  m oved  wi thou t  consequence  i f
requ i red .  T he  Court  a l so  found  tha t  Apo tex had  m et i ts bu rden  to  estab l i sh  tha t  the  p roposed  am endm ents a re  i n  the  i n te rests o f  j ust i ce .

Trademarks Related Decis ions

ONCA upho l ds Sum m ary Judgm ent Concern i ng  Di spu te  ove r Websi te  Dom a i n  Nam es
Boaden  Ca te ri ng  L i mi ted  v.  Rea l  Food  fo r Rea l  K i ds Inc.,  2017  ONCA 248

T he  On ta ri o  Court  o f  Appea l  (ONCA) d i sm i ssed  the  Appe l l an t 's appea l  f rom  a  sum m ary j udgm ent d i sm i ssi ng  i ts act i on  and  f rom  an  o rde r d i sm i ssi ng  the
Appe l l an t 's m o t i on  to  st ri ke  ce rta i n  pa rag raphs o f  the  Responden ts'  sta tem en t o f  de fence .  T he  ONCA a l so  d i sm i ssed  l eave  to  appea l  the  costs award .

T hese  p roceed i ngs a rose  ou t  o f  a  d i spu te  ove r websi te  dom a i n  nam es.  T he  pa rt i es a re  com pet i to rs i n  the  m arke t  fo r hea l thy ch i l d ren 's ca te ri ng  i n  the
Grea te r To ron to  Area .  T he  Responden t  had  p revi ousl y subm i t ted  com p l a i n ts to  the  In te rne t  Corpora t i on  fo r Assi gned  Nam es and  Num bers (ICANN) and
the  Canad i an  In te rne t  Reg i st ra t i on  Au tho ri ty (CIRA) concern i ng  the  Appe l l an t 's reg i st ra t i on  o f  a  .com  dom a i n  nam e and  th ree  .ca  dom a i n  nam es.  Bo th
a rb i t ra to rs found  tha t  the  Appe l l an t  had  no  l eg i t i m a te  i n te rest  i n  the  d i spu ted  .com  o r .ca  dom a i n  nam es respect i ve l y,  and  tha t  the  dom a i n  nam es had
been  reg i ste red  i n  bad  fa i th .

T he  Appe l l an t  subsequen t l y com m enced  th i s act i on  fo r a  va ri e ty o f  re l i e f ,  i ncl ud i ng  a  decl a ra t i on  tha t  the  Appe l l an t  i s the  l awfu l  owner o f  the  d i spu ted
dom a i n  nam es,  and  dam ages fo r passi ng  o ff ,  de fam at i on  and  the f t  o f  t rade  secre ts.  T he  Appe l l an t  sough t  an  ad j ou rnm ent o f  the  sum m ary j udgm ent
m ot i on  fo r the  pu rpose  o f  cross-exam i n i ng  the  Responden ts'  deponen ts.  T he  ad j ou rnm ent was re fused  and  the  act i on  was sum m ari l y d i sm i ssed  wi th
costs awarded  i n  favour o f  the  responden ts i n  the  sum  o f  $98 ,959 .82 .

On  appea l ,  the  ONCA re j ected  a l l  g rounds o f  appea l ,  i ncl ud i ng  the  Appe l l an t 's a rgum ent tha t  i t  was den i ed  p rocedura l  fa i rness when  the  m ot i ons j udge
wrong l y re fused  to  ad j ou rn  the  sum m ary j udgm ent m o t i on .  Fo r one ,  the  ONCA found  tha t ,  consi sten t  wi th  the  pa t te rn  o f  de l ay by the  Appe l l an t  i n  the
l i t i ga t i on ,  the  Appe l l an t  d i d  no t  act  reasonab l y to  cross-exam i ne  the  Responden ts'  deponen ts.  A l so  the  fact  tha t  the  Appe l l an t  b rough t  a  m o t i on  to  st ri ke
paragraphs o f  the  sta tem en t o f  de fence  d i d  no t  warran t  an  ad j ou rnm ent o f  the  sum m ary j udgm ent m o t i on .

Copyright Decis ions

Sta tu to ry Dam ages Awarded  i n  Copyri gh t  In f ri ngem ent Case
Trader v CarGurus,  2017  ONSC 1841

T hrough  i ts websi tes "au to trader.ca "  and  "au tohebdo .ne t" ,  T rader opera tes "d i g i ta l  m arke tp l aces"  re l a t i ng  to  new and  used  veh i cl es i n  Canada .  T rader
p rovi des a  se rvi ce  to  dea l e rs whereby T rader pho tog raphers take  pho tos o f  veh i cl es to  i ncl ude  i n  the  l i st i ngs on  the  websi tes.  CarGurus becam e a  d i rect
com pet i to r i n  Canada  to  T rader i n  the  sp ri ng  o f  2015 .  T rader a l l eges tha t  CarGurus i n f ri nged  T rader's copyri gh t  i n  a  num ber o f  these  pho tos.  T rader was
seeki ng  sta tu to ry dam ages i n  the  am oun t o f  $98 ,370 ,000  ($500  pe r i n f ri ng i ng  pho to ,  o f  wh i ch  the re  a re  196 ,740).

T he  Court  no ted  tha t  evi dence  was p rovi ded  by CarGurus as to  i ts p ract i ces fo r ob ta i n i ng  veh i cl e  l i st i ngs,  wh i ch  i ncl udes usi ng  com pute r so f tware  to
"crawl "  on l i ne  and  extract i ng  da ta  o f  i n te rest .  T he  Court  found  tha t  the  pho tos were  the  sub j ect  o f  copyri gh t ,  and  tha t  T rader had  estab l i shed  i t  owned
the  copyri gh t  i n  152 ,532  pho tos.  However,  the re  was no  d i rect  evi dence  o f  ownersh i p  wi th  respect  to  the  rem a i nder o f  the  pho tos.

In  te rm s o f  i n f ri ngem ent,  the  Court  no ted  tha t  CarGurus' a rgum ent was tha t  i t  d i d  no t  rep roduce  the  pho tos bu t  the  i m ages on l y appeared  to  be  pa rt  o f
CarGurus' websi te  and  were  i nstead  l oca ted  on  se rve rs host i ng  the  Dea l e rs'  websi tes.  T h i s a rgum ent was re j ected  by the  Court  on  the  basi s tha t  the
d i sp l ay on  the  CarGurus websi te  m ade  the  pho to  ava i l ab l e  to  the  pub l i c by te l ecom m un i ca t i on .  CarGurus re l i ed  on  the  de fence  o f  fa i r dea l i ng ,  bu t  the
Court  was no t  pe rsuaded  tha t  the  dea l i ng  was fa i r,  pa rt l y re l yi ng  on  the  fact  tha t  reason  was a  com m erci a l  one .  Fi na l l y,  the  Court  consi de red  whe the r
CarGurus i s exem pt f rom  the  cl a i m  fo r sta tu to ry dam ages on  the  basi s tha t  i t  i s a  p rovi de r o f  an  i n fo rm at i on  l oca t i on  too l  pu rsuan t  to  sect i on  41 .27  o f
the  Copyri gh t  Act.  T he  Court  found  tha t  CarGurus was no t  act i ng  as an  i n te rm ed i a ry.

T he  Court  g ran ted  a  decl a ra t i on  tha t  152 ,532  pho tos were  i n f ri nged ,  and  o rde red  sta tu to ry dam ages i n  the  am oun t o f  $2 .00  pe r pho to ,  fo r a  to ta l  o f
$305 ,064 .  T he  Court  consi de red  a  num ber o f  facto rs when  de te rm i n i ng  the  appropri a te  am oun t o f  sta tu to ry dam ages.  Pun i t i ve  dam ages and  a
perm anen t i n j unct i on  were  den i ed .  T he  Court  no ted  tha t  CarGurus had  rem oved  a l l  the  i m pugned  pho tos and  taken  a  num ber o f  o the r steps such  tha t
the  i n j unct i on  was no t  necessary.
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