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Patent Decisions

2M ot i on  to  am end  p ro tect i ve  o rde r fo r pu rposes o f  new l i t i ga t i on  re fused

Novart i s Pharmaceu t i ca l s Canada  Inc.  v.  Myl an  Pharmaceu t i ca l s ULC,  2016  FC 1091

In  th i s m o t i on ,  Novart i s sough t  to  am end  a  p ro tect i ve  o rde r tha t  was i ssued  on  consen t  i n  the  con text  o f  an  app l i ca t i on  p roceed i ng .  T he  am endm ent
wou l d  a l l ow Novart i s to  use  sam p l es i t  ob ta i ned  f rom  M yl an  and  the  expert  a ff i davi ts se t t i ng  ou t  the  resu l ts and  ana l ysi s o f  tests pe rfo rm ed  on  those
sam p l es fo r the  pu rposes o f  l i t i ga t i on  taki ng  p l ace  i n  Portuga l .  T he  Portuguese  p roceed i ngs a re  be tween  Novart i s and  a  com pany re l a ted  to  M yl an  and
i nvo l ve  the  sam e ri vast i gm i ne  t ransderm a l  pa tches.  T he  evi dence  showed  tha t  sam p l es o f  M yl an 's pa tch  were  p roduced  i n  the  Portuguese  p roceed i ng ,
bu t  tha t  under the  app l i cab l e  p rocedura l  ru l es,  test i ng  was conducted  by an  i ndependen t  l abo ra to ry,  acco rd i ng  to  a  p ro toco l  desi gned  by a  j o i n t l y
se l ected  expert .  Novart i s,  d i ssa t i sf i ed  wi th  the  p ro toco l  tha t  was adop ted ,  has t ri ed  severa l  t i m es to  have  the  j o i n t  expert  au tho ri ze  tests si m i l a r to  those
Novart i s conducted  i n  the  Canad i an  PM(NOC) p roceed i ngs.  Novart i s'  request  has been  re fused  eve ry t i m e .  T hus,  Novart i s seeks an  am endm ent i n  o rde r
to  i n t roduce  the  test i ng  evi dence  f rom  the  Canad i an  PM(NOC) proceed i ngs d i rect l y i n  the  Portuguese  p roceed i ng ,  shou l d  the  Portuguese  pane l  pe rm i t
tha t  evi dence  be  adduced  i n  tha t  p roceed i ng .

Gi ven  tha t  the  p roduct i on  o f  the  sam p l es i n  the  Canad i an  p roceed i ng  was en t i re l y vo l un ta ry,  the  Court  found  tha t  the  appropri a te  test  to  app l y i n  th i s
m ot i on  was the  st ri ct  test  o f  Smi th ,  K l i ne  and  French  Labora to ri es L td  v Canada  (At to rney Genera l ) (1989) 24  CPR (3d ) 484 .  T he  Court  no ted  tha t  i ts
de te rm i na t i on  m i gh t  have  been  d i ffe ren t  i f  the  i n fo rm at i on  a t  i ssue  had  been  con ta i ned  i n  docum ents tha t  cou l d  have  been  com pe l l ed ,  however,  the
Court  d i d  no t  need  to  m ake  tha t  de te rm i na t i on  i n  th i s m o t i on .

Wh i l e  the  p ro tect i ve  o rde r p rovi ded  tha t  i n fo rm at i on  cou l d  be  used  i n  any re l a ted  p roceed i ngs,  the  Court  no ted  tha t  i t  was cl ea r tha t  the  Portuguese
l i t i ga t i on  was no t  a  p roceed i ng  re l a ted  to  the  PM(NOC) app l i ca t i on  si nce :

I t  i s com p l e te l y i ndependen t  f rom  the  p roh i b i t i on  app l i ca t i on ;

I t  p roceeds i ndependen t l y;

T he  de te rm i na t i on  o f  th i s app l i ca t i on  does no t  a ffect  the  Portuguese  l i t i ga t i on  and  the  de te rm i na t i on  o f  the  Portuguese  l i t i ga t i on  does no t  a ffect
th i s app l i ca t i on ;

T he  two  p roceed i ngs have  no  consequences on  each  o the r no r do  they g i ve  ri se  to  ri gh ts tha t  m ay be  recogn i zed ,  en fo rced  o r con tested  th rough  the
o the r p roceed i ng .

T he  Court  a l so  no ted  tha t  a t  the  t i m e  the  p ro tect i ve  o rde r was nego t i a ted  be tween  the  pa rt i es,  Novart i s was aware  o f  the  exi stence  o f  the  Portuguese
proceed i ngs.  T he  Court  found  tha t  the  po ten t i a l  re l evance  o f  the  sam p l es i n  the  Portuguese  p roceed i ng  was conce i vab l e ,  and  the re fo re ,  the re  was no
change  i n  ci rcum stances tha t  cou l d  j ust i fy a  va ri a t i on  o f  the  p ro tect i ve  o rde r.  T he  Court  d i sm i ssed  the  m ot i on .  T he  Court  wou l d  have  com e to  the  sam e
concl usi on  even  i f  the  Smi th ,  K l i ne  and  French test  was no t  app l i cab l e  o r d i sp l aced  i n  favour o f  the  test  i n  Juman v Douce t te,  2008  SCC 8,  wh i ch
requ i res ca re fu l  we i gh t i ng  o f  the  pub l i c i n te rest  asse rted  by the  pe rson  seeki ng  re l i e f  aga i nst  the  pub l i c i n te rest  i n  m a i n ta i n i ng  the  con f i den t i a l i ty o f
the  i n fo rm at i on .

NOC App l i ca t i on  and  Im peachm ent Act i on  Conso l i da ted

Apotex Inc v. Shire LLC, 2016 FC 1099
Drug: lisdexamfetamine dimesylate
 

Apo tex se rved  an  NOA a l l eg i ng  non-i n f ri ngem ent and  i nva l i d i ty.  Sh i re  f i l ed  an  app l i ca t i on  fo r a  p roh i b i t i on  o rde r.  Apo tex then  sta rted  an  act i on  to
i m peach  the  pa ten t  a t  i ssue ,  and  fo r a  decl a ra t i on  o f  non-i n f ri ngem ent.  Sh i re  asks the  Court  to  pa rt i a l l y conso l i da te  the  p roceed i ngs.  Apo tex opposes
the  m ot i on ,  and  i nstead  p roposes tha t  Sh i re  d i scon t i nue  the  p roh i b i t i on  app l i ca t i on ,  and  a l l ow the  act i on  to  con t i nue  to  i ts concl usi on .  Apo tex a l so
p roposes tha t  i f  i ts p roduct  becom es approvab l e ,  i t  wou l d  rem a i n  ou t  o f  the  m arke t  un t i l  a  deci si on  i s rendered ,  on  the  basi s o f  an  undertaki ng  f rom
Sh i re  fo r dam ages.  Apo tex concedes tha t  the  Court  has no  j u ri sd i ct i on  to  i m pose  i ts p roposa l  wi thou t  consen t .  On  the  m ot i on ,  Apo tex a rgued  tha t  bo th
p roceed i ngs shou l d  p roceed  i n  pa ra l l e l  to  separa te  heari ngs.  A t  the  heari ng ,  Sh i re  p roposed  tha t  the  p roceed i ngs p roceed  as i n  Gl eevec (2013  FC 142).

T he  Court  consi de red  the  m eri ts o f  Sh i re 's p roposa l  as we l l  as Apo tex' a rgum ents o f  p re j ud i ce .  T he  Court  he l d  tha t  i f  the  two  p roceed i ngs had  a
com m on evi den t i a ry reco rd ,  the  Court  cou l d  app l y the  co rrect  bu rden  o f  p roo f  to  bo th  the  app l i ca t i on  and  the  act i on ,  thus,  Apo tex wou l d  su ffe r no
pre j ud i ce  i n  th i s regard .  T he  Court  recogn i zed  tha t  st ra teg i es and  tact i cs m ay be  d i ffe ren t  as be tween  act i ons and  app l i ca t i ons,  bu t  he l d  tha t  Apo tex
d i d  no t  exp l a i n  how the  l oss o f  any o f  these  e l em en ts wou l d  be  p re j ud i ci a l .  T he  Court  he l d  tha t  a l l  o f  Apo tex' substan t i ve  ri gh ts wou l d  be  p ro tected  i f
Sh i re 's p roposa l  were  to  be  adop ted .  Fu rthe rm ore ,  the re  wou l d  be  ve ry si gn i f i can t  savi ngs o f  t i m e  and  expense  fo r the  pa rt i es as we l l  as a  j ud i ci ous use
o f  the  Court 's resources.  T he  Court  no ted  tha t  Apo tex has fu l l  con tro l  ove r the  t i m i ng  o f  the  two  p roceed i ngs and  he l d  tha t  Apo tex canno t  i m pose  i ts
own  schedu l e  on  Sh i re  and  the  Court  wh i l e  a t  the  sam e t i m e  resi st i ng  reasonab l e  and  j ust  m eans to  m ake  the  m ost  e ff i ci en t  use  o f  sca rce  j ud i ci a l
resources.

T hus,  the  Court  heard  tha t  the  two  p roceed i ngs be  heard  a t  the  sam e t i m e  and  by the  sam e j udge .  Fu rthe rm ore ,  the  Court  he l d  tha t  the  i ssue  o f
whe the r the  a l l ega t i ons i n  the  NOA a re  j ust i f i ed  sha l l  be  deci ded  on  the  basi s o f  evi dence  l ed  a t  the  t ri a l  o f  the  act i on .  Fu rthe rm ore ,  evi dence
regard i ng  the  asse rt i on  tha t  the  NOA i s no t  a  va l i d  NOA sha l l  be  adduced  a t  the  t ri a l  o f  the  act i on .

Copyright Decisions

Appea l  o f  deci si on  g ran t i ng  an  i n te rl ocu to ry i n j unct i on  d i sm i ssed

Wesl ey (Mt l f ree tv.com) v.  Be l l  Canada,  2017  FCA 55
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T h i s was an  appea l  o f  the  Federa l  Court 's deci si on  g ran t i ng  an  i n te rl ocu to ry i n j unct i on  to  p reven t  the  Appe l l an ts f rom  am ong  o the r th i ngs,  advert i si ng
fo r sa l e ,  d i st ri bu t i ng  and  se l l i ng  p re l oaded  se tup  boxes tha t  a re  adap ted  to  p rovi de  use rs wi th  unau tho ri zed  access to  the  Responden ts'  p rog ram s (2016
FC 612).

T he  Appe l l an ts focused  the i r a rgum ent on  the  second  p rong  o f  the  t ri pa rt i te  test  fo r an  i n te rl ocu to ry i n j unct i on .  T he  Appe l l an ts subm i t ted  tha t  the  Court
had  m i sconstrued  the  cri te ri on  fo r i rreparab l e  ha rm  si nce  the re  was no  cl ea r and  non-specu l a t i ve  evi dence  on  wh i ch  the  Court  cou l d  concl ude  tha t  the
Responden ts wou l d  l ose  actua l  o r p rospect i ve  cl i en ts as a  resu l t  o f  the  Appe l l an ts'  act i vi t i es.  T hey a l so  a rgued  tha t  the re  was no  evi dence  tha t  they
were  un l i ke l y to  have  the  f i nanci a l  resources requ i red  to  com pensa te  the  responden ts'  l osses shou l d  they succeed  on  the  m eri ts.

T he  Court  o f  Appea l  d i sm i ssed  the  appea l ,  f i nd i ng  tha t  i t  was open  to  the  Federa l  Court  to  concl ude  as i t  d i d .

Trademarks Decisions

2Opposi t i on  Board 's deci si on  re fusi ng  to  reg i ste r TAST E OF B.C. uphe l d  on  appea l

Yeung  v.  Taste  o f  Bc Fi ne  Foods L td , 2017  FC 299

T he  Federa l  Court  d i sm i ssed  an  appea l  o f  the  T radem arks Opposi t i on  Board 's ("Board 's" ) re fusa l  to  reg i ste r the  m ark TAST E OF B.C.

In  the  opposi t i on  deci si on ,  the  Board  found  tha t  i t  was reasonab l e  i n  a l l  ci rcum stances fo r the  App l i can t  to  be  sa t i sf i ed  o f  h i s en t i t l em en t to  use  the
m ark th roughou t  Canada .  T he  Responden t ,  Taste  o f  BC Fi ne  Foods L td ,  had  en te red  i n to  an  ag reem ent wi th  the  App l i can t  fo r a  sa l e  o f  asse ts,  as we l l
as a  l i cence  to  use  the  m ark TAST E OF BC and  the  sto re  nam e fo r a  pe ri od  o f  si x m on ths.  A second  ag reem ent was en te red  i n to  by the  pa rt i es,  wh i ch
a l l oca ted  pa rt  o f  the  pu rchase  p ri ce  fo r goodwi l l ,  bu t  p rovi ded  no  de f i n i t i on  o f  goodwi l l  and  no  re fe rence  to  a  t radem ark l i cence .  T h i s was fo l l owed  by
a  se ri es o f  d i spu tes be tween  the  pa rt i es.  T he  Board 's i n te rp re ta t i on  o f  the  f i rst  ag reem ent and  i ts f i nd i ng  o f  ongo i ng  d i spu tes be tween  the  pa rt i es
concern i ng  the  m ark estab l i shed  tha t  i t  was un reasonab l e  fo r the  App l i can t  to  be  sa t i sf i ed  o f  h i s en t i t l em en t to  use  the  m ark as o f  the  f i l i ng  da te  o f  the
app l i ca t i on .  Wi th  respect  to  the  i ssues o f  non-en t i t l em en t under pa rag raphs 16 (3 )(a ) and  (c) o f  the  Trade-marks Act,  the  Board  found  tha t  the
Responden t  had  estab l i shed  the  use  o f  the  TAST E OF BC tradem ark p ri o r to  the  App l i can t 's f i l i ng  da te  and  tha t  the re  was no  abandonm ent as o f  the
advert i sem ent da te .  Gi ven  the  near i den t i ca l  m arks,  the  associ a t i on  o f  the  goods wi th  the  Responden t 's m ark and  the  near i den t i ca l  channe l s o f  t rade ,
the  Board  a l so  concl uded  tha t  the  App l i can t  fa i l ed  to  show tha t  the re  was no  l i ke l i hood  o f  con fusi on .

On  appea l ,  the  Court  concl uded  tha t  the re  was no  new m ate ri a l  evi dence  wh i ch  j ust i f i ed  revi ewi ng  th i s m a tte r o f  t radem ark reg i st ra t i on  de  novo.  Fo r
the  m ost  pa rt ,  the  App l i can t 's "new evi dence"  was e i the r g i ven  no  we i gh t ,  o r fa i l ed  to  add  anyth i ng  m ate ri a l  to  the  d i spu te .  T he  Court  a l so  concl uded
tha t  the  Board 's deci si on  was reasonab l e .

On  the  i ssue  o f  costs,  the  Court  no ted  tha t  the  expense  o f  th i s p roceed i ng ,  and  re l a ted  p roceed i ngs,  had  l ong  ago  ove rsho t  the  pu rchase  p ri ce  o f  the
asse ts.  T he  Court  a l so  po i n ted  ou t  tha t  " [ t ]he  App l i can t  has been  dogged  i n  h i s pu rsu i t  o f  th i s t rade  nam e, cap i ta l i zi ng  on  the  gap  crea ted  by the
Responden t 's fa i l u re  to  seek reg i ste red  t radem ark p ro tect i on " .  However,  the  Court  re fused  to  award  costs on  a  so l i ci to r-cl i en t  basi s,  f i nd i ng  tha t  the
Responden t  bo re  som e o f  the  responsi b i l i ty fo r no t  p ro tect i ng  h i s t radem ark asse t .

Expert  reports excl uded  fo r fa i l i ng  to  m ee t standard  fou r pa rt  test  f rom  Mohan
Associ a t i on  o f  cha rte red  Cert i f i ed  accoun tan ts v.  The  Canad i an  Inst i tu te  o f  Charte red  Accoun tan ts,  2016  FC 1076

T h i s recen t l y reported  m ot i on  consi de red  the  adm i ssi b i l i ty o f  expert  reports,  wi th i n  the  g rea te r con text  o f  the  P l a i n t i f fs'  a rgum ent tha t  the  De fendan ts
a re  no t  "pub l i c au tho ri t i es"  as con tem p l a ted  by subparagraph  9 (1 )(n )(i i i ) o f  the  Trade-marks Act.  T he  De fendan ts a rgued  tha t  the  reports were
i nadm i ssi b l e  fo r two  m a i n  reasons,  nam e l y tha t  they were :  (i ) unnecessary;  and  (i i ) sub j ect  to  a  ru l e  o f  excl usi on ,  as op i n i ons on  dom est i c l aw. T he
Court  ag reed  wi th  the  De fendan ts tha t  the  reports fa i l ed  to  m ee t the  standard  fou r pa rt -test  f rom  R v Mohan,  and  o rde red  tha t  the  reports,  and  the i r
au tho rs,  be  excl uded  f rom  the  upcom i ng  t ri a l .

On  the  i ssue  o f  necessi ty,  the  Court  no ted  tha t  the  adm i ssi on  o f  expert  op i n i on  evi dence  i s the  excep t i on ,  no t  the  ru l e .  In  an  e ffo rt  to  sa t i sfy the i r onus
to  dem onstra te  necessi ty,  the  P l a i n t i f fs cl a i m ed  tha t  the  reports:  (i ) assi sted  the  Court  i n  understand i ng  the  opera t i on  o f  p rovi nci a l  sta tu te ;  (i i ) saved  the
Court 's t i m e  and  resources;  and  (i i i ) were  accu ra te  and  com p l e te .  Con tra ry to  the  P l a i n t i f fs'  subm i ssi ons,  the  Court  found  tha t  the  reports fa i l ed  to
m ee t Mohan 's necessi ty cri te ri on  and  were ,  fo r tha t  reason  a l one ,  i nadm i ssi b l e .

T he  Court  a l so  concl uded  tha t  the  reports fa i l ed  to  m ee t the  th i rd  cri te ri a  f rom  the  Mohan  test ,  nam e l y tha t  they were  sub j ect  to  the  excl usi onary ru l e
on  dom est i c l aw evi dence .  T he  Federa l  Court  o f  Appea l  i n  Onta ri o  Associ a t i on  o f  Arch i tects v On ta ri o  Associ a t i on  o f  Arch i tectu ra l  Techno l og i sts,  2002
FCA 218 [Arch i tects ] ,  se t  ou t  a  two  pa rt  test  fo r a  "pub l i c au tho ri ty"  under subparagraph  9 (1 )(n )(i i i ),  nam e l y tha t  the  pub l i c au tho ri ty (i ) be  sub j ect  to
si gn i f i can t  governm ent con tro l  and  (i i ) bene f i t  the  pub l i c.  T he  Court  found  tha t  the  reports wen t  beyond  factua l  o r con textua l  consi de ra t i ons,  and  d rew
l ega l  concl usi ons on  whe the r the  degree  o f  governm ent con tro l  m e t the  th resho l d  o f  " si gn i f i can t" .  T he  Court  he l d  tha t  the  reports were  i nadm i ssi b l e  as
they u l t i m a te l y p rovi ded  a  l ega l  op i n i on  o f  the  test  estab l i shed  i n  Arch i tects  case .v

By:  Chan ta l  Saunders,  Beverl ey M oore,  Adri an  J.  Howard,  Ji l l i an  Brenner
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