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ARTICLE

Upcoming Changes to Canada’s Patent Legislation
Si gn i f i can t  changes to  Canada ’s pa ten t  l eg i sl a t i on  wi l l  com e i n to  fo rce  on  October 30 ,  2019  (the  CIF da te ).  T he  changes i m p l em ent Canada ’s
ra t i f i ca t i on  o f  the  Pa ten t  Law T rea ty and  b ri ng  the  Canad i an  regu l a to ry reg i m e  i n to  cl ose r con fo rm i ty wi th  i n te rna t i ona l  no rm s wi th  respect  to  pa ten t
p rocedure .

T he  fo l l owi ng  changes rep resen t  those  m ost  l i ke l y to  be  o f  i m m ed i a te  i n te rest  to  you .  T he  sum m ari es do  no t  p resen t  a l l  o f  the  nuances associ a ted  wi th
the  changes.  P l ease  con tact  us fo r add i t i ona l  i n fo rm at i on .

Filing Requirements

T he  new regu l a t i ons wi l l  requ i re  subm i ssi on  o r m aki ng  ava i l ab l e  o f  a  ce rt i f i ed  copy o f  any cl a i m ed  p ri o ri ty app l i ca t i on .  T h i s m ust  be  done  by the  l a te r
o f  16  m on ths o f  the  p ri o ri ty da te  o r fou r m on ths o f  the  f i l i ng  da te .  In  the  case  o f  a  PCT  na t i ona l  phase  en try,  the  dead l i ne  i s the  na t i ona l  phase  en try
da te .  T he  requ i rem en t can  be  sa t i sf i ed  by speci fyi ng  tha t  the  app l i ca t i on  i s ava i l ab l e  i n  an  approved  d i g i ta l  l i b ra ry (i ncl ud i ng  the  WIPO Di g i ta l  Access
Servi ce ),  o r i n  the  case  o f  a  PCT  na t i ona l  phase  en try,  havi ng  f i l ed  a  ce rt i f i ed  copy du ri ng  the  i n te rna t i ona l  phase .  T he  p ri o ri ty docum ent m ay be  i n  a
fo re i gn  l anguage  (i .e .  o the r than  Eng l i sh  o r French),  however,  the  pa ten t  exam i ner m ay requ i si t i on  a  t ransl a t i on  du ri ng  exam i na t i on .

Late PCT National Phase Entry and Priority Restoration

In  Canada ,  the  PCT  na t i ona l  phase  en try dead l i ne  i s 30  m on ths f rom  the  ea rl i est  p ri o ri ty da te .  T he  p revi ous regu l a t i ons pe rm i t ted  l a te  na t i ona l  phase
en try,  up  to  42  m on ths f rom  the  ea rl i est  p ri o ri ty da te  on  paym ent o f  a  re l a t i ve l y m odest  l a te  fee .  Under the  t ransi t i ona l  p rovi si ons,  th i s wi l l  con t i nue  to
be  an  op t i on  fo r PCT  app l i ca t i ons havi ng  an  i n te rna t i ona l  f i l i ng  da te  be fo re  the  CIF da te .  Fo r PCT  app l i ca t i ons havi ng  a  f i l i ng  da te  on  o r a f te r the  CIF
da te ,  however,  l a te  en try wi l l  add i t i ona l l y requ i re  a  request  fo r re i nsta tem en t o f  the  app l i can t ’s ri gh ts a l ong  wi th  a  sta tem en t tha t  the  fa i l u re  to  en te r
na t i ona l  phase  by the  30 -m on th  dead l i ne  was “un i n ten t i ona l ”.

Pri o ri ty resto ra t i on  was no t  ava i l ab l e  under the  p revi ous regu l a t i ons.  I t  wi l l  becom e ava i l ab l e  under the  new regu l a t i ons fo r p ri o ri ty app l i ca t i ons da ted
up  to  14  m on ths be fo re  the  f i l i ng  da te .  T he  p ri o ri ty resto ra t i on ,  however,  m ust  be  m ade  on  o r a f te r the  CIF da te .  Fo r PCT  na t i ona l  phase  app l i ca t i ons,
th i s wi l l  requ i re  e i the r va l i d  resto ra t i on  du ri ng  the  i n te rna t i ona l  phase  (on  o r a f te r the  CIF da te ),  o r a  request  wi th i n  one  m on th  o f  na t i ona l  phase  en try.
Di rect  na t i ona l  app l i ca t i ons wi l l  requ i re  a  request  wi th i n  two  m on ths f rom  the  f i l i ng  da te .  As i n  the  case  wi th  l a te  PCT  na t i ona l  phase  en try,  p ri o ri ty
resto ra t i on  wi l l  requ i re  a  sta tem en t tha t  the  fa i l u re  to  f i l e  the  app l i ca t i on  wi th i n  12  m on ths o f  the  p ri o ri ty app l i ca t i on  was “un i n ten t i ona l ”.

In  bo th  si tua t i ons,  the  Pa ten t  Off i ce  wi l l  no t  revi ew the  ci rcum stances to  de te rm i ne  i f  the  fa i l u re  was un i n ten t i ona l ,  l eavi ng  such  a  revi ew to  any
l i t i ga t i on  o f  the  resu l t i ng  pa ten t  i n  the  Federa l  Court .

Common Representatives

Where  a  pa ten t  app l i ca t i on  i den t i f i es a  p l u ra l i ty o f  co -app l i can ts,  the  new regu l a t i ons wi l l  requ i re  the  i den t i f i ca t i on  o f  a  “com m on rep resen ta t i ve ” wi th
wh i ch  the  Pa ten t  Off i ce  wi l l  co rrespond  i n  the  absence  o f  an  appo i n ted  pa ten t  agen t .  In  the  absence  o f  an  exp ressl y desi gna ted  com m on
represen ta t i ve ,  the  new regu l a t i ons de f i ne  wh i ch  app l i can t  o r pa ten tee  i s the  com m on rep resen ta t i ve ,  based  on  the  l i sted  o rde r o r a l phabe t i ca l  o rde r.

Am ong  o the r th i ngs,  the  new regu l a t i ons em power the  com m on rep resen ta t i ve  to  appo i n t  o r revoke  pa ten t  agen ts,  reco rd  t ransfe rs,  and  genera l l y to  act
on  beha l f  o f  a l l  o f  the  app l i can ts o r pa ten tees.

T he  com m on rep resen ta t i ve  m ay be  appo i n ted  a t  na t i ona l  phase  en try o f  a  PCT  app l i ca t i on  o r a t  f i l i ng  o f  a  d i rect  na t i ona l  app l i ca t i on .  Appo i n t i ng  the
com m on rep resen ta t i ve  a t  th i s t i m e  wi l l  no t  requ i re  the  si gna tu res o f  the  co -app l i can ts.  A f te r the  f i l i ng  da te  o r na t i ona l  phase  en try da te ,  appo i n tm en t
o f  a  com m on rep resen ta t i ve  wi l l  requ i re  a l l  o f  the  o the r app l i can ts o r pa ten tees to  si gn  an  appo i n tm en t no t i ce .

In  the  case  o f  co -app l i can ts,  i t  wi l l  be  advi sab l e  whenever possi b l e  to  i den t i fy a t  f i l i ng  o r na t i ona l  phase  en try wh i ch  co -app l i can t  shou l d  be  the
com m on rep resen ta t i ve ,  so  tha t  the  appo i n tm en t m ay be  i ncl uded  i n  the  app l i ca t i on  pe t i t i on  o r na t i ona l  phase  en try request  fo rm , i n  o rde r to  avo i d  the
l a te r need  fo r a l l  o f  the  co -app l i can ts’ si gna tu res.

Examination Requests

For app l i ca t i ons havi ng  a  f i l i ng  da te  be fo re  the  CIF da te ,  a  request  fo r exam i na t i on  and  associ a ted  fee  m ust  be  subm i t ted  wi th i n  f i ve  years o f  the  f i l i ng
da te .  Fo r app l i ca t i ons havi ng  a  f i l i ng  da te  on  o r a f te r the  CIF da te ,  a  request  fo r exam i na t i on  and  associ a ted  fee  m ust  be  subm i t ted  wi th i n  fou r yea rs o f
the  f i l i ng  da te .

Office Action Deadlines

Under the  cu rren t  regu l a t i ons,  the  response  pe ri od  fo r o ff i ce  act i ons (exam i na t i on  reports) i s si x m on ths fo r regu l a r exam i na t i on ,  wi th  no  extensi on  o f
t i m e  ava i l ab l e ,  and  th ree  m on ths fo r advanced  (exped i ted ) exam i na t i on ,  wi th  a  si ng l e  th ree -m on th  extensi on  o f  t i m e  ava i l ab l e  upon  request  and
paym ent o f  an  extensi on  fee .  T hese  response  pe ri ods wi l l  con t i nue  to  app l y a f te r the  CIF da te  wi th  respect  to  o ff i ce  act i ons i ssued  be fo re  the  CIF da te .



Under the  new regu l a t i ons,  the  response  pe ri od  fo r o ff i ce  act i ons i ssued  on  o r a f te r the  CIF da te  wi l l  be  fou r m on ths fo r bo th  regu l a r and  advanced
exam i na t i on ,  wi th  one  two-m on th  extensi on  o f  t i m e  ava i l ab l e  upon  request  and  paym ent o f  an  extensi on  fee .

In  e i the r case ,  the  extensi on  request  m ust  be  subm i t ted  wi th i n  the  o ri g i na l  response  pe ri od ;  request i ng  and  rece i vi ng  an  extensi on  o f  t i m e  i n  an
advanced  app l i ca t i on  wi l l  pe rm anen t l y re tu rn  i t  to  regu l a r exam i na t i on .

Abandonment and Reinstatement, and Third Party Rights

Under the  p revi ous regu l a t i ons,  i n  m ost  cases,  fa i l u re  to  act  by a  p rescri bed  dead l i ne  resu l ted  i n  deem ed abandonm ent o f  the  app l i ca t i on .
Re i nsta tem en t as o f  ri gh t  was ava i l ab l e  wi th i n  12  m on ths,  requ i ri ng  the  paym ent o f  a  re l a t i ve l y m odest  add i t i ona l  re i nsta tem en t fee .

T he  new regu l a t i ons i n t roduce  d i ffe ren t  abandonm ent-re i nsta tem en t schem es depend i ng  on  whe the r the  m i ssed  dead l i ne  i s se t  by the  f i l i ng  da te  o r i s
based  i nstead  on  som e o the r even t .

Deadlines Based On the Filing Date

Dead l i nes se t  by the  f i l i ng  da te  re fe r to  exam i na t i on  requests and  m a i n tenance  fees.  In  bo th  cases,  fa i l u re  to  act  by the  o ri g i na l  dead l i ne  wi l l  resu l t  i n
the  i ssuance  o f  a  “de fau l t  no t i ce ” requ i ri ng  pe rfo rm ance  o f  the  m i ssed  act  and  paym ent o f  a  l a te  fee .

For exam i na t i on  requests,  fa i l u re  to  respond  i n  a  t i m e l y m anner to  the  de fau l t  no t i ce  wi l l  resu l t  i n  deem ed abandonm ent.  Re i nsta tem en t o f  an
app l i ca t i on  deem ed abandoned  wi l l  requ i re  a  due  ca re  showi ng ,  un l ess the  request  i s m ade  by si x m on ths f rom  the  o ri g i na l  due  da te .

Fo r m a i n tenance  fees,  fa i l u re  to  respond  to  the  no t i ce  by the  l a te r o f  two  m on ths f rom  the  no t i ce  o r si x m on ths f rom  the  o ri g i na l  dead l i ne  wi l l  resu l t  i n
deem ed abandonm ent.  Re i nsta tem en t i s possi b l e  on l y i f  the  abandonm ent occu rred  desp i te  the  exe rci se  o f  “due  ca re ”.  T he  Pa ten t  Off i ce  has i nd i ca ted
tha t  i t  wi l l  adop t  a  “due  ca re ” p ract i ce  consi sten t  wi th  the  PCT  gu i dance  fo r rece i vi ng  o ff i ces.

Regard l ess o f  the  abandonm ent dead l i ne  estab l i shed  by the  de fau l t  no t i ce ,  th i rd -pa rty ri gh ts wi l l  be  ava i l ab l e  du ri ng  the  pe ri od  sta rt i ng  si x m on ths
a f te r the  m i ssed  dead l i ne  un t i l  the  app l i ca t i on  re tu rns to  good  stand i ng .  T hese  ri gh ts a re  ava i l ab l e  fo r any pa rty who  com m i ts,  i n  good  fa i th ,  an
o the rwi se  i n f ri ng i ng  act  du ri ng  th i s t i m e .  Any ri gh ts ob ta i ned  by the  pa rty a re  t ransfe rrab l e  to  o the rs.

Deadlines Based Otherwise Than On the Filing Date

Dead l i nes tha t  a re  no t  se t  based  on  the  f i l i ng  da te  i ncl ude  o ff i ce  act i ons.  In  th i s case ,  fa i l u re  to  rep l y t i m e l y to  an  o ff i ce  act i on  by the  dead l i ne  (o r the
extended  dead l i ne ,  as the  case  m ay be ) wi l l  resu l t  i n  abandonm ent,  sub j ect  to  re i nsta tem en t wi th i n  12  m on ths as o f  ri gh t  (i .e . ,  no  sta tem en t o f  “due
care ” i s requ i red ).

Allowance and Issue Fee Payment

Under the  cu rren t  regu l a t i ons,  the  t i m e-peri od  to  pay an  i ssue  fee  i s si x m on ths f rom  the  da te  o f  the  no t i ce  o f  a l l owance ,  wi th  no  extensi ons o f  t i m e
ava i l ab l e .  T h i s pe ri od  wi l l  con t i nue  to  app l y a f te r the  CIF da te  wi th  respect  to  no t i ces o f  a l l owance  i ssued  be fo re  the  CIF da te .

Under the  new regu l a t i ons,  the  t i m e-peri od  to  pay an  i ssue  fee  i s fou r m on ths a f te r a  no t i ce  o f  a l l owance  i s i ssued ,  wi th  no  extensi ons o f  t i m e
ava i l ab l e .

In  e i the r case ,  m i ssi ng  th i s dead l i ne  wi l l  resu l t  i n  deem ed abandonm ent,  wi th  re i nsta tem en t ava i l ab l e  as o f  ri gh t  wi th i n  12  m on ths.

Post-Allowance Options to Continue Prosecution

Once  a  no t i ce  o f  a l l owance  i s i ssued ,  i t  i s no  l onger pe rm i t ted  to  m ake  substan t i ve  am endm ents to  the  cl a i m s.  Re-open i ng  p rosecu t i on  m ay be
desi rab l e  when  the  app l i can t  has add i t i ona l  cl a i m s they wan t  to  pu rsue  i n  Canada ,  and  the  Exam i ner has no t  p revi ousl y been  g i ven  the  opportun i ty to
assess the i r un i ty wi th  the  a l l owed  cl a i m s.  As a  rem i nder,  d i vi si ona l  app l i ca t i ons a re  p ro tected  aga i nst  doub l e -pa ten t i ng  a t tacks i f  they have  been  f i l ed
i n  response  to  a  l ack-o f-un i ty re j ect i on .

Under the  cu rren t  regu l a t i ons,  i t  i s possi b l e  to  re -open  p rosecu t i on  by re fra i n i ng  f rom  t i m e l y paym ent o f  the  i ssue  fee  the reby causi ng  abandonm ent,
wh i ch  au tom at i ca l l y resu l ts i n  wi thd rawa l  o f  the  no t i ce  o f  a l l owance ,  l i f t i ng  the  p roh i b i t i on  aga i nst  substan t i ve  am endm ents.  T he  app l i ca t i on  m ay then
be  re i nsta ted  and  accom pan i ed  by any desi red  am endm ents.

T h i s m aneuver wi l l  rem a i n  ava i l ab l e  fo r cases where  the  no t i ce  o f  a l l owance  i s i ssued  be fo re  the  CIF da te ,  bu t  no t  on  o r a f te r the  CIF da te .  Instead ,
under the  new regu l a t i ons,  p rosecu t i on  can  be  re -opened  i f  a  request  and  fee  a re  subm i t ted  be fo re  the  fou r-m on th  dead l i ne  and  be fo re  the  f i na l  fee  i s
pa i d .
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