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Patent Decisions

Deci si on  o f  M i n i ste r o f  Hea l th  Re j ect i ng  ANDS Uphe l d
Apotex Inc.  v.  Canada  (Hea l th ),  2017  FC 127
Drug :  p rogeste rone

Apotex sough t  j ud i ci a l  revi ew o f  a  deci si on  o f  the  M i n i ste r o f  Hea l th  tha t  had  the  e ffect  o f  re j ect i ng  i ts Abbrevi a ted  New Drug  Subm i ssi on  (ANDS) fo r
p rogeste rone  capsu l es.  Hea l th  Canada  had  i ssued  a  No t i ce  o f  Non-com p l i ance  (NON) wi th  respect  to  the  ANDS. I t  then  i ssued  a  NON-W. Apo tex f i l ed  fo r
reconsi de ra t i on  o f  the  NON-W and  asked  tha t  the  m atte r be  de te rm i ned  by an  exte rna l  pane l .  An  i n te rna l  pane l  was convened .  T he  cha i r o f  the  pane l
ci rcu l a ted  no tes fo r a  deci si on  to  the  pane l  m em bers.  T he  pane l  then  he l d  a  m ee t i ng  wi th  rep resen ta t i ves o f  Hea l th  Canada  and  Apo tex.  T he  pane l
i ssued  a  report  re j ect i ng  the  reconsi de ra t i on  and  recom m end i ng  tha t  the  NON-W be  uphe l d .

Apo tex m ade  subsequen t  a t tem pts to  ob ta i n  a  reconsi de ra t i on .  T he  Court  he l d  i t  was un reasonab l e  i n  fact  and  an  e rro r o f  l aw fo r Apo tex to  th i nk tha t  a
fu rthe r reconsi de ra t i on  cou l d  be  g ran ted .  I t  was un reasonab l e  to  con fuse  a  po l i te  nega t i ve  response  wi th  a  posi t i ve  expecta t i on  o f  fu rthe r
reconsi de ra t i on .  However,  the  Court  a l so  he l d  tha t  Apo tex was on  the  ho rns o f  a  d i l em m a, as i f  a  j ud i ci a l  revi ew was f i l ed ,  any reconsi de ra t i on  o r hope
the reo f  wou l d  end .  T hus,  the  Court  g ran ted  Apo tex an  extensi on  o f  t i m e  to  sta rt  the  Jud i ci a l  Revi ew.

Apo tex sough t  j ud i ci a l  revi ew on  g rounds o f  p rocedura l  fa i rness.  T he  Court  he l d  tha t  the  exe rci se  engaged  i n  by the  pane l  was de ta i l ed ,  techn i ca l  and
based  on  expert  knowl edge .  T here  i s no  ha rd  and  fast  ru l e  tha t  an  exte rna l  pane l  i s needed  fo r a  reconsi de ra t i on .  Fu rthe rm ore ,  the  Court  he l d  tha t  i t  i s
one  th i ng  to  m ake  no tes and  ske tch  po ten t i a l  concl usi ons,  as he re ,  and  ano the r to  a rri ve  a t  a  heari ng  wi th  a  d ra f t  deci si on  ready to  be  si gned .

In  add i t i on ,  the  Court  he l d  tha t  the  pane l  was en t i t l ed  to  stay up  to  da te  on  wha t  was known i n  the  a rt .  Apo tex cou l d  have  done  i ts own  research  wi th  i ts
consu l tan ts.  Fu rthe rm ore ,  Apo tex d i d  no t  request  an  extensi on  o f  t i m e  to  dea l  wi th  wha t  they now say i s new evi dence .  Procedura l  un fa i rness m ust  be
ra i sed  wi th  the  f i rst  i nstance  fo rum . T hus,  the  Court  he l d  tha t  the re  was no  b reach  o f  na tu ra l  j ust i ce  o r p rocedura l  un fa i rness.  Fu rthe rm ore ,  the  deci si on
was reasonab l e .  T hus,  the  j ud i ci a l  revi ew was d i sm i ssed .

Costs Award  o f  $6 .5  m i l l i on  fo r P l a i n t i f fs'  Costs Fo l l owi ng  Successfu l  In f ri ngem ent Act i on  Uphe l d  on  Appea l
Nova  Chemi ca l s Corpora t i on  v.  Dow  Chemi ca l  Company,  2017  FCA 25

T he  Court  o f  Appea l  d i sm i ssed  Nova 's appea l  f rom  the  Federa l  Court 's deci si on  award i ng  the  Responden ts $6 .5  m i l l i on  fo r costs consequen t  to  the i r
success i n  an  act i on  fo r pa ten t  i n f ri ngem ent (see  2016  FC 91).  T he  l um p sum  award  was com pri sed  o f  $2 .9  m i l l i on  fo r l ega l  fees and  $3 .6  m i l l i on  fo r
d i sbu rsem ents.

In  the  appea l ,  Nova  asserted  two  e rro rs.  Fi rst ,  Nova  subm i t ted  tha t  costs awards shou l d  be  gu i ded  by the  standards estab l i shed  i n  Ta ri f f  B ,  and  tha t  any
departu res f rom  the  Tari f f  shou l d  be  l i m i ted  to  excep t i ona l  cases.  Second ,  Nova  took i ssue  wi th  the  su ff i ci ency o f  evi dence  be fo re  the  j udge  i n  respect
o f  bo th  the  fees and  d i sbu rsem ents cl a i m ed . A f te r a  revi ew o f  the  p ri nci p l es o f  l um p sum  awards and  evi den t i a ry consi de ra t i ons,  the  Court  o f  Appea l
concl uded  tha t  the  j udge  d i d  no t  e rr i n  award i ng  costs i n  a  l um p sum , o r i n  f i xi ng  them  as a  pe rcen tage  o f  Dow's actua l  expenses;  no r d i d  the  j udge  e rr
i n  a l l owi ng  the  d i sbu rsem ent fo r test i ng  wi thou t  a  support i ng  a ff i davi t .

T he  Court  o f  Appea l  no ted  tha t ,  i n  the  o rd i na ry course ,  d i sbu rsem ents o f  th i s m agn i tude  shou l d  be  supported  by a ff i davi t  evi dence .  However,  g i ven  the
un i que  ci rcum stance  o f  th i s case ,  the  Court  o f  Appea l  found  tha t  the  j udge  had  a  su ff i ci en t  basi s on  wh i ch  to  concl ude  tha t  the  d i sbu rsem ent cl a i m ed
by Dow fo r i ts test i ng  was reasonab l e .  Fo r exam p l e ,  the  ci rcum stances o f  th i s case  were  such  tha t  the  j udge  cou l d  gauge  the  reasonab l eness o f  the
d i sbursem ent i n  a  num ber o f  ways,  i ncl ud i ng  th rough  a  con tested  m ot i on  wh i ch  consi de red  the  quest i on  o f  test i ng ,  how and  when  i t  was to  be  done ,  the
m easures necessary to  p ro tect  i n te l l ectua l  p roperty i n te rests,  the  opera t i ona l  aspects i ncl ud i ng  supervi si on ,  costs and  d i scl osu re  o f  resu l ts.

Di sm i ssed  M ot i on  fo r In te rl ocu to ry In j unct i on
The  Regen ts o f  Un i ve rsi ty o f  Ca l i fo rn i a  v.  I-Med  Pharma Inc.,  2016  FC 606

T he  Federa l  Court  has pub l i shed  i ts Order and  Reasons i n  2016  FC 606 ,  d i sm i ssi ng  TearLab 's m o t i on  fo r an  i n te rl ocu to ry i n j unct i on  to  p reven t  the  sa l e
o f  the  i -Pen  by I -M ED Pharm a, pend i ng  the  de te rm i na t i on  a t  t ri a l  o f  TearLab 's pa ten t  i n f ri ngem ent cl a i m .

In  ou r Newsl e t te r f rom  the  week o f  January 16 ,  2017 ,  we  sum m ari zed  the  Federa l  Court  o f  Appea l 's deci si on  d i sm i ssi ng  TearLab 's appea l  o f  th i s
deci si on  (see  2017  FCA 8,  ou r sum m ary he re).

Trademarks Decisions

Court  Di sm i sses Appea l  o f  Deci si on  Re fusi ng  the  T radem ark EDWARDS & Desi gn
Schw an 's IP,  LLC v.  Sobeys West  Inc.,  2017  FC 38

T he  Court  d i sm i ssed  Schwan 's appea l  o f  the  T radem arks Opposi t i on  Board 's deci si on ,  wh i ch  re fused  i ts app l i ca t i on  fo r the  t radem ark EDWARDS &
Desi gn .  T he  Reg i st ra r had  a l l owed  Sobeys' opposi t i on  on  the  i ssues o f  con fusi on  and  d i st i nct i veness and  had  re fused  the  App l i ca t i on  to  reg i ste r the
M ark.

On  appea l ,  the  Court  consi de red  the  newl y f i l ed  evi dence  consi st i ng  o f  e i gh t  a ff i davi ts.  T he  Court  concl uded  tha t  the  new evi dence  d i d  no t  m a te ri a l l y
a ffect  the  Reg i st ra r's deci si on .  Wi th  respect  to  the  reasonab l eness o f  the  deci si on ,  the  Court  found  tha t  the  Reg i st ra r's deci si on  was reasonab l e ,  and  i n
part i cu l a r,  he r focus on  the  resem b l ance  be tween  the  m arks and  concl usi ons abou t  d i st i nct i veness were  reasonab l e .  T he  Court  no ted  tha t  i t  was open  to
the  Reg i st ra r to  a ffo rd  re l a t i ve l y m ore  we i gh t  to  the  degree  o f  resem b l ance ,  as the  case l aw m akes i t  cl ea r tha t  the  facto rs i n  the  con fusi on  ana l ysi s
need  no t  be  g i ven  equa l  we i gh t .

ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/218783/index.d
ttp://decisions.fca-caf.gc.ca/fca-caf/decisions/en/item/218800/index.d
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/212774/index.d
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/218856/index.d
ttp://decisions.fca-caf.gc.ca/fca-caf/decisions/en/item/214617/index.d
ttps://blg.com/en/News-And-Publications/Pages/Publication_4798.asp
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/218723/index.d


Industry News

Hea l th  Canada  has re l eased  a  Consu l ta t i on  on  the  Dra f t  Gu i dance  Docum ent:  Adm i n i st ra t i ve  Processi ng  o f  Drug  Subm i ssi ons and  App l i ca t i ons Invo l vi ng
Hum an o r Di si n fectan t  Drugs.  T he  websi te  i nd i ca tes tha t  the  consu l ta t i on  i s open  fo r a  60 -day com m ent pe ri od  sta rt i ng  February 17 ,  2017  un t i l  Ap ri l  18 ,
2017 .
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