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ARTICLE

Back to business with BLG: Maximizing intellectual property
A robust  i n te l l ectua l  p roperty (IP) st ra tegy i s cruci a l ,  pa rt i cu l a rl y i n  the  cu rren t  busi ness cl i m a te .  We i nvi ted  m em bers o f  BLG’s m u l t i d i sci p l i na ry
In te l l ectua l  Property Group to  sha re  the i r expert i se  on  m axi m i zi ng  IP i n  a  COVID-19  econom y, p ri o ri t i zi ng  your m ost  va l uab l e  IP,  i m portan t  changes to
the  Paten t  Act and  fu tu re  d i rect i ons i n  IP l i t i ga t i on .

From an IP perspective, how can business owners and entrepreneurs pivot out of COVID-19?

Brandon Evenson:

We’re  see i ng  an  i ncrease  i n  the  num ber o f  research  and  deve l opm ent co l l abo ra t i ons be tween  com pan i es,  and  we  suspect  th i s i s to  he l p  o ffse t  som e o f
the  ri sk and  uncerta i n ty f rom  COVID-19 .  T h i s cou l d  be  a  g rea t  approach  to  p i vo t i ng  ou t  o f  the  pandem i c,  wi th  bene f i ts such  as cost  sha ri ng ,  m anag i ng
shared  resources and  access to  the  co l l abo ra to rs’ speci a l i zed  expert i se .

Be fo re  sta rt i ng  to  work toge the r,  com pan i es need  to  com e to  som e so rt  o f  an  ag reem ent on  the  te rm s o f  the i r co l l abo ra t i on ,  and  i t ’s cri t i ca l  tha t  they
address i n te l l ectua l  p roperty i ssues.  Vi ab l e  IP ri gh ts f rom  a  co l l abo ra t i on  con t i nue  to  exi st  l ong  a f te r the  co l l abo ra t i on  has stopped .  Be fo re  d ra f t i ng  a
de f i n i t i ve  ag reem ent,  pa rt i es shou l d  sta rt  wi th  a  si m p l e  te rm  shee t  tha t  addresses key po i n ts.  T h i s can  i ncl ude :

How wi l l  the  pa rt i es d i vi de  the  ownersh i p  o f  the  new IP?

Do non-owners ge t  a  l i cence ,  and  wha t  a re  those  restri ct i ons?

What i f  a  pa rty has p re -exi st i ng  IP coveri ng  the  co l l abo ra t i on ’s f i e l d  o f  techno l ogy?  How i s tha t  l i censed  i n?

Who i s responsi b l e  fo r seeki ng  pa ten ts fo r the  new IP?

Other te rm s wi l l  need  to  be  consi de red  fo r the  de f i n i t i ve  ag reem ent,  i ncl ud i ng :

b rand i ng  ri gh ts and  restri ct i ons

con tractua l  non-com petes

roya l t i es

aud i t  ri gh ts

restri ct i ons on  de f i n i ng  IP fo r th i rd  pa rt i es

en fo rci ng  a  new IP aga i nst  th i rd  pa rt i es

fu rthe r deve l opm ent o f  new IP post-co l l abo ra t i on

te rm i na t i on ,  i ncl ud i ng  wha t  happens to  the  new IP upon  te rm i na t i on

Curt is  Behmann:

Com pan i es shou l d  a l so  deve l op  a  so l i d ,  we l l -de f i ned  stra tegy fo r IP p ro tect i on ,  though  som e a re  no t  ab l e  to  devo te  resources to  deve l op i ng  an
i n ten t i ona l  st ra tegy tha t  de f i nes the  ro l e  o r i m portance  o f  IP i n  the i r o rgan i za t i on .

I f  tha t ’s the  case ,  consi de r l eve rag i ng  one  o r two  key i nd i vi dua l s who  have  a  good  g rasp  o f  the  com pany stra tegy,  busi ness goa l s,  and  vi si b i l i ty i n to
p roduct  and  go -to -m arke t  roadm aps.  Have  those  peop l e  work wi th  an  IP st ra teg i st  to  he l p  your com pany f i nd  the  ri gh t  ro l e  fo r IP ri gh t  now, and  how tha t
wi l l  evo l ve  as your com pany g rows.  I f  you  take  the  t i m e  to  bu i l d  a  st ra teg i c founda t i on  and  ge t  buy-i n  f rom  sen i o r m anagem ent,  you  wi l l  be  m uch
fu rthe r a l ong  f rom  an  IP pe rspect i ve .

How can businesses divert more funds to valuable IP and away from non-core IP?

Curt is  Behmann:

Base  IP deci si ons o r budge t  a l l oca t i ons on  a  de l i be ra te  IP st ra tegy.  Part  o f  tha t  IP st ra tegy shou l d  m ap  the  com pany’s cu rren t  and  fu tu re  IP asse ts to  the
com pany’s busi ness st ra tegy go i ng  fo rward .  Revi ew your IP asse ts regu l a rl y and  com pare  them  to  the  chang i ng  p ri o ri t i es o f  you r busi ness st ra tegy—th i s
ensures tha t  IP i nvestm en ts a re  d ri vi ng  cu rren t  and  fu tu re  p ri o ri t i es.

You  m ay even  f i nd  tha t  you ’re  underi nvest i ng  i n  i m portan t  IP a reas and  ove ri nvest i ng  i n  a reas tha t  a re  no  l onger st ra teg i c to  you r busi ness.  Non-co re  IP
can  e i the r be  d ropped  o r l eve raged  as a  too l  fo r po ten t i a l  revenue  by l i censi ng  o r sa l e .

What should Canadian business owners and entrepreneurs know about the recent changes to the Patent
Act?

Curt is  Behmann:
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Recen t changes to  pa ten t  p ract i ce  i n  Canada  m ake  som e th i ngs easi e r and  be t te r fo r com pan i es,  and  o the rs a  b i t  m ore  restri ct i ve .  T he  p ro tect i on  tha t  a
com pany ge ts f rom  a  pa ten t  i s de f i ned  by the  word i ng  o f  the  cl a i m s.  Under recen t  changes to  the  Paten t  Act,  com pan i es can  now m ore  easi l y wi thd raw
a case  f rom  a l l owance  j ust  be fo re  i t  i ssues to  ad j ust  the  word i ng  o f  the  cl a i m s to  p rovi de  be t te r p ro tect i on .  Fo r exam p l e ,  th i s can  be  he l p fu l  when  a
co rrespond i ng  pa ten t  i s i ssued  i n  the  U.S.  and  the  com pany wan ts to  ad j ust  the  cl a i m s i n  Canada  to  ge t  the  sam e bene f i t .

On  the  f l i psi de ,  the re  a re  a  num ber o f  dead l i nes tha t  a re  shorte r and  m ore  restri ct i ve .  Fo r exam p l e ,  when  a  com pany f i l es an  i n te rna t i ona l  p l aceho l de r
app l i ca t i on  o r a  PCT  app l i ca t i on ,  you  used  to  be  ab l e  to  extend  the  dead l i ne  fo r f i l i ng  i n  Canada  by payi ng  a  fee  and  i t  wou l d  be  extended  by 12
m onths.  Under the  new Pa ten t  Ru l es,  you  have  to  pay the  fee  and  show tha t  the  de l ay was un i n ten t i ona l .  T h i s can  m ake  i t  m ore  d i ff i cu l t  to  take
advan tage  o f  th i s extensi on ,  and  cou l d  resu l t  i n  no t  be i ng  ab l e  to  f i l e  o r ge t  p ro tect i on  i n  Canada  i f  you  were  re l yi ng  on  tha t  extensi on .

Brandon Evenson:

To keep  a  Canad i an  pa ten t  o r pa ten t  app l i ca t i on  act i ve ,  owners m ust  pay a  governm ent fee  each  year by a  speci f i c da te ,  and  the  consequences o f
m i ssi ng  the  annua l  fee  a re  now m uch  m ore  severe .

Previ ousl y,  i f  a  dead l i ne  was m i ssed ,  an  owner cou l d  re i nsta te  an  app l i ca t i on  o r pa ten t  as an  abso l u te  ri gh t  any t i m e  wi th i n  12  m on ths a f te r the
dead l i ne .  T h i s i s no  l onger the  case .  I f  you  m i ss the  annua l  fee  dead l i ne ,  the  pa ten t  o ff i ce  wi l l  send  a  no t i ce—the  annua l  fee  and  a  l a te  fee  m ust  be
pa i d  wi th i n  two  m on ths o f  tha t  no t i ce .  I f  tha t  two-m on th  dead l i ne  i s m i ssed ,  the  app l i ca t i on  o r pa ten t  wi l l  be  deem ed abandoned  o r exp i red .  T he  owner
then  has 12  m on ths to  request  re i nsta tem en t o f  the  abandoned  app l i ca t i on  o r pa ten t ,  bu t  re i nsta tem en t i s no t  a  ri gh t  a t  tha t  po i n t .

T he  owner m ust  p rove  to  the  pa ten t  o ff i ce  tha t  they took a l l  reasonab l e  and  p ruden t  m easures,  bu t  st i l l  m i ssed  the  dead l i ne .  A l so ,  th i rd -pa rty ri gh ts to
use  the  sub j ect  o r m a tte r o f  the  pa ten t  o r app l i ca t i on  a ri ses wi th i n  tha t  t i m e  pe ri od .

How has the COVID-19 pandemic impacted IP litigation in the courts?

Chantal Saunders:

When th i s si tua t i on  f i rst  un fo l ded ,  the  Federa l  Courts—where  IP l i t i ga t i on  com m on l y p roceeds—reacted  qu i ckl y by i ssu i ng  Orders and  Pract i ce  No t i ces
suspend i ng  dead l i nes fo r ongo i ng  l i t i ga t i on  so  tha t  fu rthe r steps were  no t  taken .  As t i m e  p rog ressed—and pa rt i es and  the  Courts becam e m ore
com fo rtab l e  wi th  the  techno l ogy op t i ons ava i l ab l e—the  Courts have  a l l owed  fo r excep t i ons to  the  suspensi on  Orders i n  p l ace ,  and  re -sta rted  som e IP
l i t i ga t i on .  Fo r exam p l e ,  case  m anagem ent con fe rences by te l ephone  o r vi deocon fe renci ng  i n  ce rta i n  cases have  taken  p l ace ,  m o t i ons and  appea l s
have  been  a rgued  and  deci ded ,  and  even  a  t ri a l  i s p roceed i ng  com p l e te l y rem ote l y.

T he  Federa l  Courts have  i ssued  upda ted  Orders and  Pract i ce  No t i ces to  p rovi de  fu rthe r i n fo rm at i on  abou t  how and  wha t  cases a re  m ovi ng  fo rward ,  and
the  Federa l  Court  has hosted  a  num ber o f  i n fo rm at i on  sessi ons i n  th i s regard .  T here  appears to  be  a  recogn i t i on  tha t  these  types o f  m easures wi l l  be  i n
p l ace  fo r a t  l east  the  near fu tu re ,  and  pa rt i es and  the  Court  wi l l  have  to  ad j ust  acco rd i ng l y m ovi ng  fo rward .

Should business owners take advantage of available extensions if their trademark comes up for renewal
during the COVID-19 pandemic?

LuAnne Morrow:

Al l  busi nesses a re  focusi ng  on  expenses ri gh t  now. When  costs re l a ted  to  t radem arks and  renewa l  a ri se ,  the re  i s a  tendency to  ask i f  we  shou l d  take
advan tage  o f  the  ava i l ab l e  extensi ons to  dead l i nes tha t  the  CIPO has p rovi ded  to  de l ay i ncu rri ng  costs.

T he  i n te l l ectua l  p roperty o ff i ce  has extended  dead l i nes fa l l i ng  be tween  M arch  16 ,  2020  and  Ju l y 3 ,  2020  to  Ju l y 6 th ,  and  the re  m ay be  fu rthe r
extensi ons as the  si tua t i on  evo l ves.  I f  the  renewa l  fo r you r t radem ark fa l l s wi th i n  th i s pe ri od ,  you  m ay be  tem pted  to  take  advan tage  o f  these  extended
dead l i nes to  de l ay the  costs o f  renewa l .  T h i s approach  has ri sks because  o f  the  uncerta i n ty o f  the  extensi ons,  how they m ay be  app l i ed ,  sl ow p rocessi ng
t i m es i n  the  fu tu re  and  the  ri sk o f  l osi ng  your t radem ark.

Key t radem arks a re  an  i m portan t  asse t  and  shou l d  be  p ri o ri t i zed  acco rd i ng l y i n  you r cost-cu t t i ng  m easures.  Ra the r than  re l yi ng  on  an  extensi on ,  you
m ay consi de r o the r ways to  m anage  the  costs wi thou t  taki ng  the  ri sk o f  l osi ng  the  t radem ark reg i st ra t i on .  Fo r exam p l e ,  the  cost  o f  renewa l ,  wh i ch
i ncl udes the  i n i t i a l  fee  and  now new cl assi f i ca t i on  fees re l a ted  to  the  requ i rem en t to  cl assi fy the  goods and  se rvi ces i n  t radem arks,  can  be  sp read  ou t
by payi ng  the  m i n i m um  fee  f i rst  to  renew the  t radem ark and  l a te r f i l i ng  the  new cl assi f i ca t i on  fees.  T hese  types o f  fees m ay be  sp read  ou t  ove r si x
m on ths o r m ore ;  th i s i s an  op t i on  tha t  a l l  t radem ark owners shou l d  consi de r when  they a re  l ooki ng  a t  the i r renewa l  st ra tegy.  Respond i ng  by the  dead l i ne
i s the  best  p ract i ce ,  and  an  extensi on  shou l d  on l y be  sough t  when  necessary.
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