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Patent Related Decis ions

Deci si on  to  no t  Rem ove  So l i ci to rs as Counse l  fo r the  De fendan ts Uphe l d  on  Appea l  
Si ke  v.  Encana  Corpora t i on,  2017  FCA 37

T he  Federa l  Court  o f  Appea l  uphe l d  a  deci si on  o f  the  Federa l  Court  d i sm i ssi ng  an  appea l  f rom  the  Pro thono ta ry's o rde r where i n  he  re fused  to  rem ove
counse l  as so l i ci to rs o f  reco rd  fo r the  De fendan ts.  In  the  underl yi ng  m ot i on ,  the  P l a i n t i f fs had  a rgued  tha t  when  they were  seeki ng  counse l  fo r th i s
p roceed i ng  they had  i m parted  con f i den t i a l  i n fo rm at i on  to  the  so l i ci to rs who  a re  now counse l  to  the  De fence  (Pro thono ta ry's deci si on :  2016  FC 110,  ou r
sum m ary he re;  Federa l  Court 's deci si on :  2016  FC 671,  ou r sum m ary he re).

T he  Court  o f  Appea l  revi ewed  the  Pro thono ta ry's deci si on  and  found  tha t  the  concl usi on  tha t  no  i n fo rm at i on  re l evan t  to  the  m atte r i n  i ssue  had  been
conveyed  was open  to  the  Pro thono ta ry on  the  evi dence  be fo re  h i m . T here fo re ,  the  Court  o f  Appea l  concl uded  tha t  the  Federa l  Court  j udge  had  no
reason  to  i n te rvene ,  and  tha t  the  appea l  shou l d  acco rd i ng l y be  d i sm i ssed .

Federa l  Court  Orders Add i t i ona l  Am oun t o f  $100 ,000 .00  as Securi ty fo r the  De fendan t 's Costs 
Regen ts o f  the  Un i ve rsi ty o f  Ca l i fo rn i a  v.  I-MED Pharma Inc. , 2016  FC 975

Fo l l owi ng  TearLab 's unsuccessfu l  m o t i ons fo r i n te ri m  and  i n te rl ocu to ry i n j unct i ons,  the  Federa l  Court  o rde red  tha t  TearLab  deposi t  an  add i t i ona l
am oun t o f  $100 ,000 .00  as securi ty fo r the  De fendan t 's costs.

T he  Court  found  tha t  the  De fendan t  had  estab l i shed  tha t  the re  was a  si gn i f i can t  gap  be tween  the  securi ty o f  $100 ,000 .00  posted  and  the  actua l  costs
o f  $141 ,101 .00  awarded  i n  i ts favour fo l l owi ng  the  unsuccessfu l  i n te ri m  and  i n te rl ocu to ry i n j unct i on  m ot i ons.  T he  Court  was a l so  no t  sa t i sf i ed  tha t
TearLab ,  an  o rd i na ri l y resi den t  ou tsi de  o f  Canada ,  had  any asse ts o f  va l ue  i n  Canada .  Add i t i ona l l y,  the re  was no  suggest i on  tha t  TearLab  was
i m pecun i ous o r tha t  an  o rde r fo r i ncreased  securi ty fo r costs wou l d  crea te  a  f i nanci a l  bu rden  renderi ng  i t  i m possi b l e  to  ca rry on  the  act i on .

T he  Court  concl uded  tha t  an  add i t i ona l  am oun t o f  $100 ,000 .00  shou l d  be  posted  by TearLab  as securi ty fo r the  De fendan t 's costs.  T h i s am oun t took
i n to  accoun t  the  cost  awards a l ready m ade  i n  favour and  aga i nst  each  pa rty to  da te  and  the  steps tha t  rem a i n  to  be  taken  by the  pa rt i es i n  o rde r to
com p l e te  exam i na t i ons fo r d i scovery.

Jud i ci a l  Revi ew o f  Com m i ssi oner's Deci si on  Re fusi ng  to  Am end  Pri o ri ty Da te  Di sm i ssed  
Bayer Cropsci ence  LP v.  Canada  (At to rney Genera l ),  2017  FC 178

T he  Federa l  Court  d i sm i ssed  Bayer's app l i ca t i on  fo r j ud i ci a l  revi ew o f  the  Com m i ssi oner o f  Pa ten ts'  deci si on  re fusi ng  Bayer's request  to  am end  the
pri o ri ty da te  fo r Canad i an  Pa ten t  App l i ca t i on  No  2 ,907 ,271  (the  '271  App l i ca t i on ).

In  th i s case ,  Bayer had  f i l ed  a  PCT  Pa ten t  App l i ca t i on  (the  ‘888  PCT  App l i ca t i on ) and  cou l d  cl a i m  a  p ri o r f i l i ng  da te  based  on  the  f i l i ng  da te  o f  a
p revi ous app l i ca t i on  (the  ‘691  US Pri o ri ty App l i ca t i on ).  A t  the  t i m e  o f  f i l i ng  the  ‘888  PCT  App l i ca t i on ,  the  f i l i ng  da te  fo r the  '691  US Pri o ri ty
App l i ca t i on  was reco rded  as Apri l  19 ,  2012 .  T he  f i l i ng  da te  o f  the  '691  US Pri o ri ty App l i ca t i on  was l a te r am ended  to  Apri l  3 ,  2012 .  However,  the  f i l i ng
da te  fo r the  '888  PCT  App l i ca t i on  was never successfu l l y am ended .

In  August  2015 ,  the  '888  PCT  App l i ca t i on  en te red  the  na t i ona l  phase  i n  Canada  as the  '271  App l i ca t i on .  Bayer requested  tha t  i t  be  g i ven  a  f i l i ng  da te
o f  Apri l  3 ,  2012  on  the  basi s tha t  i t  was cl a i m i ng  p ri o ri ty f rom  the  ‘691  US Pri o ri ty App l i ca t i on .  T he  Com m i ssi oner den i ed  Bayer's request ,  concl ud i ng
tha t  the  Bayer's August  2015  request  was no t  wi th i n  the  16 -m on th  pe ri od  fo l l owi ng  the  f i l i ng  da te  o f  the  ‘691  US Pri o ri ty App l i ca t i on .

T he  Federa l  Court  concl uded  tha t  the  Com m i ssi oner co rrect l y i n te rp re ted  the  Pa ten t  Ru l es i n  f i nd i ng  tha t  Bayer's request  to  am end  the  p ri o ri ty da te
was ou t  o f  t i m e .  T he  app l i ca t i on  fo r j ud i ci a l  revi ew was d i sm i ssed  wi th  costs.

Trademarks Decis ions

Court  o f  Appea l  A ff i rm s Re-de te rm i na t i on  — Ind i vi dua l  De fendan t  i s S t i l l  Jo i n t l y and  Severa l l y L i ab l e  fo r $64 ,000  i n  Dam ages and  $250 ,000  i n
Pun i t i ve  Dam ages fo r Se l l i ng  Knock-o ff  Chane l  Products 
Lam v.  Chane l  S .  de  R.L .,  2017  FCA 38

T h i s was an  appea l  o f  the  Federa l  Court 's re -de te rm i na t i on  o f  a  m o t i on  fo r sum m ary t ri a l  (2016  FC 987,  p revi ousl y sum m ari zed  he re).

In  the  o ri g i na l  deci si on  (2015  FC 1091),  the  Federa l  Court  awarded  j udgm ent aga i nst  the  De fendan ts fo r the  i n f ri ngem ent o f  seve ra l  Chane l
t radem arks.  T he  De fendan ts were  se l l i ng  knock-o ff  Chane l  m erchand i se  ou t  o f  the i r condom i n i um  un i t  and  i n  a  st ri p  m a l l .  T he  De fendan ts were  o rde red
to  pay,  j o i n t l y and  severa l l y,  $64 ,000  i n  dam ages,  p l us $250 ,000  as pun i t i ve  and  exem p l a ry dam ages,  p l us $66 ,000  i n  costs.  On  appea l ,  the  Court  o f
Appea l  i n  2016  FCA 111 se t  asi de  the  t ri a l  j udge 's deci si on  as i t  re l a ted  to  the  pe rsona l  De fendan t  and  rem i t ted  the  sum m ary t ri a l  m o t i on  fo r re -
de te rm i na t i on .  T he  Court  o f  Appea l  wan ted  the  Judge  to  reso l ve  the  am b i gu i ty i n  the  deci si on  re l a ted  to  whe the r the  i nd i vi dua l  De fendan t  was l i ab l e
fo r th ree  o r fou r acts o f  i n f ri ngem ent.  T h i s a ffected  the  quan tum  o f  dam ages and  costs awarded  and  th i s De fendan t 's j o i n t  and  severa l  l i ab i l i t i es.

At  the  re -de te rm i na t i on ,  the  Federa l  Court  con f i rm ed  the  o ri g i na l  j udgm ent,  i ncl ud i ng  the  com pensa to ry dam ages award ,  the  pun i t i ve  dam ages award
and  the  costs award .  T he  Federa l  Court  exp ressl y con f i rm ed  tha t  the  i nd i vi dua l  De fendan t  was pe rsona l l y l i ab l e  fo r a l l  fou r i n f ri ngem ents.

In  th i s appea l ,  the  Appe l l an t  d i d  no t  con test  the  f i nd i ngs o f  l i ab i l i ty,  con f i n i ng  he r appea l  to  the  awards o f  com pensa to ry and  pun i t i ve  dam ages and
costs.  T he  appea l  was d i sm i ssed  on  a l l  g rounds.  On  the  i ssue  o f  pun i t i ve  dam ages,  the  Court  o f  Appea l  no ted  tha t  the  Judge 's assessm ent o f  the
am oun t o f  dam ages was l a rge l y focused  on  the  De fendan ts'  conduct  and  the  concl usi on  tha t  com pensa to ry dam ages a l one  wou l d  no t  be  a  de te rren t ;
th i s was consi sten t  wi th  the  case  l aw. As the  appea l  was wi thou t  m eri t  and  no  substan t i ve  g round  o r cha l l enge  to  the  j udgm ent was advanced ,  the  Court
o f  Appea l  awarded  costs on  a  so l i ci to r-cl i en t  basi s.
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Industry News

Hea l th  Canada  has re l eased  a  No t i ce  to  announce  a  m ee t i ng  o f  Hea l th  Canada 's Sci en t i f i c Advi so ry Pane l  on  Op i o i d  Use  and  Con tra i nd i ca t i ons (SAP-
OUC).  T he  websi te  i nd i ca tes tha t  the  m ee t i ng  wi l l  take  p l ace  on  M arch  24 ,  2017 .  T he  de ta i l ed  agenda  fo r the  SAP-OUC m eet i ng  wi l l  be  posted  a t  a
l a te r da te .
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