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Patent Decis ions

Unpart i cu l a ri zed  A l l ega t i ons M ade  Pursuan t  to  S .  53  Struck Wi thou t  Leave  to  Am end
Apotex Inc.  v.  Sh i re  LLC,  2016  FC 1267
Drug :  l i sdexam fe tam i ne  d i m esyl a te

In  th i s case ,  Apo tex sta rted  an  act i on  to  i m peach  Sh i re 's pa ten t  re l a t i ng  to  l i sdexam fe tam i ne  d i m esyl a te .  Sh i re  b rough t  a  m o t i on  to  st ri ke  po rt i ons o f
Apo tex's Rep l y.

T he  Court  he l d  tha t  Sect i on  53  a l l ega t i ons a re  essen t i a l l y a l l ega t i ons o f  f raud  and  o f  a  sta te  o f  m i nd ,  and  pu rsuan t  to  Ru l e  181 ,  requ i re  fu l l
pa rt i cu l a rs.  Here ,  the  p l ead i ngs fa i l ed  to  i den t i fy exact l y who  m ade  wha t sta tem en ts to  the  Pa ten t  Off i ce .  Fu rthe rm ore ,  they were  be re f t  o f  pa rt i cu l a rs
as to  the  factua l  basi s upon  wh i ch  the  Court  m i gh t  be  ab l e  to  concl ude  tha t  th i s pe rson  o r pe rsons knew, a t  the  t i m e ,  tha t  the  sta tem en ts were  fa l se ,  o r
tha t  these  pe rsons i n tended  to  m i sl ead  the  Pa ten t  Off i ce  wi th  these  sta tem en ts.  T here  were  on l y vague  a l l ega t i ons tha t  Sh i re  m ade  assert i ons as to  the
u t i l i ty o f  the  i nven t i on  and  now den i es tha t  these  assert i ons am oun t to  u t i l i ty.

T he  Court  he l d  tha t  i m p l i ci t  a l l ega t i ons o f  f raud  such  as these  a re  no t  p roper p l ead i ngs.  Such  p l ead i ngs m ay be  saved  i f  the  m ate ri a l  facts can  be
i n fe rred  f rom  the  p l ead i ngs o r rep resen ta t i ons o f  a  pa rty on  a  m ot i on  to  st ri ke .  However,  tha t  i s no t  the  case  he re .

Sh i re  sough t  to  st ri ke  a  fu rthe r pa rag raph .  However,  the  Court  he l d  tha t  i t  was a  sta tem en t o f  l ega l  concl usi on ,  tha t  does no t  open  the  door fo r Apo tex
to  re l y on  o r have  d i scovery wi th  respect  to  any fact  tha t  i s a l ready no t  speci f i ca l l y p l eaded  as a  basi s fo r a rgu i ng  am b i gu i ty.  Pa rt i es a re  f ree  to  a rgue
any l ega l  consequence  supported  by the  facts p l eaded ,  thus,  i t  i s a  waste  o f  the  Court 's t i m e  to  m ove  to  st ri ke  a  l ega l  concl usi on .  T hus,  th i s po rt i on  o f
the  m ot i on  was d i sm i ssed .

Desp i te  the  d i vi ded  success,  the  Court  awarded  e l eva ted  costs to  Sh i re  because  Apo tex's a l l ega t i ons o f  s.53  f raud  were  m ade  casua l l y and
though t l essl y.

Court  Di sm i sses A l exi on 's Appea l s f rom  T hree  Separa te  Orders
Al exi on  Pharmaceu t i ca l s Inc.  v.  Canada  (At to rney Genera l ),  2017  FC 22  and
Al exi on  Pharmaceu t i ca l s Inc.  v.  Canada  (At to rney Genera l ),  2017  FC 21
Drug :  ecu l i zum ab

T he  Court  d i sm i ssed  A l exi on 's appea l s concern i ng  th ree  separa te  Orders.  T he  f i rst  appea l  concerned  Pro thono ta ry Aa l to 's Order a l l owi ng  the
Responden t 's m o t i on  to  st ri ke  A l exi on 's const i tu t i ona l  cha l l enge  to  the  p ri ce  regu l a t i on  schem e found  i n  sect i ons 83 -86  o f  the  Paten t  Act.  T he  Court
ag reed  wi th  Pro thono ta ry Aa l to  tha t  the  Court  i n  Canada  (At to rney Genera l ) v.  Sandoz Canada  Inc.  (2015  FCA 249) i s the  b i nd i ng  au tho ri ty.  T here fo re ,
Pro thono ta ry Aa l to 's deci si on  was co rrect ,  and  accord i ng l y,  the  appea l  was d i sm i ssed .

T he  second  and  th i rd  appea l s concerned  two  Orders f rom  Pro thono ta ry Ayl en .  T he  f i rst  Order st ruck,  as p rem atu re ,  A l exi on 's App l i ca t i on  fo r Jud i ci a l
Revi ew o f  a  deci si on  o f  the  PM PRB a l l owi ng  ce rta i n  am endm ents to  the  Board 's No t i ce  o f  A l l ega t i on .  In  the  second  Order,  the  Pro thono ta ry d i sm i ssed
as m oo t A l exi on 's m o t i on  fo r an  o rde r on  consen t  p ro tect i ng  ce rta i n  i n fo rm at i on  as con f i den t i a l .  T he  Court  found  no  pa l pab l e  o r ove rri d i ng  e rro r i n
e i the r deci si on ,  and  accord i ng l y,  the  appea l s were  d i sm i ssed .

Costs Awarded  a t  the  Hi gher End  o f  Co l um n IV,  wi th  E l eva ted  Costs fo r Vari ous Facto rs
Po l l a rd  Bankno te  L i mi ted  v.  Babn  Techno l og i es Corp. ,  2016  FC 1193

In  th i s deci si on  on  costs,  the  Court  award  costs ca l cu l a ted  a t  the  top  o f  co l um n IV o f  Ta ri f f  B  to  the  P l a i n t i f f  fo r i ts successfu l  i m peachm ent act i on .

T he  Court  consi de red  the  facto rs l i sted  under Ru l e  400(3 ).  T he  Court  had  se ri ous concerns on  th ree  i ssues,  i ncl ud i ng  the  m anner i n  wh i ch  the
Defendan t  dea l t  wi th  one  o f  i ts expert 's test i m ony.  Accord i ng  to  the  Court ,  i t  appeared  l i ke l y tha t  the  De fendan t  and /o r i ts counse l  was aware  be fo re
tri a l  tha t  i t  had  no  re l i ab l e  expert  evi dence  to  de fend  aga i nst  the  P l a i n t i f f 's cen tra l  i ssue  i n  the  case .  Fu rthe rm ore ,  the  Court  no ted  tha t  the  De fendan t
fa i l ed  to  address the  si tua t i on  i n  any way du ri ng  t ri a l ,  e i the r i n  re -d i rect  o r i n  a rgum ent.  T he  Court  was a l so  concerned  abou t  the  De fendan t 's posi t i on
on  the  Pa ten t 's construct i on ,  wh i ch  was con tra ry to  the  posi t i on  i t  took du ri ng  p rosecu t i on  o f  the  pa ten t  app l i ca t i on .  Wh i l e  these  g rounds j ust i f i ed
e l eva ted  costs,  the  Court  was no t  convi nced  tha t  the  De fendan t 's conduct  had  been  so  rep rehensi b l e  as to  j ust i fy a  l um p sum  award  o f  costs.

Trademark Related Decis ion

Deci si on  on  Passi ng  Off  and  the  Use  o f  In te rne t  Keywords i s Reversed  on  Appea l
Vancouver Commun i ty Co l l ege  v.  Vancouver Career Co l l ege  (Burnaby) Inc.,  2017  BCCA 41

T he  B.C. Court  o f  Appea l  has ove rtu rned  a  l ower cou rt  deci si on  tha t  had  d i sm i ssed  a  t radem ark passi ng  o ff  cl a i m  aga i nst  the  De fendan t  Vancouver
Career Co l l ege  b rough t  by the  P l a i n t i f f  Vancouver Com m un i ty Co l l ege .  (2015  BCSC 1470)

T he  P l a i n t i f f  a l l eged  passi ng  o ff  i ts VCC m ark.

T he  two  schoo l s o ffe r p rog ram s tha t  ove rl ap  to  a  degree .   I t  was a l l eged  tha t  i n  2009  the  De fendan t  used  keywords to  d i rect  t ra ff i c to  i ts websi te
VCCo l l ege [ .ca ] ,  i ncl ud i ng  VCC, Vancouver Com m un i ty Co l l ege ,  and  o the r educa t i ona l  i nst i tu t i ons.

T he  Court  o f  Appea l  found  tha t  the  t ri a l  j udge  had  e rred  i n  appreci a t i ng  the  evi dence  o f  goodwi l l ,  f i nd i ng  tha t  the  P l a i n t i f f  had  goodwi l l  i n  the  VCC
m ark,  wh i ch  was recogn i zed  i n  the  re l evan t  m arke t-p l ace  as a  pub l i c p rovi de r o f  post-secondary educa t i on .  I t  was fu rthe r he l d  tha t  con fusi on  i s to  be
assessed  wh i l e  the  use r i s st i l l  on  the  i n te rne t ,  so  i t  does no t  m a tte r whe the r the  use r's m i sconcep t i ons wou l d  be  se t  st ra i gh t  l a te r.  Dam age  was i n fe rred
from  the  unau tho ri zed  use  o f  goodwi l l ,  and  thus the  passi ng  o ff  cl a i m  was found  to  succeed .

ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/218131/index.d
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/218253/index.d
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/218255/index.d
ttp://decisions.fca-caf.gc.ca/fca-caf/decisions/en/item/126361/index.d
ttp://decisions.fct-cf.gc.ca/fc-cf/decisions/en/item/218177/index.d
ttp://www.canlii.org/en/bc/bcca/doc/2017/2017bcca41/2017bcca41.html?resultIndex=
ttp://canlii.ca/t/gkrd


T he  P l a i n t i f f  a l so  has two  o ff i ci a l  m arks,  VCC and  VANCOUVER COM M UNIT Y COLLEGE. T he  Court  o f  Appea l  he l d  i t  cou l d  no t  pe rfo rm  an  appe l l a te
revi ew o f  the  o rde r d i sm i ssi ng  the  cl a i m  o f  b reach  o f  o ff i ci a l  m arks.  T h i s was rem i t ted  to  the  t ri a l  cou rt  fo r de te rm i na t i on .

T he  i ssue  o f  dam ages fo r the  passi ng  o ff  cl a i m  was a l so  rem i t ted .
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