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ARTICLE

Federal Court of Appeal decides users can opt-out of board sanctioned copyright tariffs
York Un i ve rsi ty v.  The  Canad i an  Copyri gh t  L i censi ng  Agency,  2020  FCA 77
Judgem ent:  Ap ri l  22 ,  2020

Access Copyri gh t  (AC) i s a  co l l ect i ve  soci e ty tha t  co l l ects and  d i st ri bu tes roya l t i es to  copyri gh t  ho l de rs o f  pub l i shed  l i te ra ry works i n  i ts reperto i re  (the
Works).  AC and  York Un i ve rsi ty (York) had  a  l i cence  ag reem ent (the  L i cence  Agreem ent) be tween  1994  and  2010  tha t  a l l owed  p ro fesso rs a t  York to
rep roduce  the  Works i n  exchange  fo r paym ent.  T he  L i cence  Agreem ent was se t  to  exp i re ,  and  si nce  no  new l i censi ng  ag reem ent be tween  the  pa rt i es
was reached ,  a t  AC’s request ,  the  Copyri gh t  Board  (the  Board ) i ssued  an  i n te ri m  ta ri f f  tha t  adop ted  the  te rm s o f  the  p revi ous L i cence  Agreem ent
be tween  the  pa rt i es fo r the  pe ri od  o f  2011-2013 .  A l though  i n i t i a l l y com p l yi ng  wi th  the  ta ri f f ’s te rm s,  York un i l a te ra l l y “op ted  ou t” o f  the  ta ri f f  pa rt  way
th rough  2011 ,  i nstead  ab i d i ng  by i ts “gu i de l i nes” (the  Gu i de l i nes).  T hese  Gu i de l i nes pu rpo rted  to  au tho ri ze  sta ff  to  copy short  exce rp ts o f  the  Works i n
accordance  wi th  the  Copyri gh t  Act’s fa i r dea l i ng  p rovi si ons.

AC sued  York,  and  was successfu l  be fo re  the  Federa l  Court  (FC) i n  i ts act i on  to  en fo rce  the  i n te ri m  ta ri f f  under s.  68 .2 (1 ) o f  the  Copyri gh t  Act  (the  Act).
Yo rk appea l ed  the  FC’s deci si on  on  two  g rounds.  Fi rst ,  Yo rk a rgued  tha t  the  l i censi ng  reg i m e  under the  Act  i s no t  m anda to ry,  and  the re fo re  i t  was
en t i t l ed  to  op t-ou t  o f  the  i n te ri m  ta ri f f  se t  by the  Board .  Second ,  York a rgued  tha t  even  i f  i t  cou l d  no t  op t-ou t  o f  the  ta ri f f ,  Yo rk com p l i ed  wi th  i ts
Gu i de l i nes,  wh i ch  cam e wi th i n  the  fa i r dea l i ng  p rovi si ons o f  the  Act ,  the reby avo i d i ng  l i ab i l i ty.  T he  Federa l  Court  o f  Appea l  (FCA) a l l owed  York’s
appea l  on  the  f i rst  g round  o f  appea l ,  concl ud i ng  tha t  ta ri f fs do  no t  b i nd  non-l i censees,  and  si nce  York op ted  ou t  o f  the  ta ri f f ,  i t  was no t  a  l i censee .  York
was unsuccessfu l  on  i ts second  g round  o f  appea l
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Regard i ng  the  f i rst  g round  o f  appea l ,  Yo rk d i d  no t  deny i n f ri ng i ng  the  Works (apart  f rom  fa i r dea l i ng ),  bu t  i nstead  asserted  tha t  i t  d i d  no t  have  to  ab i de
by the  i n te ri m  ta ri f f  because  do i ng  so  was no t  m anda to ry.  I f  i t  had  been  m anda to ry,  York wou l d  have  had  to  pay the  ta ri f f  fee  fo r any i n f ri ngem ent.
Argu i ng  tha t  the  ta ri f f  was no t  m anda to ry exposed  York to  l i ab i l i ty th rough  copyri gh t  i n f ri ngem ent act i on (s),  bu t  i m portan t l y,  these  i n f ri ngem ent act i ons
cou l d  no t  be  i n i t i a ted  by AC. In f ri nge rs a re  l i ab l e  fo r copyri gh t  i n f ri ngem ent on l y to  the  copyri gh t  owner,  l i censee ,  o r assi gnee .  AC had  none  o f  these
ri gh ts –  i t  on l y had  the  ri gh t  to  en fo rce  the  ta ri f f .  T here fo re ,  i f ,  as York asse rted ,  the  ta ri f f  i s no t  m anda to ry,  AC cou l d  no t  en fo rce  any ri gh ts aga i nst
York.

AC f i rst  re l i ed  on  s.  68 .2 (1 ) o f  the  Act  fo r i ts asse rt i on  tha t  the  ta ri f f  was m anda to ry.  Sect i on  68 .2 (1 ) sta ted  a t  the  m ate ri a l  t i m e  tha t  a  co l l ect i ve  soci e ty
m ay co l l ect  the  roya l t i es speci f i ed  i n  the  ta ri f f ,  and  i n  de fau l t  o f  the i r paym ent,  recover them  i n  court .  Ea rl i e r ve rsi ons o f  the  Act  sta ted  tha t  a
co l l ect i ve  soci e ty m ay co l l ect  the  roya l t i es i n  respect  o f  the  i ssue  o r g ran t  by i t  o f  l i cences,  and  i n  de fau l t  o f  the i r paym ent,  recover them  i n  court .  AC
argued  tha t  the  rem ova l  o f  the  re fe rence  to  “l i cences” i n  the  l a te r Act  m ean t tha t  AC’s ab i l i ty to  co l l ect  roya l t i es was no  l onger t i ed  to  the  i ssuance  o f  a
l i cence ,  bu t  a rose  as soon  as the  Works were  i n f ri nged .

T he  FCA f i rst  he l d  tha t ,  a t  com m on l aw, i n  o rde r fo r the re  to  be  a  l i cence ,  the re  m ust  be  an  ag reem ent by bo th  si des to  be  bound .  Wi thou t  sta tu to ry
i n te rven t i on ,  a  pa rty canno t  fo rce  a  l i cence  on  ano the r.  T he  FCA then  began  ana l yzi ng  whe the r the  Act  i n te rvened  to  p rovi de  such  a  m anda to ry
l i censi ng  schem e. T he  FCA deci ded  tha t  the  Act  a l l owed  fo r use rs to  un i l a te ra l l y e l ect  to  be  governed  by the  l i cence  as se t  ou t  i n  the  ta ri f f  as fa r back
as 1936 .  Parl i am en t i m p l em ented  th i s to  co rrect  the  quasi -m onopo l y tha t  pe rfo rm ance  ri gh ts co l l ect i ve  soci e t i es had  ach i eved  a t  the  t i m e ,  wh i ch
a l l owed  such  soci e t i es to  d i cta te  the  p ri ces o f  i ts works o r pu l l  the  en t i re  reperto i re  f rom  the  m arke t .  However,  no th i ng  a t  tha t  t i m e  suggested  tha t  the
co l l ect i ve  soci e t i es cou l d  un i l a te ra l l y i m pose  l i cences,  and  the re fo re  co l l ect  ta ri f fs f rom  i n f ri nge rs.  In  fact ,  the  FCA sta ted  tha t  the  schem e was,  i n
essence ,  a  sta tu to ry l i m i ta t i on  on  co l l ect i ve  soci e t i es’ rem ed i es fo r copyri gh t  i n f ri ngem ent.  As o f  1936 ,  soci e t i es cou l d  no  l onger sue  fo r dam ages i f  the
i n fri nge r op ted  to  pay the  ta ri f f .

T he  FCA ana l yzed  the  l i censi ng  schem e o f  the  Act  and  t racked  the  am endm ents to  the  Act  ove r t i m e .  I t  concl uded  tha t ,  th rough  i ts va ri ous
am endm ents,  the  ta ri f f  schem e o f  the  Act  con t i nuousl y dea l t  wi th  l i censi ng .  T he  key e l em en ts o f  the  1936  Act  had  been  m a i n ta i ned ,  and  a t  no  t i m e
were  the  co l l ect i ve  soci e t i es en t i t l ed  to  en fo rce  the  te rm s o f  the i r ta ri f f  aga i nst  non-l i censees.

T he  FCA d i sm i ssed  AC’s a rgum ent tha t ,  when  the  word  “l i cence” was rem oved  i n  the  1997  am endm ents to  s.  68 .2 (1 ) o f  the  Act ,  i t  m ade  the  recovery o f
roya l t i es speci f i ed  i n  the  ta ri f f  m anda to ry aga i nst  i n f ri nge rs.  T he  sta tu to ry m i ssi on  o f  co l l ect i ve  soci e t i es was to  opera te  a  l i censi ng  schem e fo r the
bene f i t  o f  those  i t  rep resen ts.  T here  was no  basi s i n  the  Act  tha t  wou l d  a l l ow co l l ect i ve  soci e t i es the  add i t i ona l  rem edy o f  be i ng  ab l e  to  au tom at i ca l l y
co l l ect  the  ta ri f f  f rom  i n f ri nge rs.  T he  FCA quo ted  Suprem e Court  o f  Canada  j u ri sp rudence  to  support  i ts ana l ysi s tha t ,  absen t  cl ea r l eg i sl a t i ve  i n ten t i on
to  the  con tra ry,  a  m ere  absence  o f  re fe rence  to  “l i cences” i n  ce rta i n  p rovi si ons shou l d  no t  be  i n te rp re ted  as chang i ng  l ong  se t t l ed  l aw wh i l e  l a rge l y
re ta i n i ng  the  text  and  structu re  o f  the  p rovi si ons upon  wh i ch  the  p revi ous l aw was founded .  As a  resu l t  o f  d i sm i ssi ng  AC’s a rgum ents,  the  FCA a l l owed
York’s appea l .

Did York’s actions constitute fair dealing?

Al though  no t  st ri ct l y necessary g i ven  the  resu l t  descri bed  above ,  the  FCA a l so  ad j ud i ca ted  whe the r York’s act i ons const i tu ted  fa i r dea l i ng .  A f te r
estab l i sh i ng  tha t  the  work was fo r the  a l l owab l e  pu rpose  o f  “educa t i on ” pu rsuan t  to  s.  29  o f  the  Act ,  the  FCA ana l yzed  whe the r the  FC had  e rred  i n
f i nd i ng  tha t  the  dea l i ng  was no t  fa i r,  reso rt i ng  to  the  si x facto rs descri bed  i n  the  CCH deci si on  (2004  SCC 13).

1 ) T he  pu rpose  o f  the  dea l i ng –  T he  FCA sta ted  tha t  i n  the  case  o f  an  i nst i tu t i ona l  cl a i m  o f  fa i r dea l i ng  based  on  genera l  p ract i ce ,  i t  i s the  i nst i tu t i on ’s
pe rspect i ve  tha t  m a tte rs.  T he  FC was found  to  have  e rred  by i m port i ng  “educa t i on ”,  wh i ch  was the  a l l owab l e  pu rpose  under s.  29 ,  i n to  the  ana l ysi s o f
the  “goa l ” o f  the  dea l i ng .  T he  FC d i d  no t  e rr,  however,  i n  i ts factua l  f i nd i ng  tha t  York’s add i t i ona l  pu rpose  was to  ob ta i n  fo r f ree  tha t  wh i ch  i t  had
previ ousl y pa i d  fo r.  T h i s was a  cl ea r i nd i ca t i on  o f  un fa i rness.

2 ) T he  characte r o f  the  dea l i ng –  T he  FCA sta ted  tha t  the  FC d i d  no t  e rr i n  f i nd i ng  tha t  th i s facto r we i ghed  towards un fa i rness.  A l a rge  aggrega te
num ber o f  cop i es were  m ade . Fu rthe rm ore ,  360  cop i es pe r studen t  were  m ade  a t  York,  com pared  to  4 .5  cop i es pe r studen t  i n  Al berta  Educa t i on (2012
SCC 37).

3 ) T he  am oun t o f  the  dea l i ng  –  T h i s facto r consi de rs the  p roport i on  o f  the  p ro tected  work wh i ch  i s cop i ed ,  no t  the  am oun t o f  copyi ng  i n  the  aggrega te .
York a rgued  tha t  the  focus shou l d  have  been  on  the  studen ts’ pe rspect i ve .  T he  FCA agreed ,  bu t  deci ded  tha t  York had  l ed  no  evi dence  as to  the
studen ts’ use  o f  the  p roport i on  o f  the  cop i ed  Works wh i ch  wou l d  show tha t  tha t  use  was fa i r.  T here fo re ,  th i s facto r favoured  AC.



4) A l te rna t i ves to  the  dea l i ng  –  T h i s facto r consi de rs whe the r the  dea l i ng  was reasonab l y necessary to  ach i eve  the  u l t i m a te  pu rpose .  In  th i s case ,  the
u l t i m a te  pu rpose  was the  educa t i on  o f  studen ts.  T he  FCA agreed  wi th  the  FC tha t  th i s facto r favoured  York.  T here  was evi dence  tha t  teach i ng  usi ng  one
textbook pe r cl ass i s obso l e te ,  and  m ate ri a l s a re  i nstead  sourced  f rom  m u l t i p l e  pub l i ca t i ons.  As a  resu l t ,  the  copyi ng  was reasonab l y necessary to
ach i eve  i ts pu rpose ,  si nce  the re  was no  f ree  a l te rna t i ve .  T he  FCA no ted ,  however,  tha t  York’s copyi ng  was system at i c.  As a  resu l t ,  th i s facto r weakl y
favoured  York.

5 ) T he  e ffect  o f  the  dea l i ng –  AC had  the  bu rden  o f  dem onstra t i ng  the  nega t i ve  i m pacts o f  the  dea l i ngs on  the  crea to rs and  pub l i she rs.  T he  FC found
tha t  i t  m e t  tha t  bu rden  by showi ng  a  causa l  re l a t i onsh i p  be tween  York’s Gu i de l i nes and  the  com pensa t i on  tha t  AC’s copyri gh t  ho l de rs wou l d  have
o the rwi se  ach i eved .  T he  FCA found  no  e rro r i n  the  FC’s ana l ysi s,  and  ag reed  tha t  th i s po i n ted  to  the  un fa i rness o f  the  copyi ng .

6 ) T he  na tu re  o f  the  work –  T he  pa rt i es d i d  no t  m ake  a rgum ents concern i ng  th i s facto r,  and  so  the  FCA m ere l y no ted  the  FC’s concl usi on  tha t  th i s facto r
tended  towards an  un fa i r dea l i ng .

Conclusion on fair dealing

T he  FC no ted  tha t  York’s Gu i de l i nes d i d  no t  have  en fo rcem ent m echan i sm s to  ensure  tha t  copyi ng  com p l i ed  wi th  the  Gu i de l i nes.  In  m ost  i nstances,  the
FC found  tha t  fa i rness facto rs po i n ted  i n  the  d i rect i on  o f  un fa i rness,  m arked l y so  i n  som e cases.  T he  FCA he l d  tha t  the  FC d i d  no t  e rr i n  th i s regard ,  and
the re fo re  d i sm i ssed  York’s appea l  wi th  respect  to  i ts cl a i m  o f  fa i r dea l i ng .

Servi ces:  In te l l ectua l  Property,  Copyri gh t

PLEASE NOTE: No th i ng  on  th i s page  const i tu tes l ega l  advi ce .  A l l  con ten t  i s fo r i n fo rmat i ona l  pu rposes on l y.
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