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ARTICLE

Federal Court of Canada corrects CIPO on claims construction
In  a  l ong -awa i ted  deci si on ,  the  Federa l  Court  o f  Canada  (FCC) has adm on i shed  the  Canad i an  In te l l ectua l  Property Off i ce ’s (CIPO) fa i l u re  to  fo l l ow the
Suprem e Court  o f  Canada  (SCC) on  cl a i m s construct i on .  T he  deci si on  i n  Choue i fa ty provi des we l com e hope  fo r com pute r-i m p l em ented  i nven t i ons and
m ed i ca l  d i agnost i cs,  the  pa ten t i ng  o f  wh i ch  has been  obstructed  i n  Canada  by an  exam i na t i on  p ract i ce  tha t  i s i nconsi sten t  wi th  l ead i ng  j u ri sp rudence .

Background

T he  SCC estab l i shed  the  tene ts o f  pu rposi ve  cl a i m s construct i on  i n  the  l andm ark Free  Worl d  Trust and  Whi rl poo l  deci si ons,  em phasi zi ng  adherence  to
the  l anguage  o f  the  cl a i m s and  the  i n ten t  o f  the  i nven to r.

Fo r m any years now, CIPO has p rom u l ga ted  a  d i st i nct  “p rob l em -and-so l u t i on ” approach  to  cl a i m s construct i on .  Under th i s approach ,  CIPO has
e ffect i ve l y i nstructed  i ts exam i ners to  i gno re  cl a i m  e l em en ts tha t  a re  no t  pa rt  o f  the  so l u t i on  to  a  p re -exi st i ng  “p rob l em ”.  T he  “p rob l em ”,  acco rd i ng  to
CIPO, i s de te rm i ned  based  on  com m on genera l  knowl edge  and  the  teach i ngs o f  the  pa ten t  app l i ca t i on .  T he  approach  o f ten  excl udes conven t i ona l
cl a i m  fea tu res f rom  consi de ra t i on ,  regard l ess o f  the  i nven to r’s i n ten t .  Fo r i ts num erous departu res f rom  j u ri sp rudence ,  CIPO’s approach  has been
cri t i ci zed ,  i ncl ud i ng  i n  the  na t i ona l  p ress.

T he  p rob l em -and-so l u t i on  approach  d i sp roport i ona te l y a ffects com pute r-i m p l em ented  i nven t i ons and  those  i n  the  f i e l d  o f  m ed i ca l  d i agnost i cs.  CIPO
pub l i shed  speci f i c gu i de l i nes fo r exam i n i ng  these  techn i ca l  a reas i n  2013  and  2015 ,  respect i ve l y,  wh i ch  were  l a te r i nco rpo ra ted  i n to  CIPO’s M anua l  o f
Pa ten t  Off i ce  Pract i ce  (M OPOP).

For com pute r-i m p l em ented  i nven t i ons,  sub j ect  m a tte r e l i g i b i l i ty typ i ca l l y depends on  whe the r a  physi ca l  e l em en t i s deem ed essen t i a l .  However,  the
p rob l em -so l u t i on  approach  o f ten  concl udes tha t  com put i ng  e l em en ts,  such  as p rocessors and  m em ory,  m ere l y fo rm  part  o f  the  opera t i ng  envi ronm ent o f
the  so l u t i on .  To  th i s end ,  exam i ners wi l l  asse rt  tha t  pen-and-paper so l u t i ons o ffe r a  su i tab l e  a l te rna t i ve  to  the  m ere  conven i ence  p rovi ded  by com pute r-
based  so l u t i ons.  As a  resu l t ,  exam i ners genera l l y deem  com pute r ha rdware  non-essen t i a l  and  com pute r-i m p l em ented  i nven t i ons rou t i ne l y fa i l  to  pass
exam i na t i on  fo r wan t  o f  e l i g i b l e  sub j ect  m a tte r.

Fo r d i agnost i c i nven t i ons,  exam i ners m ust  choose  be tween  a  “da ta  acqu i si t i on  p rob l em ” and  a  “da ta  ana l ysi s p rob l em ”.  T here  i s no  “d i agnost i c
p rob l em ”,  acco rd i ng  to  CIPO; hence ,  the  possi b l e  i n te rp re ta t i ons o f  a  cl a i m  a re  a l ways constra i ned  f rom  the  ou tse t .  A “da ta  ana l ysi s p rob l em ” i s
i den t i f i ed  fo r any i nven t i on  i nvo l vi ng  an  ana l yte  tha t  was known to  sci ence .  In  th i s case ,  da ta  acqu i si t i on  steps a re  excl uded  f rom  ana l ysi s,  and  the
essen t i a l  fea tu res a re  l i m i ted  to  the  d i sease-co rre l a t i on  steps,  wh i ch  a re  re j ected  as d i sem bod i m en t m en ta l  steps.  In  the  a l te rna t i ve  ana l ysi s,  the
essen t i a l  fea tu res wi l l  be  l i m i ted  to  the  step  o f  m easuri ng  the  ana l yte .  Wi th  the  d i sease  co rre l a t i on  excl uded  f rom  consi de ra t i on ,  the  cl a i m  i s typ i ca l l y
re j ected  as an t i ci pa ted  and /o r obvi ous.  Wh i l e  d i agnost i c cl a i m s can  som et i m es st i l l  be  g ran ted ,  th i s usua l l y requ i res si gn i f i can t  add i t i ona l  techn i ca l
l i m i ta t i ons,  and  g ran ted  d i agnost i c cl a i m s a re  ra re l y com m ensura te  wi th  the  actua l  scope  o f  the  i nven t i on  d i scl osed .

T he  p rob l em -and-so l u t i on  approach  thus resu l ts i n  exam i na t i on  o f  sub j ect  m a tte r e l i g i b i l i ty based  on  som eth i ng  m uch  l ess than  wha t  i s cl a i m ed  and
fu rthe r t i es th i s e l i g i b i l i ty to  an  assessm ent o f  com m on genera l  knowl edge .

The 2,635,393 application

In  Choue i fa ty,  the  FCC consi de red  Canad i an  Pa ten t  App l i ca t i on  No .  2 ,635 ,393 ,  d i rected  to  com pute r-i m p l em ented  m ethods fo r se l ect i ng  and  we i gh i ng
i nvestm en t po rt fo l i o  asse ts i n  o rde r to  m i n i m i ze  ri sk wi thou t  i m pact i ng  re tu rns.  Cl a i m  1  read  as fo l l ows:

1 .  A com pute r-i m p l em ented  m ethod  fo r p rovi d i ng  an  an t i -benchm ark po rt fo l i o ,  the  m ethod  com pri si ng :  acqu i ri ng ,  usi ng  a  com pute r system ,
da ta  regard i ng  a  f i rst  g roup  o f  secu ri t i es i n  a  f i rst  po rt fo l i o ,  where i n  the  com pute r system  com pri ses a  com pute r p rocessor and  m em ory coup l ed
to  sa i d  p rocessor,  i den t i fyi ng ,  usi ng  a  com pute r system , a  second  g roup  o f  secu ri t i es to  be  i ncl uded  i n  a  second  po rt fo l i o  based  on  sa i d  da ta
and  on  ri sk cha racte ri st i cs o f  sa i d  second  g roup  o f  secu ri t i es,  and  p rovi d i ng ,  usi ng  a  com pute r system , the  i nd i vi dua l  we i gh t i ngs fo r each  o f  the
securi t i es i n  sa i d  second  po rt fo l i o  acco rd i ng  to  one  o r m ore  po rt fo l i o  op t i m i za t i on  p rocedures tha t  m axi m i zes the  an t i -benchm ark ra t i o  fo r the
second  po rt fo l i o  where i n  the  an t i -benchm ark ra t i o  i s rep resen ted  by the  quo t i en t  o f :  a  num era to r com pri si ng  an  i nner p roduct  o f  a  row vecto r o f
ho l d i ngs i n  sa i d  second  po rt fo l i o  and  a  co l um n vecto r o f  a  ri sk cha racte ri st i c o f  re tu rn  associ a ted  wi th  sa i d  ho l d i ngs i n  sa i d  second  po rt fo l i o ;
and  a  denom i na to r com pri si ng  the  square  roo t  o f  a  sca l a r fo rm ed  by an  i nner p roduct  o f  sa i d  row vecto r o f  sa i d  ho l d i ngs i n  sa i d  second
port fo l i o  and  a  p roduct  o f  a  covari ance  m atri x and  a  co l um n vecto r o f  sa i d  ho l d i ngs o f  sa i d  second  po rt fo l i o .

T he  Exam i ner app l i ed  CIPO’s p rob l em -and-so l u t i on  approach  and  ob j ected  to  the  cl a i m s fo r encom passi ng  non-pa ten tab l e  sub j ect  m a tte r.  T he  Pa ten t
Appea l  Board  ag reed  wi th  the  Exam i ner’s approach  and  concl usi ons,  sta t i ng  tha t  the  essen t i a l  e l em en ts were  l i m i ted  to  “a  schem e o r ru l es i nvo l vi ng
m ere  ca l cu l a t i ons,” and  tha t ,  “When  a  cl a i m ’s essen t i a l  e l em en ts a re  on l y the  ru l es and  steps o f  an  abstract  a l go ri thm , however,  tha t  cl a i m  i s non-
sta tu to ry. ”

The Choueifaty decision

On appea l  f rom  a  deci si on  o f  the  Pa ten t  Appea l  Board  wh i ch  re j ected  a l l  cl a i m s o f  the  ‘393  app l i ca t i on ,  the  FCC found  CIPO’s approach  to  cl a i m s
construct i on  was d i ffe ren t  to  the  “pu rposi ve  construct i on ” estab l i shed  by the  SCC:

I t  i s evi den t  on  a  read i ng  o f  the  M OPOP tha t  the  Com m i ssi oner,  no twi thstand i ng  sta t i ng  tha t  the  pa ten t  cl a i m s a re  to  be  construed  i n  a
purposi ve  m anner,  does no t  i n tend  o r d i rect  pa ten t  exam i ners to  fo l l ow the  teach i ngs o f  Free  Worl d  Trust and  Whi rl poo l .

T he  FCC found  tha t  CIPO’s approach  to  cl a i m s construct i on  had  been  exp ressl y eschewed  by the  SCC:
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T he  Appe l l an t  subm i ts,  and  I  ag ree ,  tha t  usi ng  the  p rob l em -so l u t i on  approach  to  cl a i m s construct i on  i s aki n  to  usi ng  the  “substance  o f  the
i nven t i on ” approach  d i scred i ted  by the  Suprem e Court  o f  Canada  i n  Free  Worl d  T rust  a t  pa ra  46 .

T he  FCC sta ted  tha t  the  co rrect  test  fo r essen t i a l i ty i s the  SCC’s test ,  wh i ch  requ i res consi de ra t i on  bo th  o f  the  e ffects o f  va ryi ng  a  pa rt i cu l a r e l em en t,
and  the  i n ten t  o f  the  i nven to rs,  as re f l ected  i n  the  word i ng  o f  the  cl a i m s:

As no ted  ea rl i e r,  i n  Free  Worl d  Trust  a t  pa ra  55  the  Suprem e Court  o f  Canada  se t  ou t  the  p ri nci p l es to  app l y when  de te rm i n i ng  whe the r a
cl a i m  e l em en t i s essen t i a l  o r non-essen t i a l .  T ha t  test  asks the  fo l l owi ng  separa te  quest i ons:

1.  Wou l d  i t  be  obvi ous to  a  ski l l ed  reader tha t  va ryi ng  a  pa rt i cu l a r e l em en t wou l d  no t  e ffect  the  way the  i nven t i on  works?  I f  m od i fyi ng  o r
subst i tu t i ng  the  e l em en t changes the  way the  i nven t i on  works,  then  tha t  e l em en t i s essen t i a l .

2.  Is i t  the  i n ten t i on  o f  the  i nven to r,  consi de ri ng  the  exp ress l anguage  o f  the  cl a i m , o r i n fe rred  f rom  i t ,  tha t  the  e l em en t was i n tended  to  be
essen t i a l ?  I f  so ,  then  i t  i s an  essen t i a l  e l em en t.

T he  FCC sta ted  tha t  CIPO em p l oyed  the  wrong  test  fo r essen t i a l i ty:

…I f i nd  tha t  the  Com m i ssi oner e rred  i n  de te rm i n i ng  the  essen t i a l  e l em en ts o f  the  cl a i m ed  i nven t i on  by usi ng  the  p rob l em -so l u t i on  approach ,
ra the r than  the  approach  Whi rl poo l  d i rects be  used .

Implications for prospective patentees in Canada

Whi l e  the  t i m e  fo r appea l  has no t  ye t  passed ,  i f  the  deci si on  stands,  i t  shou l d  resu l t  i n  CIPO rea l i gn i ng  i ts p ract i ces wi th  l ong -se t t l ed  l aw on  cl a i m s
construct i on ,  reso l vi ng  con fusi on  and  con trove rsy da t i ng  back m ore  than  a  decade .  App l i can ts who  have  faced  i n t ransi gen t  ob j ect i ons,  who  m ay have
abandoned  the i r app l i ca t i ons,  o r who  m ay be  consi de ri ng  abandonm ent,  wi l l  now have  a  new basi s fo r a rgum ent and  m ay wi sh  to  ho l d  ou t  fo r a  re tu rn
to  exam i na t i on  under m ore  favourab l e  p ri nci p l es g rounded  i n  SCC j u ri sp rudence .
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