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Patent Decis ion

Di sm i ssed  m ot i on  fo r pa rt i a l  sum m ary j udgm ent uphe l d  –  Apo tex unab l e  to  re l y on  sect i on  73  o f  the  Paten t  Act,  as i t  exi sted  i n  1989 ,  to  vo i d  the  pa ten t
a t  i ssue
Apotex Inc.  v.  P f i ze r Inc. ,  2017  FCA 201

T he  Federa l  Court  o f  Appea l  ("FCA" ) d i sm i ssed  the  appea l  o f  a  Federa l  Court ’s ("FC" ) deci si on  d i sm i ssi ng  Apo tex’s m o t i on  fo r pa rt i a l  sum m ary
j udgm ent.  In  the  underl yi ng  deci si on ,  the  FC d i d  no t  ag ree  wi th  Apo tex’s con ten t i on  tha t  the  Responden ts’ pa ten t  was i nva l i d  due  to  the i r fa i l u re  to  pay
the  p roper app l i ca t i on  fee  fo r the  i ssuance  o f  the  ‘132  Pa ten t .

T he  FCA sta ted  tha t  the  m a i n  i ssue  i n  th i s appea l  was the  i n te rp re ta t i on  o f  va ri ous p rovi si ons o f  the  Paten t  Act as i t  exi sted  i n  1989  (the  “1989  Act”),
i ncl ud i ng  sect i on  73  o f  the  1989  Act .  T he  FCA consi de red  the  l eg i sl a t i ve  evo l u t i on  o f  subsect i on  73 (1 ) o f  the  1989  Act  and  found  tha t  tha t  the  ob j ect  o f
th i s p rovi si on  was to  p rovi de  a  too l  fo r the  Com m i ssi oner to  co l l ect  fees.  T he  FCA fu rthe r no ted  tha t  the  words “m ay be  resto red  and  a  pa ten t  g ran ted ” i n
subsect i on  73 (2 ) suggest  tha t  the  l eg i sl a to r d i d  no t  envi sage  tha t  sect i on  73  wou l d  be  re l evan t  where  a  pa ten t  i s a l ready i ssued .

Apo tex re l i ed  on  the  FCA’s reason i ng  i n  Dutch  Industri es L td .  v.  Canada  (Commi ssi oner o f  Pa ten ts),  2003  FCA 121  (“Dutch ”),  to  suggest  tha t  the
app l i can t ’s fa i l u re  to  pay the  p roper app l i ca t i on  fee  i n  fu l l  “i s a  fact  o r de fau l t  on  wh i ch  Apo tex can  re l y as a  de fence  aga i nst  a l l ega t i ons o f
i n f ri ngem ent wi th i n  the  m ean i ng  o f  sect i on  59  o f  the  1989  Act  because  i t  renders the  132  Pa ten t  vo i d ”.  T he  FCA d i sagreed  and  concl uded  tha t  the
si m p l e  and  l i te ra l  approach  advoca ted  by Apo tex to  sect i ons 27  and  59  wou l d  l ead  to  an  absurd  resu l t  and  d i sregards the  schem e and  ob j ect  o f  the  Act ,
and  the  pu rpose  o f  p rovi si ons a t  i ssue .  In  d i st i ngu i sh i ng  Dutch ,  the  FCA a l so  no ted  tha t  i n  the  p resen t  case ,  the  app l i can t  had  m ade  no  un true
sta tem en ts i n  i ts app l i ca t i on  fo r the  ‘132  Pa ten t .

T he  FCA a l so  consi de red  i tse l f  bound  by the  essen t i a l  concep t  i n  Fada  Rad i o  L td .  v.  Canad i an  Genera l  E l ectri c Co .  L td .,  [1927 ]  S .C.R. 520 ,  nam e l y,
tha t  p re -pa ten t  i ssuance  de fects i n  the  adm i n i st ra t i ve  p rocess fo r app l yi ng  fo r a  pa ten t  canno t  be  re l i ed  upon  by an  a l l eged  i n f ri nge r to  render a  pa ten t
vo i d .  No twi thstand i ng  tha t  the  Paten t  Act and  p ract i ce  o f  the  Pa ten t  Off i ce  have  evo l ved ,  the  FCA acknowl edged  tha t  th i s Court  has si nce  con t i nued  to
agree  wi th  the  essen t i a l  ho l d i ng  i n  Fada .
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Detect i on  o f  Toxi ci ty to  Reproduct i on  fo r Hum an Pharm aceu t i ca l s.
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